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INTRODUCTION

Although we have been living in the Internet age for more tharca de
ade now, its implications for copyright law and the fair use doctrine have
only just kegun to manifest. By expanding the breadth, diversity and sheer

" Assistant Professor, DePaul University College of Law. This Article benefited enormously from
Justin Hughesd ext enentsianddromatimediligenh editogahasdistarice of Dawid
Pekarek Krohn and Gautam Huded. Thanks also to David Fagundes, Brett Frischmann, Elizabeth
Townsend Gard, Andrew Gold, Eric Goldman, Bobbi Kwall, Tonja Jacobi, Adam Mossoff, Dotan Oliar,
Miquel Pegiera Poch, Glen Robinson, Mark Schultz, Christopher Sprigman, Rebecca Tushnet and to the
faculties of DePaul University College of Law and the University of Virginia School of Law. An earlier
version of this article was presented at the American Inteéd®roperty Law Association Annual
Meeting 2007, the Intellectual Property Scholars Conference 2008, the University of Virginia School of
Law Faculty Workshop and the DePaul University College of Law Faculty Workshop. Special thanks to
the University ofVirginia School of Law Library staff and to Adam Cieslak for their invaluable research
assistance. Please address commems#y@depaul.edu

1| use the term Internet age here to refer to the period from 1994 to the drésemgeriod in
which the Intemet was popularized and commercialized. Technically, the first paskieting node of
what would later be called the ARPANET went live on October 29, 18#=HILARY W. POOLE ET
AL., THE INTERNET. A HISTORICAL ENCYCLOPEDIA 206 (2005). The first TCHwide area network
was operational by January 1, 1983, when the U.S. National Science Foundation (hSfectsd a
university network backbone that later became the NSHeat 145 46.
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number of copyrighted works in existence, the Internet has fundamentally
changed the nature of copyright markets. This transformation is ngest si

ni ficant i n t he contreelti amft weathn ol ot
technologies that copy expressive works for nonexpressive ends.- Copy

reliant technologies, such as Internet search engines and plagiarism dete

tion software, do not read, understand, or enjoy copyrighted works, nor do

they deliver hese works directly to the public. They do, however, necessa

ily copy them in order to process them as grist for the mill, raw materials

that feed various algorithms and indices.

Other scholars have considered separately the copyright implications
of Internet search engines, plagiarism detection software, reverse enginee
ing of software, and the recently settled Google Book Project contrgversy.
This Article attempts to provide a unifying theoretical framework for these
issues, recognizing them as sulbpasf a broader phenomenon: the eme
gence of copyreliant technology

Copyreliant technologies tend to interact with copyrighted works by
copying them routinely, automatically, and indiscriminately. Thesk-tec
nologies are vital to the operation of theelmet, but they are vulnerable to
claims of copyright infringement at key stages of their operation. -Copy
reliant technologies typically display three significant traits: (1) the copying
of expressive works for nonexpressive uses, (2) a high volumarsfat
tions, and (3) the use of technologically enabledopyptmechanisms tcer
duce transaction costs. The business models that employ these technologies
often inherently require these traits.

The rise of copyeliant technologies exposes seemingly nagds-
tions. First, should a nonexpressive use, which nonetheless requiyes cop
ing the entirety of a copyrighted work, be found to infringe the exclusive
rights of the copyright owner? Our historical intuition is that works afe ¢
pied to communicate atlsat s ome part of the wor kos
books are copied to be read, not to serve as paperweights; and compact
discs are copied to be played, not to function as drink coasters. This Article
concludes that because expressive communication to thie puplicitly
defines and I imits the extent of the

2 On search engines, see Urs GasRegulating Search Enginefaking Stock and Looking Ahead
8 YALE J.L. & TECH. 201(2006); James Grimmelmanihe Structure of Search Engine Le&®8lowa
L. REV. 1 (2007). On reverse engineering, see Pamela Samuelson & Suzanne Scdtcarhaw and
Economics of Reverse Enginiegr 111YALE L.J. 1575 (2002). On plagiarism, see Samuel J. Horovitz,
Two Wrongs Dondt Negate A Copyright: Dono,t Ma ke St
60 FLA. L. REV. 229 (2008). On Google Book, see, for example, Oren Br&thading Copyght Law
on Its Head? The Googlization of Everything and the Many Faces of Prog&mgX. L. REV. 1799
(2007); Emily Anne Proskinegoogl eds Technicolor Dreamcoat: A Copy
Book Search Library Projec21BERKELEY TECH. L.J. 213(2006); Rebecca Tushnddy Library: Cap-
yright and the Role of Institutions in a PeerPeer World 53 UCLA L. Rev. 977 (2006); Siva Va-
hyanathanThe Googlization of Everything and the Future of CopyrigtU.C. DAviS L. Rev. 1207
(2007).
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of copying that do not communicate th
public do not generally constitute copyright infringement.

The second important questioaised by copyeliant technologieser
lates to the opbut mechanisms built into many cepsliant technologies.
The architects of these technologies have chosen to build in thesenmecha
isms to preserve the autonomy of the copyright owner. Theseanis&Tis,
however, switch the default 0 ®intdoi on
to one in which copyright owners must affirmatively opt out of specific
uses of their works. Accordingly, we face the question of whether this
modification of the usual copyit default is justified from either a doctri
al or a utilitarian perspective.

The challenge presented by ceiant technology inevitably interacts
with the issue of fair use. Technically, the fair use doctrine renders certain
otherwise infringing actins relating to copyrighted works noninfringihg.
More generally, fair use allows the use of copyrighted works withaut pe
mission; as such, it performs a vital function in the modern copyright sy
tem by establishing limits on the otherwise expansive sigiitcopyright
owners: Because of the fair use dg-ctrinet
right law to new technology, any examination of copyright and netwtec
nology inevitably becomes a reflection on the nature of fair use. This
Article explains the coect application of the fair use doctrine in the context
of nonexpressive uses. Furthermore, this Article explores the application of
fair use in situations where the alleged infringer has provided copyright
owners with the ability to opt out.

Part | of ths Article introduces the phenomenon of capliant ted-
nology by focusing on four significant case studies. The first case study,
Field v. Google Ing.centers on the permissibility of automated archiving in
the context of texbased search enginesThe second case studyerfect
10, Inc. v. Amazon.com, Incenters on the creation and display of thum
nail representations of copyrighted photographs by iraged searchne
gines® The conduct challenged in the third case study, the Google Book
Project relates both to the generation of metadata and to the display of
fragments of books as part of a menu of search résulise final case
study looks at plagiarism detection software, which also addresses the use

317uscCcs107 (2006) (A[T] he f ai.isnouan efrinpdmerdofcgp pyri ght e
right. o).

4 As | have argued elsewhere, this function actually allows copyright owners a broader sai-of excl
sive rights than would otherwise be possible. Mattisag,God in the Machine, A New Structural
Analysis of Copyr ildMcHOTELEGORM. TECHUL SRev. 3BD(20D5).i n e

5412 F Supp. 2d 1106 (D. Nev. 2008g¢einfra Part 1.B.1.

5 487 F.3d 701 (9th Cir. 2007%geinfra Part I.B.2.

7 ClassAction Complaint, Authors Guild v. Google, No. 8/-8136 (S.D.N.Y. Sept. 20, 2005);
seeinfra Part I.B.3.
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of copyrighted works to generate metadatihese case studies illustrate
copy-reliant technology in a number of contexts that are further developed
in Parts Il and Il

Part Il explores the doctrinal implications of the nonexpressive use of
copyrighted works. Traditionally, copyright owndrave been able to ne
trol significant communicative or expressive uses of their wbiksch as
reproduction, display and performance. In contrast, tefignt technad-
gies typically use copyrighted works in a way that is noncommunicative
and nonexpressive A careful review of existing copyright doctrinegsu
gests that the rights of copyright owners do not typically encompasg-none
pressive uses of their works. | argue that recognizing a principle of
nonexpressive use resolves many questions relating yerebant technb
ogies. It also reconciles many puzzling features of the fair use doctrine
more broadly. Part Il concludes by addressing the doctrinal incorporation
of this principle of nonexpressive use through the application of the fair use
doctrine.

Part 1l studies the doctrinal implications of high transaction costs in
relation to copyreliant technologies and the use of-opt mechanisms to
mitigate those transaction costs. It then analyzes the relationship between
transaction costs and the foand content of property rights generally, and
the relevance of ofiuts to a fair use analysis.

I. COPY-RELIANT TECHNOLOGIES ANDTHE INTERNET

This Part begins, in section A, with a general discussion of the knk b
tween the technological and social changethefinternet era and theev
lution of copyright law. It also explains the centrality of the fair use
doctrine in realibrating copyright lavas technology and market conditions
change. This framework forms the essential theoretical background-for u
derganding the significance of the copgliant technology. Section Bed
scribes four case studies of camjiant technology that serve to illustrate
the concept and its application. These case studies are the empirical bac
bone of this Article; they are timduced in this Part and further déseed
in Parts Il and Ill. As the case studies illustrate, embant technologies
tend to raise certain recurring legal issues: the copying of expressive works
for nonexpressive uses, the potential for high traisacosts, and the role
of optout mechanisms in addressing thesesaation cost problents.

8 AV. v. iParadigms, 544 F. Supp. 2d 473 (E.D. Va. 2068¢infra Part .B.4. Space constraints
preclude additional case studies covering aseah as software reverse engineering.
9 Seeinfra Parts Il and Il for the further development of these issues.
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A. New Technologies, Copyright Markets, and Copyright Law

From the printing press to the photocopier, from the pialiado the
mp3 player, new technol@ps have fundamentally altered copyright Iav.
Photography, motion pictures, sound recording, and broadcasting have each
demanded and (eventually) received accommodation fromyrigbp law:*

As the technologies of reproduction and communication change, thég crea
new vehicles of creative expression, new communities of interest,xand e
pose latent ambiguities within existing doctrifes.

In some respects, the new technologies of copying and distribution that
form the Internet represent a continuation of thistrend Na p s-toer 6 s p €
peer file sharing technology (or more recently, BitTorrent) exemplifies how
digital technology and online distribution allow users to copy andi loligé
existing works, such as sound recording and motion picturegtaliyi no
cost®® Unlocking content from physical delivery has facilitated more than
just piracy; it has also enabled legal digital music services that have made
more music available at a lower cost than ever béfore.

Advances in technology have also opened up newlplitsss of crea-
tive production by reducing the cost of sound and video editing. The type
of video editing software used to credte Phantom Edifd a fan edited
version ofStar WarsEpisodel without the muckreviled Jar Jar Binks eh
racted used to beaserved for Hollywood studios alone; it is now widely
available for less than the cost of a new televi&iohhese new possibilities
have done more than simply lower costs for existing producers; they have
introduced new participants and in some casemaliaally changed the

10 see generallfPAuL GOLDSTEIN, COPYRIGHTE HIGHWAY : FROM GUTENBERG TO THECELESTIAL
JUKEBOX (2003) (tracing the development of copyright lawthe United States)JESSICA LITMAN,
DIGITAL COPYRIGHT (2001)(tracing the history of copyright legislation in the United Stat@sjer Me-
nelL,Emisi oni ng Copyr i ght 46NY.lv &si. LOREWE3 {2802) (dFguinguhatehe
digital revolition represents a third distinct wave of technological innovation that portendscsighif
changes in copyright protection).

1 see generallfLITMAN, supranote 10 (discussing the legislative history of U&pyright law in
the twentieth century).

12 See LAWRENCE LEssIG CoDE AND OTHER LAWS OF CYBERSPACE 2223 (1999); WILLIAM
LANDES & RICHARD POSNER THE ECONOMIC STRUCTURE OFINTELLECTUAL PROPERTYLAW (2003).

13 see generallpMatthew Helton Secondary Liaility for Copyright Infringement: BitTorrent as a
Vehicle for Establishing a New Copyright Definition for Staple Articles of Commé@cgoLum. J. L.

& Soc. ProBs 1 (2006) (explaining the technological and legal implications of the nearly costléss repl
cation of copyrighted data).

14 SeeCHRIS ANDERSON THE LONG TAIL 139 (2006) (noting the effect on price).

15 SeeAmy Harmon,6 St ar War sé Fan Fi |l ms ,QonTevesTApm®8] i ng Back
2002, 82 (Arts & Leisure), at 28 (discussir8TAR WARS EPISODE1.1: THE PHANTOM EDIT (2001), and
its cregtion).

16 See Wikipedia, List of Video Editing Software, http://en.wikipedia.org/wiki/List_of video
_editing _software (last visited July 27, 2009), for a list of video editing softwareglingleeveral fre
and open source modules.

1611



NORTHWESTERN UNIVERSITY LAVREVIEW

medium. The disruptive effect of political blogs on the agesstdng
power of newspapers and television reporting is just one example.

To regard these changes, and their implications for copyright law, as a
mere continuation of gst technological changes would risk overlooking a
crucial transformatioff. Digital technology and the Internet have signif
cantly expanded the scope, diversity, and number of copyrighted works in
existence. The cost of reproducing and disseminatintgatigorks has not
merely fallen; in many cases it has become entirely negligible. Thus, the
Internet has not merely induced an increase in copying, but an exponential
increase. This is not just a difference in degree, but a difference i#’ kind.
Similarly, copyright policy in the Internet age requires more than tha-incl
sion of one or two neglected interest groups; copyright law now reaches
deep inside the home and must take account of a much broader seg-of stak
holders than ever befofé.The proliferaton of copyrighted works in the
ternet age is not simply a question of scale; the Internet has radically
decentralized the production of information and expressive works, such that
the producers of publicly available copyrighted works are now more n
merots and more diverse than at any time in human history.

The magnitude of these changes does not automatically suggest that
copyright has no application online, or that we should discard the substa
tial body of copyright law that has developed over the pastdenturies.

To the contrary, many of the principles and distinctions derived from pre
Internet cases are equally applicable onli@dten the mere fact that cgp

ing took place online is of little or no relevance. For example, the legality
of the 655000 selfdescribed parody videos hosted on YouTFulzgely
depends on the amount of copyrighted material taken by thdigigt@nd

on whether courts reasonably perceive the work as a genuine parody of the

17 seeKevin Wallsten,Agenda Setting and the Blogosphere: An Analysis of the Relationship B
tween Mainstream Media and Political Blo@2l Rev. PoLév RES. 567, 56787 (2007) (finding a am-
plex, bidirectional relationship betweenainstream media coverage and blog discussion rather than a
unidirectional media or blog agendatting effect); se alsoStephen A. Banning & Kaye D. Sweetser,
How Much Do They Think It Affects Them and Whom Do They Believe?: Comparing thEérsod
Effect and Credibility of Blogs and Traditional Medis5 Comm. Q. 451, 45166 (2007) (fiming no
observable differences between the credibility of blogs and that of more traditional media).

18 SeeMenell, supranote 10, at 64 (discussing the relationship between new technology and new
modes of expression).

19 p w. AndersonMore Is Different: Broken Symmetry and the Nature of the Hierarchicat-Stru
ture of Sciencel77 (4047)SCIENCE 393 (1972).

20 SeelITMAN, supranotel0.

2 This figure is based on a YouTube.com search for the term parody, http://www.youtube.com/
results?search_type=&search_query=parody&aqg=f (search performed July 1, 2009).

22 Berlin v. E.C. Puld n s , 329 F2d 541 (2d Cir. 1964).
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copyright 3 Wescohsderationsekthe same today as they
were in 1994, when the Supreme Court last addressesbtled*i

However, this apparent continuity should not blind us to significant
underlying changes. The advent of discussion boards, blogs, sagial ne
working sites, photshaing sites, and other usgenerated content has
made the fair use doctrine more important to more people than ever before.
The fair use doctrine has become increasingly significant to the general
public because digital technology and the Internet havieleshaew forums
and new ways to interact with copyrighted material, often by copying po
tions of it® For example, while cutting out an article from a newspaper and
sending it to a friend through the U.S. postal service does not implicate
copyright, postng the contents of the same article on an Internet discussion
board or blog necessitates copying and thus raises the specter of copyright
infringement. The fair use doctrine has also become more important to the
public as the sharing of usgenerated cdent online enables copyright
owners to detect infringement more ea&ilyThe scope of fair use in ra}
tion to YouTube videos, blogs, and other forms of ggarerated content is
an important issue, but outside the scope of this Article. InstieisdAr-
ticle explores a different set of issues that augurs a more fundamental
change in the way we think about copyright and fair use. Indeed, tthis A
ticle seeks to refocus the copyright debate, shifting it away from tha-pere
nial concern about freedom of expsén and onto the important topic of
nonexpressive usé. Specifcally, this Article addresses the operation of
copyright law in relation to copseliant technologies, such as Internet
search engines, efeonic achives, plagiarism detection softwaredather
applications that rely on copying expressive works for nonexpressive ends.

These technological changes are significant for copyright because by
enabling more people to produce a greater range of copyrighted material,
the Internet has fundamentatiffanged the nature of copyright markets. To
appreciate the significance of these changes for copyright law, it isdirst n
cessary to examine the economic function of copyright.

Copyright creates exclusive rights in certain forms of expression to
give auhors an incentive to create those works in the first glattowev-
er, these same exclusive rights raise the cost for consumers to acquire those
works, and for subsequent authors to create further expressive works. In

z SeeCampbell v. AcuffRose Music, 510 U.S. 569 (1994ge alsdSunTrust Bank v. Houghton
Mifflin Co., 268 F.3d 1257 (11th Cir. 2001); Dr. Seuss Enters., L.P. v. Penguin Books USA, Inc., 109
F.3d 1394, 1399 (9thi€ 1997).

24 Campbell 510 U.S. 569.

% ged .A. Times v. Free Republic, 2000 U.S. Dist. LEXIS 5669 (C.D. Cal. Mar. 31, 2000).

% SeeMolly Shaffer Van HouwelingDistributive Values in Copyright83 TEX. L. REV. 1535,

1537 39 (2005).

27 see, e.g. Neil Weinstock NetanellLocating Copyright Within the First Amendment Skein
54 Stan. L. Rev. 1, 42 (2001).

%8 .s.CoNnsT. art. |, §8, cl. 8.
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the world of tangible objects, thesests become price signals thasere
the efficient allocation of goods to those who value them most. Given,
however, that expressive works can be consumed again and again by diffe
ent people without diminishing their value, the exclusive rights edtaiblis
by copyright also result in some deadweight loss because those who are
unwilling to pay the higher price are forced to go without the work irs-que
tion®

The authords exclusive rights undei
against price competition. Thbuffer to competition allows the author to
charge higher prices than she otherwise could, which in turn has twe imm
diate effects. First, some consumers remain willing to purchase the work at
a higher price and consequently pay more. Assuming we tfsdueelfare
of both consumers and authors equally, this is simply a wealth transfer and
is welfare neutral. Second, it forces those who are unwilling to pay the
higher price to go without the work in questi®n.Market allocation of
scarce resources toeih highest valued use is usually welfare enhancing,
but for nonrivalrous goods, the exclusion of fgalue users produces a
deadweight loss because their consumption is not at the expense of another
who values the good mote.

That copyright requiresabaa nce bet ween Athe inter
inventors in the control and exploitation of their writings and discoveries on
the one hand, and societybs conmpeting
f or mati on, and commer ce ouwundetstoosl? ot her

What is sometimes less clearly grasped is that where this balance should be
struck depends not just on the relative needs of authors and consumers, but

also on how effectively we expect those parties to cooperate andaompr

mise®* In many sitiations, authors can license their creations with relative

ease and the theoretical loss of exclusion is minifnéh. other situations,

however, copyright markets do not function so smoothly. Sometimegs cop
right owners fwield tthheei de fetcrmensosni c@f ca
s ¢ a | *pvhile other times it is more like a cudgel. For example, Stephen

Joyce has been accused of attempting to control access to unpubleshed m

2% For a more detailed discussion of the economics of copyright, see MattheBegagd Abstre
tion: The Law and Ecammics of Copyright Scope and Doctrinal Efficien8y TuL. L. REv. 187 (2006).

30 This assumes, realistically, the absence of perfect price discrimingdieegenerallyKathleen
Carroll & Dennis Coatesleaching Price Discrimination: Some Clarificatio®6 S. ECON. J. 466, 471
78 (1999) (noting that the assumption that price discrimination is efficient is often implausible).

%1 See, €.9.STEVEN SHAVELL , FOUNDATIONS OFECONOMIC ANALYSIS OF LAw 11i 23 (2004) (&-
scribing the effect of exclusion on resourdeaation).

32 Sony Corp. of Am. v. Universal City Studios, Inc., 464 U.S. 417, 429 (1984).

83 SeeSag,supranote 29, at 208 15 (discussing the relationship between copyright scope and the
effectiveness of pviate ordering).

34 SeeGOLDSTEN, supranotel0, at 5 (discussing product differentiation through versioning in the
book publishing and motion picture industries).

% 1d.
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terial in order to influence historical and literary conceptions of his gaandf

ther, James Joyce, whose literary estate he coftrolshe Joyce est a
threats of copyright litigation forced one Joyce biographer to file forca de

laratory judgment that her academic book and proposed electroni@suppl

ment did not infringe copyright. Biographers of Howard Hughes have

faced similar difficulties®

Copyright law addresses potential market malfunctions in a number of
ways. Doctrines such as the idegpression distinction protect the expre
sive el ements of t hateemgdulisequedtauthare r kK wit
the necessary breathing space to make their own contributions by adding to,
reusing, or reinterpreting the facts and ideas embodied in the original
work.*® Statutory exemptions and compulsory licedseach as the special
reprodution rights of libraries and archivésand the compulsory license
for making and distributing audio recordifigsalso provide some brdat
ing space. Their scope, however, tends to be limited. The primary way in
which copyright law adjusts to potential rkat malfunctions is through the
evolution of the mercurial doctrine of fair use.

Fair use is a flexible standard that limits the scope of copyrightgrote
tion and renders certain actions relating to copyrighted works nomjnfrin
ing.*? Activities that cous have regarded as fair use that may have
otherwise been infringing include: quoting a significant portion of a work
for the purpose of criticism, illustration, comment, or clarification; pgrod
ing a work; and copying part of a work in the course of otesaractiv-
ties® Judges and legal scholars frequently attest to the importance of the
fair use doctriné? but in spite of its partial codification in the Copyright
Act of 1976, the exact nature of fair use remains elusive and resists
straightforward defiition.*

36 SeeShloss v. Sweeney, 515 F. Sugp. 1083 (N.D. Cal. 2007); R. Anthony ReeBeplic but
Private:C o p y r NewhUnpluldished Public DomaiB5 TEX. L. REv. 585, 618 (2007)see alsd.T.
Max, The Injustice CollectoiNEW YORKER, June 19, 2006, at B43 (providing an account &tephen
Joyc e asous threats of copyright litigation).

87 Shloss515 F. Supp. 2d 1083.

38 Rosemont Enters., Inc. v. Random House, Inc., 366 F.2d 303 (2d Cir. 1966).

39 Sony Corp. of Am. v. Universal City Studios, Inc., 464 U.S. 417, 429 (1%84)alsoNarner
Bros., Inc. v. Am. Broad. Cos., 720 F.2d 231, 240 (2d Cir. 1983) (describing tliexgeassion di-
tinction as fan effort to enable courts yiget adj ust t
prot ecti onod) .

%0 17 U.S.C. §L08(a) (2006).

4 17U.s.C. §115.

4217U.s.C.807.

43 SeeU.S. COPYRIGHT OFFICE, REPORT OF THEREGISTER OF COPYRIGHTS ON THE GENERAL
REVISION OF THEU.S.COPYRIGHTLAW (1961)

44See,e.g.Ty, Il nc. (N Publ dns. Intol ., Lt d(oting292 F. 3d
that fair use doctrine plays an essential role in copyright law).

45 seeDellar v. Samuel Goldwyn, Inc., 104 F.2d 661, 662 (2d Cir. 1939) (describing fair use as one
of the most troublesome doctrines in the entire law of copyright).
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Fair use allows the use of copyrighted works without permission. As
such, it performs a vital function in the modern copyright system bp-esta
lishing limits on the otherwise expansive rights of copyright owners. Fair
use is necessary, in pargedause licensing and other private orderireg m
chanisms do not provide a solution for cases involving high transaction
costs, strategic holdouts, and inadvertent cop¥irithe fair use doctrine is
particularly important in situations where the costs oawiihg permission
outweigh the benefits of the use. The doctrine also plays a mediating role
in situations where the copyright owner withholds permission for reasons
that society finds unacceptable. For example, a copyright owner usually
cannot deny perission to copy in order to stifle parody, criticism, or social
debaté?

B. Four Case Studies of CofReliant Technology

Much of the discussion that follows concentrates on various forms of
search technology as a compelling illustration of the issues tipht &p
copy-reliant technologies more generally: the copying of expressive works
for nonexpressive uses, the potential for high transaction costs, and the role
of optout mechanisms inddressing these transaction costs problems.

Search technology is cldg a significant public policy issu&. The In-
ternet has become integral to modern existence. For many, it is tlie dom
nant medium of communication, research, entertainment, social interaction,
and political participatiof® Search technology drives thatérnett® With-
out reliabl e sear c ibilioelotdrnetusetdgyould t he w
have very little hope of finding what they were looking for among the hu
dreds of billions of individual web pages comprising the World Wide
Web?%? Search engineallow users to sift through massive amounts of data
to find the specific information that is of particular interest to them. fhe |

46 SeeSag, sypra note 29, at 250 (criticizing doctrinal recommendations which aim to optimize
copyright scope in the abstract but do not account for the uncertain effects or strategic bedesvior);
also Gideon Parchomovsk§ Kevin A. Goldman,Fair Use Harbors 93VA. L. REv. 1483 (2007) (d-
cussing the necessity of fair use)

47 seeCampbell v. AcufiRose Music, Inc., 510 U.S. 569 (199d@e alsunTrust Bank v. Houg
ton Mifflin Co., 268 F.3d 1257 (11th Cir. 2001).

8 | ucas Introna & Helen Nissenbau®haping the Web: Why the Politics of Search Enginds Ma
ters, 16 INFO. Socdr 169 (2000)

4 gSeePress Releas®ew Res. Ctr.Soci al Net working and Online Vide
Broader Role in Campaign 20Q&an. 11, 208), available athttp://peoplepress.org/reports/pdf/384.pdf
(summarizing survey data).

50 Following common usage, references herein to the Internet encompass both the physical layer
and the content layerSeeRobert E. Kahn & Vinton G. CerfVhat Is thdnternet (And What Makes It
Work), CorRP. FOR NATA RES INITIATIVES (Dec. 1999),available at http://www.cnri.reston.va.us/
what_is_internet.html.

51 Internet World Statsworld Internet Usagend Population Statisti¢cshttp://www.Internetworld
stats.ca/stats.htm (last visited Nov. 22, 2009).

52 Seeinfra note275and accompanying text.
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ternet would function very differently and much less efficiently without
search engine$. Indeed, users might not find aegit deal of catent on the
Internet without search engines, which begs the questiatmether aryone
would have the incentive to create or pumttentin the first placé:

Internet search engines typify copliant technology in that theyer
quire the ratine and indiscriminate copying of expressive works fam-no
expressive purposes. Search engines copy expressive works in order to
apply certain mathematical functions to their contents, they do not eempr
hend or enjoy copyrighted works in the way that hosmd@ they simply
process them as raw materials that feed various algorithms and indices. A
tomated software agents of the search
the Internet copying web pages. These copies form the raw ntiegn-
ning these seahcengines, which is later analyzed and cataldgeks part
of this process, search engines both copy and index each web page they
find. They then store the HTML code from those pages in a tempaary r
pository called a cachié.

Search engines direct uséogparticular websites based on the refatio
ship of their search term to the index of pages maintained by the search e
gine providef’ Typically, search engines display search results in a list
that features both the title of the relevant web pageanttao r t fAsni ppet
extract from the targeted web pagi the popular Google search engine,
two hyperlinks follow the snippet. One goes to the actual web page, and
the other goes to the cached version
servers. Thussearch engines must copy web pages to generate the data
that allows them to process search requests. They also must copygwneb pa
es in order to display fragments of them as search results. The centrality of
copying to these routine functions leaves seagnfines vulnerable to

53 Web directories which list websites by category and subcategory offer an alternative to search
engines. However, genéidirectories require an elaborate system of categorization that tends to ossify
and become redundant as the context for information retrieval and the relevance of existing information
changes.
54 Introna & Nissenbaumsupra note 48, see generallyJOHN BATTELLE, THE SEARCH: HOw
GOOGLE ANDITSRIVALS REWROTE THERULES OFBUSINESS ANDTRANSFORMEDOUR CULTURE (2005)
(providing an account of the history and significance of Internet search).
% tis important forthe discussion that follows to note that caching (i.e., copying web pages) is di
tinct from, and precedes, indexin&eeSergey Brin & Lawrence Pagéhe Anatomy of a Larg8cale
Hypertextual Web Search Engjr89 COMPUTERNETWORKS ANDISDN SySTEMS 107 (1998),available
at http://infolab.stanford.edu/~backrub/google.html
%8 The three most popular search engines are currently Google, Yahoo!, and MSN. Each of these
di splays fAcachedo | i nSeeEnidnBumnmsiU.St Seardh EngisecReimgs, e- r esul t s .
cember 2007 SEARCH ENGINE WATCH, Feb. 5, 2008, http://searchenginewatch.com/showPage
.html ?page=3628341 (estimating dCoolgbeo6at mMma2ke@tpseshae
Microsoftds at 9.8 percent) (last visited Aug. 12,
" s%egegU.S. Patent No. 6,285,999 (filed Jan. 9, 199
Dat abase. 0) .
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claims of copyright infringement. Whether these claims are spurious or
well founded is the centralp of this Article.

The four case studies that follow provide a brief illustration of the vu
nerability of copyreliant technoloes and their associated business models
to claims of copyright infringement. The sections that follow briefly d
scribe these cases. The remainder of this Article then explores them in
more detail.

1. Archiving Copyrighted Workszield v. Google In@ In 2006, BI-
ake Field,a Las Vegas personal injury attorney, sued the Internet search
giant Google for copyright infringemett. The basi s of Fiel dbo
that Google had infringed his rights by allowihgernet users to access
copies of his copyrightedor ks st ored by Goo®Yyl ebs se
Search engines allow users to retrieve items from the cache for two
main reasons. First, cached links enable Internet users to detect changes
that have been made to a particular web padgehe differencesuch con-
parisons reveal can have important political, educational, and legal-ramif
cations® Second, the availability of cached links enables users to
understand why the search engine returned a seemingly irrelevant web page
in response to their query. ItAough these functions relate to the gop
righted expression contained in the original website, they do not replicate
the epressive function of the original. By definition, the use of a cached
version of a web page to detect changes is a use that tieabory-
righted work could not serve aloffe.Likewise, referring to the cache to
understand liter the relationship between a particular page and a particular
search term is alsowse that the original copyrighted work could not serve
alone®

%8 SeeField v. Google Inc., 412 F. Supp. 2d 1106 (D. Nev. 2006).

%9 |d. at 1115

8014, at 1112 (noting that by e, eopié qan idegtify Qubtle gt e 6s c o p)
potentially significant differences between the current and cached versions of a page).

61 SeegenerallyMatthew FaganfiCan You Do a Wayback on That?0 The
of Cached Web Pages In and Out of TriE8B.U. J.SCI. & TECH. L. 46 (2007)exploring the implia-
tions of web caching for the legal commuiitsee alsanfra note63.

52 Field, 412 F. Supp. 2dt 1119.

53 The Internet Archive is also subject to a similar set ofydght issues. The Internet Archive,
http://archive.org, has amassed a collection of over 85 billion screenshots of web pages which are stored
on a computer database in California. These web pages are available at no cost to the public via the
AWaybacckhiMe. 0 Similar to an Internet search engin
routinely take snapshots of websites as they exist on various days. The Wayback Machine does not d
rect a user to a live website; instead, it presents the usea\stttic archived version of the website r
trieved from the Internet Archiveds database. Th
researchers, historians, and, increasingly, litigators, because it provides a record of the contents of a
websitethai s i ndependent o fSeet éngeHealthedresAdvoaatéss Incaw Hahnding, .
Earley, Follmer & Frailey, 497 F. Supp. 2d 627, 629 (E.D. Pa. 2007) (holding that viewing and printing
archived web pages retrieved from the Wayback Machine wasde)r
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Although not expressed in this terminology, the essence of the trial
cour t 6s Fieldwad that tipe nonexpressive use of the works in the
cache did not interfere with the rights accorded to Field as an &tithor.
Fieldds appar ent sidninlthe Google searclogngineout o
al so i mpacted & ITee signdicanmcé & bothdfetresas i o n .
tionales will be addressed bel&w.

2. Displaying Search ResultBerfect 10 v. Amazoah.Go o g tea 6 s
rch engine technology was also at the core otrerarecent casé&erfect
10, Inc. v. Amazaooom, Inc” Perfect 10 produces and sells copyrighted
images of nude modeis.It does so primarily through a subscriptionbwre
site® The materi al on Perfect 106s own
cached by thesoogle search engine; however, the search engine has no
mechanism to exclude images republished by third parties without Perfect
106s aut™@orization.

To comprehend Perfect 106s wobjectio
gine, it is first necessary to undersiamow imagebased search technology
differs from conventional texttased search technology. Instead of geco
nizing images themselves, image search software identifies text associated
with objects identified as images. If the text associated with an ifiadge
responsive to a userds search query,
| ower resolution Athumbnail 6 o the i
net user selects that thumbnail, the browser takes the user to the odiginal |
cation to retrige the fullscale imagé* One of Perfect 106s s
of liability was that by producing these thumbnail representations, Google
was i mproperly copying PerafoecThe 106s w
district court agreed with Perfect 10 orstltheory of infringement. He-
ever, the Court of Appeals for the Ninth Circuit held that the use oftthum
nail representations in an imabgased search engine did not constitute
copyright infringement® T h e essence of tohthat cour t
Googl edbes auf t humbnails Aserved & differ
ti c expisemssient nvith the nonexpressive use paradigm a
vanced in this Articlé?

54 412 F. Supp. 2d at 1119.

% 1d.

56 Sednfra Parts Il and I,

57 487 F.3d 701 (9th Cir. 2007).

% 1. at 710.

5 1a.

14, at 711.

™ d.

214,

™ d.

™ 1d. at 721 (citation and internal quotation marks omittegf alsoKelly v. Arriba Soft Corp.,
336F.3d 811, 819 (9th Cir. 2003) (finding that thumbnails are transformative)
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3. Generating MetadataTheGoogle BookProjectd Goo gl ebds sel f
appointed missiwonm|ftdte omdamimadri tome and
sally accessible and usefuld is not |
form.”® Likened to the Library of Alexandridthe Google Book Search-L
brary Project (Google Book) aims to make the contents of ovemmilhen
bookt he entire catalog of geusamdgr-0of t he
tensive libraried searchable by anyone with an Internetrestion.”” To
create this search index, Google is currently in the process of digitizing vast
collections of books, e page at a time.

Google Book allows users to search inside the text of captured books
and to generate a |ist of BcCodgle rel ev
does not allow users to access the entire contents of any book, nor even an
entire page fbany book, unless the book is known to be in the puldic d
main or the copyright owner has expressly agreed to such &tdesthe
default scenari®d where Google has not received permission and the book
does not appear to be in the public dordaidoogle Bak presents a user
who clicks on a book title with bibliographic data about the target book and
a small extract or Aisni ppeto of t he
terms® It also presents users with additional information about the books
targeted bytheir search term, including links to online bookstores and links
to nearby libraries where the user can obtain the Book.

I Google Corporate Information: Company Overvjevitp://www.google.com/corporate (last v
sited Apr. 7, 2009).

6 Brewster KahleSpeech to the Library of Congressthe Digital Future Serig®ec. 13, 2004),
available athttp://www.archive.org/details/cspan_brewster_kahle

" Bob ThompsonSearch Me?; Google Wants to Digitize Every Book. Publishers Say Read the
Fine Print First WASH. PosT, Aug. 13, 2006, at D1.

8 Answer, Jury Demand, and affirmative defenses of defendant Google Inc. § 19, Authors Guild v.
Google Inc., No. 082V-8136 (S.D.N.Y. Nov. 30, 2005); Answer, Jury Demand, and affirmatése d
fenses of defendant Google Inc. 1 4, McGtdilt Cos., Inc. v. Gootg Inc. No. 05CV-8881 (S.D.N.Y.

Nov. 8, 2005). Unless otherwise stated, discussion of the Google Book project in this Article does not
take into account the substantial changes envisaged under the revised class action settlement. At the
time this Articke went to press, the settlement had yet to be finally approved by the district court. The
proposed settlement is availablehdtip://www.googlebooksettlement.cam/

™ Answer, Jury Demand, and affirmative defenses of defendant Google Inc. | 4, MdBr&es.,

Inc. v. Google Inc. No. 6&V-8881 (S.D.N.Y. Nov. 8, 2005)Google has several agreements with-pu

lishers to do just thatSeeComplaint § 30, 31, McGraWill Cos., Inc. v. Google Inc. No. 66V-8881

(S.D.N.Y. Oct. 19, 2005); Answer, Jury Demandd affirmative defenses of defendant Google Inc.

130, McGrawHill Cos., Inc. v. Google Inc. No. B6V-8881 (S.D.N.Y. Nov. 8, 2005). Am on. c om0 s
Search Inside feature also offers similar functionality for the much smaller collection of works for which
Amazon.com has been able to obtain permission from the relevant publiSeelsma z on . cso més Re
ponses And Objections To Subpoena Served By Google Inc., Megite@os., Inc. v. Google Inc. and

Authors Guild v. Google Inc., No. 66V-8136 and No. 0% Vi 8881 (W.D.Wash. Oct. 20, 2006).

8 GoogleWhat Youdl | See When You ,Stp#bocksigooglecoroogl e Bo
googlebooks/screenshots.html (last visited Apr. 7, 2009).
81
Id.
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Google Bookds potenti al benettits to
ed. It takes just three clicks to go from the initial GooBt®k search
screen to the call number of a specific and useful book in the University of
Virginia Law library. For example, one might search for a basic statistical
textbook discussing the limits of accepting the null hypothesis by entering
thesearchten Aaccepti ng t % &ntering thé sedrch feront h e s i ¢
generates a menu of books containing the term. Selecting any one book
leads to a fuller set of information about the book, including snippets from
the digitized book illustrating the relevancéthe search term to the rco
tents of the book, bibliographic information, links to reviews, links tor+efe
ences from web pages, links to references from other books, and details of
other editions.

Figure 1: ExamplSippedaoGoogle Book

Type 11 error.

The Problem of Accepting the Null Hypothesis

The same@een also contains a menu of location options allowing the
user to buy the book from online retailers, such as Amazon.com and Barnes
& Noble, or to find the book in a lending library. A second click generates
a list of libraries ranked in order of geoghéc proximity. A third click &-
tually retrieves the call number from, for instance, the University of Wirgi
ia Law Library® In this fashion, Google Book allows users to sort vast
volumes of information according to relevance and accessibility. Google
Book will also provide information abobboks that areut of print or ol-
erwise inaccessible to most of the puBlidt might be hyperbolic to s
gest that ndAal/l the books in the world
interconnected words and ided&® but perhaps great advances in human
knowledge deserve a little hyperbole.

Not everyone is so enamored. Google has recently settled twd-signif
cant lawsuits in relation to Google Bo¥kThe first is by the American

82 Search conducted by the author on April 7, 2009 using the Googlk 8smrch engine at
http://books.google.com.

8 The book located in this example wasience and Behavior: An Introduction to Methods ®f R
search which contains a useful discussion of the problem of accepting the null hypothesis at page 149.
JOHN M. NEALE & ROBERTM. LIEBERT, SCIENCE AND BEHAVIOR: AN INTRODUCTION TOMETHODS OF
RESEARCH149 (2d ed. 1980).

84 SeeEdward WyattGoogle Adds Library Texts to Search Dataha&'. TIMES, Nov. 3, 2005, at
C11.

8 Kevin Kelly, Scan This BookN.Y. TIMES, May 14 2006, §6 (Magazine), at 42.

8 gSee supraote78.
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sociation of University Press&s.The second is a class action representing
published authors and The Authors GdfldBoth suits sought declaratory
and injunctive relief and money damages. The copyright challenge to
Google Book focused primarily on the way Google is building its dearc
engine, rather than the output of the search engine peMée information
contained in the search results of any one Google Book search is nbt, by i
self, likely to infringe the copyright of any author for two reasons. First,
most of the informatiorGoogle Book generates falls into the category of
facts about books, which are not protectable by copytigtecond, even
the snippets of material that Google directly copies from the prisioreof

a book will not amount to copyright infringement baesa the amountska

en are too fragmented and insignificant to constitute a substantial reprodu
tion of the original work*

However, the manner in which Google is building its formidabla-dat
base presents more serious copyright issues. In the same wWwytehzet
search engines routinely, automatically, and indiscriminately copy web
pages as part of the indexing process, the Google Book project requires the
routine, automatic, and indiscriminate copying of printed library books
whether they are likely tbe protected by copyright or not. Like the other
search engine case studies above, Google does not copy these literary works
to disseminate a substantive amount of their expressive content tobthe pu
lic, but rather as grist for the searaigae mill. Gogle Book is consistent
with the first two case studies in another important way: just like with its
other search engines, Google has provided a method by which authors who
do not want to have their works included in Google Book have the ability to
opt ou.** The implications of both of these features are discussed in more
detail in Parts Il and Ill.

87 The Association of American University Publishers on behalf of the Mc&td#wCompanies,
Pearson Education, Penguin Group (USA), Simon & Schuster, and John Wiley &%onfiled suit
against Google on October 19, 2008eeMcGraw-Hill Cos., Inc. v. Google Inc., Civil &tion No. 05
CV-8881 (S.D.N.Y. Oct. 19, 2005).
®The Authors Guild filed a lawsuit in relation to
on September 20, 2005SeeClass Action Complaint, Authors Guild v. Google Inc., No-@8-8136
(S.D.N.Y. Sept. 20, 2005).
®Admittedl Yy, the Authors Guil dos SeeHirst drmendacct i on Con
Class Action Compliant 111&, AuthorsGuild v. Google Inc., No. 0&V-8136 (S.D.N.Y. July 24,
2006).
9 Seedinfra Part I1.B.
91 Seeinfra Part I.B. This may not be so with respect to poetry, dictionaries, drug reference guides,
price guides, and books of quotations. Google intends tode®nippet previews of such works only
with authorization from the rightsholdeBeeGoogle Google Book Settlementttp://www.googlebook
settlement.com/help/bin/answer.py?answer=11§&22 visited Aug. 4, 2009).
92 The mechanics of the oput mechaism have been considerably refined in the proposed Google
Book SettlementSeeMatthewSag The Google Book Settlement and the Fair Use Counterfa@uwigl
22, 2009)Xworking paper), @ailable at http://ssrm.com/abstract=1437812
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4. Turnitin.com Plagiarism Detection Softwar@.Severalifferent
types of educational institutions have turned tdelogical solutions to
combat the threadf plagiarism?® Harvard University; the International
Baccalaureate prograthand thousands of high schools across the United
State® use plagiarism detection software to detect and deter cheating by
their students. Plagiarism detection services, suclthase available at
Turnitin.com, detect improper and unaccredited copying in student papers
by comparing new papers to an archive of mate@valable on the Internet
and to proprietary databases of previouslynsitted papers’

This technology has obmwus benefits for educators and for students.
However, like other copyeliant technologies, antiplagiarism software also
has its share of critic8. In 2006, students at McLean High School in-Vi
ginia objected when the school mandated the compulsoryfastiplagia-
ism softwareé? The students took umbrage to both the impliedis&tion
of cheating and to the fact that a commercial software company would be
able to make use of their works by adding them to a refereatababe
Two McLean High Schodstudents followed up their protest with a gop
right infringement lawsuit against iParadigms, the company tlwidas
the Turnitin.com servic&* The students sought a total of $900,000 in
damages based on alleged copyright infringement of six term papérs
least one of the papers contained an express instruction that it was not to be
archived’® Some other plagiarism detection services avoid similar disputes
by allowing students to opt out of inclusion in their reference databases.

% Darby DickersonFacilitated Plagiarism: The Saga of TefRaper Mills and the Failure of lg
islation and Litigation to Control Themd2 ViILL. L. Rev. 21, 21 (2007) (citing various studies ohac
demic integrity, including a 1999 survey finding 50 percent of students admaithetkrnet phgiarism).

94 sSeeNation In Brief WAsH. PosT, Nov. 3, 2006, at A15.

% Sees. Mitra Kalita, Schools Turn to Software to Help Stop Plagiati$¥asH. PosT, Apr. 15,

2004, at T4.

% see Andy Dehnart, Th e Web 6 s Pl a, g $AeON.CO8t,m JureP d4, i 1999,
http://lwww.salon.com/tech/feature/1999/06/14/plagiarism (reviewing several different services); Maria
Glod, McLean Students Sue Aiheat i ng Servi ce; Pl aintiffs Say Compeze
Essays Violates Copyright Lay/AsH. POST, Mar. 29, 2007, at B5; Brock Readnti-Cheating Cu-
sader Vexes Some Professd4 CHRON. HIGHER EDuC. Issue 25, Feb. 29, 2008, at Afvailable at
http://chronicle.com/free/v54/i25/25a00101.htm.

97 See Turnitin.com, Proprietary Matching Technology, hitiirnitin.com/static/plagiarism.html
(last visited Apr. 7, 2009).

98 See, e.¢g.CONFERENCE ONCOLLEGE COMPOSITION AND COMMUNICATION, CCCGIP Caucus
RECOMMENDATIONS REGARDING ACADEMIC INTEGRITY AND THE USE OF PLAGIARISM DETECTION
SERVICES(2006) available athttp://ccccip.org/files/CCCAP-PDS Statemenfinal.pdf (arguing sore-
what incoherently that antiplagiarism software unde
writing and fosters an artificial view of originality and the role of im@atand borrowing in wiing).

9 Maria Glod,Score One for McLean High Students; Administration AmendsCheatating Policy
After ProtestsWAsH. PosT, Oct. 4, 2006, aB1.

100 Gjod, McLean Students Sue Af@heating Servigesupranote96.

101 14; AV. v. iParadigms, 544 F. Supp. 2d 473 (E.D. Va. 2008).

102 GJod, McLean Students Sue Aftheating Servigesupranote96.
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Nonetheless, likeRaradigms, these services are stilhewable to claims of
copyright infringement in relation to the wdlased material they incarp
rate into their service'$?

Plagiarism detection services rely on access to entire copies of student
term papers and any w& from which the student might have illicitlp-c
pied’®* Yet the services do not necessarily cause any of the copyrighted
content they process to be displayed to or read by end'#s@sssuch, a-
tiplagiarism software also presents the paradox of nongsipee coping:
the service copies copyrighted works in their entirety in order tgpate a
result, but the result itself contains none of the copyrighted expression of
the original works.

[I. THE DOCTRINAL IMPLICATIONS OFNONEXPRESSIVEUSE

A. The Principle of Mnexpressive Use

Copyright protects only works that contain original creative expre
sion. As such, copyrighted works are typically capable of enjoympnt, a
preciation, or at least comprehension by human actors. The enjoyment of
watching a film, listeningo music, or reading a book is derived from the
creative expression contained within those objects. We, as viewers; liste
ers, and readers choose some films, songs, and books over others because of
the quality of their expression. It is convenient tokhof these expene
tial uses as fiexpressiveo in txhat t he
pression embedded within a copyrighted wétk.This observation, that
expressive works are usually copied in contemplation of experiential e
pressive uses, tnds to partial copies as well. Because meaning is derived
from context® sampling a segment of music might change what that music

103 The fact that apparently the students themselves loaded their papeteidi@abase afteca
ceptingaclickwr ap agreement weakened SeeA¥,56tFuSdpp.Rd 48 copyri g
480 (finding that the parties entered into a valid
to acknowledge theiracceppance of the terms of the defendantds wus

104 The same issue arises in relation to automated copyright detection technology used for digital
images.SeeU. S. Patent No. 7,120,274 (filed Decl 31, 200 2
i mages. 0) .

105 Sednfra notes187i 188and accompanying text.

Ty the extent that this definition of the Aexpr
conventional understanding, the reader should understand that this Article employs it as a term of art.

107 SeeRICHARD BANDLER & JOHN GRINDER, REFRAMING 2 (1198 2) (Aln gener al co
theory there is a basic axiom that a signal only has meaningnis térthe frame or context in which it
appears. 0); N6rna @ilciengtanées, &iteral Language, Direct Speech Acts, the Ordinary,
the Everyday, the Obvious, What Goes Without Saying, and Other SpecigliCss€EEERE ATEXT IN
THIS CLASS? 268 92 (1980) (arguing that words only have meaning because of their context).
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expresses, but the end product is expressive in the general sense-noneth
less!o®

The distinction between expressive andexpressivavorksis dready
well recognized in copyright law as the gatekeeper to copyright garote
tiond novels are protected by copyright, telephone books and otheauncre
tive compilations of data are n8t. This Article explores the imptance of
the samalistinction in relation to potentialctsof infringement. In brief,
the argument is that nonexpressive uses of copyrighted évaoseksacts of
copying that do not communicate the
publicd should not generally be regadias infringing.

The legal status of actual copying for nonexpressive uses was not a
burning issue before digital technology: there simply was no commegrciall
relevant total literal copying directed towards a nonexpressive end.uTo ill
strate through absdum, it would be both uncommon and nonsensical to
photocopyGone With The Windnd then to use it to light a fire. This is
technically a nonexpressive use, but not one that factors heavily ireany s
rious policy discussion. However, digital technology dhe increasing
value of metadata have combined to make the legality of honexpressive ¢
pying aguably the most significant issue in copyright law today.

In a world of analog works, nonexpressive uses of copyrighted works
are fairly uncontroversial. Thmetadata contained in library catalogs, topic
indices, or even plot synopses are unquestionably valuable. Nonetheless,
because such uses do not typically involve copying the work in question,
copyright owners have no legal right to object. Similarlypipto digital
technol ogy, any instance of actual CQ
could be assumed to be directed at some expressive end, incendiary uses of
Gone With The Windotwithstanding. Accordingly, the exclusion of facts
and ideas from copyght subject matter was rarely important in case®-of t
tal copying in an analog world it was almost inconceivable that someone
could make a nonexpressive use of a copyright work that involved physica
ly copying the entire work. However, given the significeole of nong-
pressive copying in Internet search engines and other -retipnt
technologies, the legality of nonexpressive copying is an issue thgt cop
right doctrine must now address.

108 SeeAndrew RossPrinces Among Thieves: Sampling in the,808TFORUM INTA., Mar. 2003,
at 249 (discussing the social meaning of sampling in Americahdppmusic of the 1980s¥ee also
David HesmondhalghDigital Sampling and Social Inequalityl5 Soc. & LEGAL Stup. 53 (2006)
(summarizing the literature and addressing the social and legal issues of music sampling as cultural
Abowimgao); ThomasiBhi $SchsagmaSpBoarntpd:i nDi gi t al Sampling,
the Law in Cultural Production17(2) MeDIA, CULTURE AND Socdr 253, 268 (1995) fguing that by
facilitating the mixing of different voices in a musical text, sampling technology implicitlilectzees
Aithe wodndépet si ngular artist as the only emmbodi ed v«
grams under this expressivenexpressive paradigm is considered bel®eeinfra Pat 1I.A.5.

®rejst Publ dns, Il nc. v. Rur al Tel . Serv. Co., 499
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The purpose of this section is to demonstrate three related piomss
one descriptive, one normative, and one prescriptive. The descriptwe pro
osition is that for the vastxuwaj ority
sive rights are implicitly defined and limited in reference to expressive
communication to the plib.**® The normative proposition follows from
the descriptive: acts of copying, which by their very nature cannot cemm
nicate the authordéds originalradlyebrpr essi
held to constitute copyright infringemélt. The prescripve proposition
addresses the implementation of the broader normative claim and argues
that the best way to apply the general principle of honexpressive use is via
the fair use doctrine. Specifically, the fair use analysis shoalaporate
the extentot he nonexpressive natureaof the
sons detailed below, nonexpressive use is not precisely -aténeding é-
fense to copyright infringemeff. Instead, it is a consideration that
permeates and informs the application of the temie doctriné* These
propositions are consistent with the goals of copyright generally and exis
ing copyright doctrine.

The express purpose of the Copyright Clause in the U.S. Constitution
is Ato promote the Pr ogY @opyightefistsSci enc
to encourage the creativity of authors and to promote the creationsand di
semination of informatio#®> As the Supreme Court has noted on a number
of occasions, the promotion of science and the useful arts requires a balance
bet ween fstohaathors artd éwvest@d in the control and exgloit
tion of their writings and dimsmcoveri e
peting interest in the free flow of ideas, information, and commerce on the
ot her “hiheralthedaw strikes that balancetdies what the palic
can copy and what authors can control. Just as importantly, it etbates
relationships between different generations of authors: initiddoss and
those who build upon their works. Thus, while copyright aims to givela
thors a incentive to create and share their works, it also strives to provide
subsequent authors with sufficdent @b

M Apraham Drassinower makes a similar pwivent i n his
right of public pr es e nAuthorship as.Poblic AddbessaOndhenSfiBty assi nower
of Copyright Visa-vis Patent and Trad&lark, 2008MIcH. ST. L. REv. 199, 204.

"¢ is important to note that for these purposes
thus nonexpressive use is not a synonym for personal use.

112 seeinfra Part I1.B.

113 Seeinfra Part II.C.

114 y.s.consT art. |, §8, cl. 8.

115 Eldred v. Ashcroft, 537 U.S. 186 (2003).

116 Harper & Row Publishers, Inc. v. Nation Enterpris€sl U.S. 539 (1985) (quoting Sony Corp.
of Am. v. Universal City Studios, Inc., 464 U.S. 417, 429 (1984)).

17 see generalliMark A. Lemley, The Eonomics of Improvement in Intellectual Property Law
75TeX. L. REV. 989 (1997) (discussing sequential innovation in copyright and patent law).
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ditive contributions® The copyright system is predicated both on the-exi
tence of certain rights to proteatthors from unfair competition, and on
significant gaps in those rights that give other authors freedom to breathe.

Viewing copyright in terms of the communication of the expressive
el ements of the authoro6s work 4is cons
based understandings of copyright. For the economist, copyright creates
certain exclusive rights to give authors an incentive to invest in the creation
of works that would otherwise be freely copied. Copyright protection thus
allows authors to internake more of the benefits of their creations, and thus
makes them more likely to want to create in the first place. The natural
rights argument for copyright is primarily an extension of the Lockean
framework of labor as the basis of property ownershipntdnigibles?®
However, this justification for property does little by itself to establish e
ther its form or its limitaton¥° i Per sonhoodo prowi des
utilitarian view of copyright, the pr
unique or esgcially suitable mechanism for self actualization, farspeal
expression, and for dignity and recognition as an individued pef?. I
either case, the guiding principle of copyright is that one should generally
not be entitl ed pyrightecbekpression td thegpubliclasah or 6 s
substitute for the work of the author.

Copyright consists of a bundle of discrete exclusive rights, such as the
reproduction right, the derivative right, and the public performance and di
play rights'?* These rightsre defined, articulated, and limited by a number

118 E.g, Metro-Goldwyn-Mayer Studios Inc. v. Grokster, Ltd., 545 U.S. 913, 933 (2086)y
464U . S. a the faruge dactin€ must strike a balance between the dual risks created bythe cop
right system: on the one hand, that depriving authors of their monopoly will reduce thativinte
create, and, on the other, that granting authors a complete monafalyduce the creative ability of
others. o).

119 See2 JoHN LOCKE, TWO TREATISES OFGOVERNMENT 27 (Peter Laslett ed., 1988). As Locke
famously argued:

Every Man has a Property in his own Person. This no Body has any Right to but himself. The

Labour d his Body, and the Work of his Hands, we may say, are properly his. Whatsoever then

he removes out of the State that Nature hath provided, and left it in, he hath mixed his Labour
with, and jgned [sic] to it something that is his own, and thereby makes Property.

Id. But note that contrary to a strict Lockean approach, copyright law in the United States requires a

mi ni mal threshold of creativity in addition to mer
Locke to intangbles, see Andie S. Gold,A Property Theory of ContractO3Nw. U. L. Rev. 1 (2009).
2Eor two qguite different views of Lockeds i mplice

J. GordonA Property Right in SeExpression: Equality and Individualism in the Natukaw of Inté-

lectual Property 102 YALE L.J. 1533 (1993), which argues that natural rights theory is necessarily co

cerned with the rights of the public as well as with the rights of those whose labors create intellectual

products, with Justin Hughehe Philosophy of Intellectual Property7 Geo. L.J. 287 (1988), which

argues that Lockeds | abor theory can be ubsed to j u:
lems that attend itgpplication to physical property.

121 Hughes,supra note 120, at 330; see alsoMargaret Jane RadirRroperty andPersonhood
34STAN.L.REV.957, 957 (1982) ( Aevéldpmerdata e bpersod apimdeigger sel f
ual needs some control over .resources in the extern

122 17 U.s.C. 8106(1) (6) (2006).
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of initially judge-made doctrines, such as the ideegression distinction,

the threshold of substantial similarity, and the fair use doctfinAs this

section explores in more detail below, these doetritypically limit cop-

right protection to the expressive aspects of original works of authorship in

a way that confirms the place of public communication at the heart gf cop
right. This point is important becau
primary function is to protect the author from the threat of expressive sub

titution, the case in favor of nonexpressive uses becomes almost self
evident. Standing alone, a nonexpressive use carries no threat of expressive

substitution; such uses shouldits f a | | out side tnhe scop
tittement?**

Copyrightés focus on acts that have
authorodods original expression i s i mme

facts and ideas from protection by copyrig¢fht Nonethelessthe centrality

of expressive substitution does not rest on thei mlgaression distinction
alone. A number of other significant copyright doctrines also demonstrate
that communication to the public is the touchstone of copyright irgring
ment. In partialar, the communication of original expression to the public
defines the metes and bounds of the i
201(c) of the Copyright Act; it defines the threshold of substantial similarity
which is the test of copyright infringgent; furthermore it explains why
courts exclude unpublished drafts from copyright liability altogeffer.
However, it is not immediately apparent that communication to the public is
a particularly useful lens through which to view the protection of coanput
software under copyright law. These topics, including the exceptianal st
tus of computer software, are now explored in detail.

1. The Exclusion of Nonexpressive Elements from Copyright Subject
Matter.d Copyright in an expressive work does not confer exslusive
rights in the facts, ideas, concepts, or discoveries contained in that work,
regardless of the form in which the work describes, explains,ustriites
them®* This principle, of t en Texprespidny abbr

123 The Copyright Act of 1976 also reflects the itlegpression distinction and the fair use doctrine.
Seel7 U.S.C. 8802(b), 107. But these doctrines remain essentially common law features ofyhe cop
right system.

124 Note as an analogy the caseSshith v. United Statesn which Justice Scalia concludes that
A[t]o use an instrumentality ordinarily means to u
(1993) (Scalia, J., dissenting) (holding that an indiva | who traded his gun for dr
firearm for the purposes of the enhanced criminal sentencing provisions of 18 UR4LcK1)). See
alsoAndrew S. GoldAbsurd Resul t s, Scri veneators 75BCNnar s, and S
Rev. 25, 43 (2006).

125 sednfra Part ILA.1.

126 sedinfra Parts I.A.2 4.

127 17 U.S.C. 8102(b); Harper & Row, Publishers, Inc. v. Nation Enters., 471 U.S. 539, 547 (1985)
(holding that fAno author may copyright facts or ide
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distinct i o n ,ngstandiag al common law and was expressly incorporated
into the 1976 revision of the Copyright Aét.

At least sinceBaker v. Seldein 1879, courts have recognized that
ithere is a clear distinction between
isinten ded t o ' Thé disinctiorahblds .ew@n in those unusuatca
es where the true value of the work lies in the methods, systems, and ideas
it discloses, rather than i n®thnhhe autht
Seldenfor example, the plainfihad developed a novel and usefidtihod
of bookkeeping, the practice of which created value regardless of how and
from what source a bookkeeper learned the mefhodNonetleless, the
pl aintiffdés copyright in hiesxpishstruct
sion of his useful methods and did not encompass the methaas the
selves® Of course, in most cases, protecting the unique expression of an
idea is sufficient to ensure that the author will be able to approprige a r
turn on her investment.

Copyrigh law also clearly distinguishes between facts and the gxpre
sion of facts, providing no protection for the former and only limites pr
tection for the lattef*®* In Feist Publications, Inc. v. Rural Telephone
Service Co., Ingthe Supreme Court ruled thadpying listings from a tet
phone directory did not infringe the copyright in that directory because the
information itself was not copyrightabt®. As the Court explained, faéts
whether they are telephone numbers and addresses or the details bf histor
caloccurrencear e not Aori g¥Thlaé oadn oywighhé&s aco

12817 UsSC.8020)prwi des: fln no case does copymight prot
thorship extend to any idea, procedure, process, system, method of operation, concept, prinaple, or di
covery, regardless of the form in which it is described, explained, illustrateembodied in such a
wor k. o

Baker v. Selden, 101 U.S. 99, 102 (1879). AATt
sense in this context.

130 19, Note also that the copyright protection available for maps is somewhat thin as a $esult.
1 NIMMER ON COPYRIGHT § 2.08[A] and the cases cited therein.

13119, at 99100 . Sel dend6s system may wel hdarisaSee been pa
State Street Bank & Trust Co. v. Signature Fin. Group, Inc., 149 F.3d 1368, 1373 (Fed. Cir. 1998) (ho
ing that a patent on a data processing system is vaidf) seeLab. Corp. of Am. Holdings v. Metab
lite Labs., Inc., 548 U.S. 124, 136 (2006) (per curiam) (Breyer, J., dissentitigig(timat the Supreme
Court has never endéusefiuthecbedesmdbd 0CHEredut Hbgi Iplag
processes).See generallfPamela SamuelsoWhy Copyright Law Excludes Systems and Processes
from the Scope of Its Protectid8b TEX. L. REV. 1921, 1924 (2007) (arguing that thin copyright gcet
tion for computer programs is especially appropriate given the availability of patent protectioo-for pr
gram innowtions).

132 Baker 101 U.S. at 1084.

138 SeeFei st Publ dns, Il nc. v . ,B4956Mm(1991) (bdlding tteaefacts . Co. , 4
are not copyrightable and that the copyright in a factual compilation is thin).

134 1d. at 362:63.

1%¥1gat 348 (A[Clopyright protection may egtend onl
inal to the author. o).
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therefore, did not cover the facts themsekedheFeistCourt further held
that the expression of those facts was not protectable, because the selection
and alphabetical arrangentesf those facts in the telephone directory was
Afso mechanical or routimevehk. o requi
Through the idezexpression distinction, copyright law protects the
expressive elements of the autlhhorodos w
thors the necessary breathing space to make their own contributiond-by ad
ing to, reusing, or reinterpreting the facts and ideas embodied in the original
work. Subsequent authors may not compete with the copyright owner by
offering her original expresgioto the public as a substitute for the wop
right ownerdos work, but they are free
of the same facts, concepts, and ideas. Accordingly, théexeession
distinction is a central element of the balance between theesgts of a-
thors in preventing the exploittation
ing interest in the free flow of ideas, information, and commgétce.
The exclusion of facts and ideas from the ambit of copyright giiote
applies with equal force toonexpressive copying in the digital age. In
spite of the fact that metadata is increasingly valuable in the information
age, it is no more copyrightable than it was 100 years ago. The undisputed
value of individual facts, such as the title of a bookt®ilocation in ait
brary, does not change the copyright status of those facts. As a general rule,
metadata is not subject to copyright protection: one can extract amd repr
duce facts, names, and dates from a newspaper article, or ideas and
processes fromn i nstructional text, without
right** Whether Congress should, or even could, alter the traditional co
tours of copyright by extending its protection to facts and ideas merits
debate, but there is no doubt that copyright @wrently offers no such
protection*°
The idedexpression distinction limits the rights of the copyright owner
to the expressive elements of the aut
is achieved by simply holding that the copying of facts and ideas @oes

136Harper&Row,Publishers,Inc.v.al\Ition Enters., 471 U. S. 539, 556
copyright his ideas or the facts he narrates. 0).

%" SeeFeist 499 U.S. at 362 (holding that the selectio
white pages did not satisfy the minimum constitutiiostandards for copyright protectiosge also
Matt hew Bender & Co. , Inc., v. West Publ ég cCo. , 158
tual enhancements to judicial opinions could be reasonably viewed as obvious, typicalkiagdeleen
minimal creativity).

138 Sony Corp. of Am. v. Universal City Studios, Inc., 464 U.S. 417, 429 (198d)alsoWarner
Bros., Inc. v. Am. Broad. Cos., Inc., 720 F.2d 231, 240 (2d Cir. 1983) (describing thexpgesssion
di stinction as LUitstoadest theotension between thesé dompetmg effects wf cop
right protectionodo).

139 seereist 499 U.S. 340; Baker v. Selden, 101 U.S. 99 (1879).

140 5ee generallyonathan Band & Makoto Kondhe Database Protection Debate in the 106th
Congress62OHIO ST. L.J. 869 (2001) (discussing legislative proposals to provide database protection)
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not constitute infringement. Preserving the functional force of thd idea
expression distinction in the digital context requires a slightly different a
plication: copying for purely nonexpressive purposes, such as tbe aut
mated extraction of datahould not be regarded as infringing.

2. The CollectivaNork Rightd The collective work right alsdeme
nstrates that communication to the public is the touchstone of copyright i
fringement. The Copyright Act gives authors the exclusive right t@+epr
duce their works in copies. The Act, however, also confers a special
privilege on the owners of collective works, such as magazines arsd new
papers, which allows them to reproduce and distribute individual contrib
tions as part of the collective work analisions thereof!* The collective
work right creates an apparent conflict with the general reproduction right
by allowing magazines and newspapers to reproduce the works of individ
al authors without their consent in certain circumstances. That conflict
came to a head ilNew York Times v. Tasitf. In that case, six freelance
authors sued a group of publishers, including the Ti@wspany for plac-
ing articles written by the authors into third party electronic databases wit
out the author 0 i sbaessentrel i éefdheormput he
contained in Section 201(c) of the Copyright Act, to reproduce and distr
bute the freelance authorso llecovaet ri but
work.#3

The Supreme Courtds r eshbelgeneralen of t
production right and the collective work right confirms the centrality of
public perception and expressive communication to the public in determi
ing the rights of the copyright owner. Tasini the Supreme Court rejected
the TimesCompany broad construction of its collective right, holding that
because the articles in qubkleshyiten wer e
user in isolation, clear of the context the original print publicatiaa pr
sented, 0 they did rsiontto tewdglnal €ofdiveas par t
work.**

The defendants iTasini had argued that their conversion of printed
back issues to an electronic form amounted to revision of the collective
work, and was thus sheltered under Section 201(c) of th&*AEtom the
TimesCompanp s per spective, el eentfromthed ¢ st ol
conversion of newsprint to microfilf® As with the electronic database,
microfilm required archiving the entire issue to facilitate lattraval of
specific articles. The Couthowever, held that what mattered was not how
the articles were stored, but how they were retrieved and displayed to u

141 17 U.s.C. R01(c) (2006).

142 NLY. Times Co. v. Tasini, 533 U.S. 483 (2001).
143 1d. at 49192.

144 1d. at 487.

145 1d. at 499.

146 19, at 501.
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erst*” Unlike microfilm files, the database presented the individuales
to the user devoid of their initial conteés®.T h e  C oiewrwasithsat only
user perception mattered and that whether the articles were stored in their
initial sequence was irrelevant to both readers and authors*alikene
Court thus held that Afi]n deeer minir
produced and disbuted as part of a revision of the collective workssin i
sue, we focus on the Articles as presented to, and perceptible by, the user of
the Dath a s s . 0

Although Tasiniis not an instance of nonexpressive use, it nonetheless
supports the proposition thacts of copying that do not communicate the
authordéds original expression mo the |
fringement. By defining the sieope of
lege in terms of what is communicated to the public and d&ng the
relevance of wunseen wuses withinnh the ¢
forced that expressive communication to the public is the touchstone of
copyright infringement.

3. Substantial Similarityd The centrality of expressive communicat
ion to thepublic is inherent in the tests applied by the courts to determine
the threshold of infringmen® the tests that determine when some copying
becomes too much copying. As discussed in more detail below, the appl
cation of the test of substantial similarftyrther demonstrates that copying
which does not interfere with the ex
communication of her work to the public does not infringe the exclusive
rights of the athor?!**

The copyright owner 6 s e xcopyriglged ve rig
work in copiesd extends t o™dmboth exact
cases, however, the Copyright Act leaves the threshold of reprodiction
the question of how much of the copyrighted work must be cépied
undefined. |l al cias f sd whére theraccnsedwork r
is not an exact <copy Odocburtdassesswhethey r i ght

147 1d. at 5030 4 ¢ drdcial fact is that the Databases, like the hypothetical library, store-and r
trieve articles separately within a vast domain of diverse texts. Such a storage and retrievalfsystem e
fectively overrides the Aut kdurreproductionanddisributienofr i ght t o
each Article.0o) (citations omitted).

148 1d. at 501.

1491d. at 501 n.9.

150 14, at 499 (internal quotation marks and citations omitted).

Blosubstantial similarityodo in this preperyteedshoul d nc
fAiprobative similarity, o which is the circumstanti al
larity between the accused work and the purported origigaeStillman v. Leo Burnett Co., Inc.,
720F. Supp. 1353, 1358 (N.D. Ill. 198

1%247usc.8806(1); Nichols v. Universal Pictures Corp.
question is whether the part so taken is substantia
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the allegedly infringing work opossess
pyrighted work:*®

Courts define the threshold of substantial kEnity in reference to the
perspective of the ordinary obseri®rinfringement is defined in reference
to the perspective of the consuming p
il egally protected interest imstnot, a
in the potential financial returns from his [work] which derive from the lay
publ i cbés appr obB*aAssuchmtheadsts of substamtidlisim r t s . 0
larity provide further evidence that copyright primarily protects titbax
against expressivaubstitution.

Courts also apply the threshold of substantial similarity in cases of
fragmented actual copying, such as in music sampling or cotfager ex-
ample, inNewton v. Diamondthe plaintiff alleged that the Beastie Boys
had infringed his copyrlg in a musical composition by including a six
second sample of a sound recording in
Mi ¢° The Beastie Boys had obtained a license with respect to the sound
recording, but had not thought it necessary to seek asbckom the cm-
poser given their l' imted use and th
composition'®

Where the defendant copies a portio
nearly exactly, without appromgsriating
ture,tte courts applgmeatedstiokraf simila
the substantial similarity threshold has been.fiieln cases offagmented
literal similarity, courts determine whether the copying amountsnio i
f r i n g eéyroensitdering the quaditive and quantitative significance of

153 SeeTufenkian Import/Export Ventures, Ing. EinsteinMoomjy, Inc.,338 F.3d 127, 131 (2d
Cir. 2003);Laureyssens. Idea Group, Inc964 F.2d 131, 140 (2d Cir. 1992).

154 seeshine v. Childs, 382 F. Supp. 2d 602, 614 (S.D.N.Y. 2005) (summarizing authorities).

155 Arnsteinv. Porter,154 F.2d 464, 473 (2d Cit946) (footnotes omitteddee alsdNVarner Bros.,

Inc. v. Am. Broad. Cos., Inc., 720 F.2d 231, 240 (2d Cir. 1983).

1% SeeNewt on v. Diamond, 388 F.3d 1189, 1195 (9th Ci
requirement applies throughout the law of gy r i ght o) . As David Ni mmer not
Bridgeportdecision suggests otherwise; however, that decision is almost certainly in error on this point.

See4 NIMMER ON COPYRIGHT 8§ 13.03[A][2][b]; Bridgeport Music, Inc. v. Dimension Film410 F3d
792 (6th Cir. 2005).

157 Newton 388 F.3d at 1191.

18 The sample corresponds to three notes on the original compositidrfla&C, over a held C
not e. The score to fiChoiro al so ilargoisenzanisus t hat t he
te mpo, meani ng Ansel aoswilldye Nafe thatwsoundh recortings and their underlying
compositions are separate and distinct copyrighted w@kel7 U.S.C. 8102(a)(2), (7).

159 As the Second Circuit explained Twin Peaks fit h e croilarityemblraces hot asly
global similarities in structure and sequence, but localized similarity in language. In both cases, the trier
of fact must determine whether the similarities ar
Prods. neg. [Rubl 6 Ltd., 996 FselalsdPallBed & Brauh,287F.3d 2d Ci r .
1325, 1330 (11th Cir. 2002) (A[T]he work may copy o
word-for-word. If this fragmented copy is important to the copytégl work, and of sufficient quantity,
then it may support a finding of substanti al simila
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the copied portion in rel atApply-t o t he
ing this test to the Beastie Boys ap|
original mu s i ciaD flati 6 @ypeesd held G noge, i @ e

court found that @Ano reasonabl e juror

composition to be a quantitatively or qualitatively significant portion of the
compositiofft as a whole. o

This focus on the qualitative and quantitative significance of thiedo
portion in the plaintiffdos worxk i s
pressive substitution. Even where
expression has been copied directly, such copying does not rise to the level
of infringement unlesthe expression was significant, in either quantity or
guality, in the authords origienal wor
vent the copying of facts and ideas, it also permits copying of trivial &xpre
sive elements from an existing work, because dcsd does not unfairly
compete with the copyright own&t. In other words, trivial copying ofxe
pressive elements is not copyright infringement because it does not interfere
with the copyright ownerdés exclusive
public.

The law relating to fragmented literal similarity not only shows that
communication of protected expression to the public defines and limits the
copyright ownerds exclusive riyght s.
ing that do not communicate thelawwr 6 s or i gi nal express
do not generally constitute copyright infringement.

co
S C

4. Allegations of Intermediate Copying in Hollywoéderitlesscl-
aims of copyright infringement are a recognized costairfigibusiness in
Hollywood!®* Some of thee claims are merely opportsti¢, while ohers
are motivated by the plaintiffés genu
are unigue and that there are no coincidendéadrid v. Chroricle Books
is representative of the latter phenomeibnin that @se, the author of a
onepage poem about a land of monsters who are afraid of human children

160 Newton 388 F.3d at 1195 (citing/orth v. Selchow & Righter Cp827 F.2d 569, 570 n.1 (9th
Cir. 1987));see alsalarvis v. A&M Records827 F. Supp. 28289 90 (D.N.J. 1993); NIMMER ON
CoPYRIGHT § 13.03[A][2][a], at 1357 58.

161 Newton 388 F.3d at 1195.

18219, at 1193 (AThe principle that trivial copying d
l ong been a paridatd¥o5 did pry rhieg Wti slpaow.id)i;ve question is

to trivial or substantial elements. d).

163 Matthew Belloni,THR EsquireHoLLYwooD REPORTER June 26, 2007 (ALiIi ke e:
and flashy premieres, defending copyright lawsuits by writers who thigik screenplays have been
ripped off is just another c os Flash:fThedaestrEgterthiusi ness f

ment News and More ., NEWSDAY, Jan. 30, 1998, at Al2 (in thanking the studios for defending
against a claim that his reenplay for the movi@wisterhad stolen from another screenplay, Michael
Crichton said: il hope it wildl usher in a new era
treat it as a cost of doing businesso).

164 Madrid v. Chronicle Books, 209 Bupp. 2d 1227 (D. Wyo. 2002).
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alleged that the Pixar filnMonsters, Incinfringed her copright!®> The
court held, however, that the inverted plot of monsters afraid of children
was generié®® Other cases involve works with similar them@ssimilar
descriptive titles applied to the same general subfect, similarities ds-
cernable only to the plaintiffs themselvés.

Confronted with motions for summary judgment, plaintiffs often urge
thecout s to allow them to scrutinize
screenplay, in the hope that some earlier version of the work will disclose a
greater resemblance to their own copyrighted work than the finished film
does'™ Courts invariably deny thesequest3$’* The reasons behind the
denials provide an important insight into the structure of copyright law.

Courts refuse to entertain discovery with respect to early drafts of a
noninfringing final work precisely because infringement requires at least

185 1d. at1234.
166 14, Two antecedents spring immediately to mind. First, E.T. hiding in the cupboard from Elliot.

eV ¢

E.T.: THE EXTRA-TERRESTRIAL( Uni ver s al Pi ct ur e somidiod 8v2r)the fearfde c ond, M

monsters iWhere The Wild Things AréM AURICE SENDAK, WHERE THE WILD THINGS ARE (1963).

187 For example, irLitchfield v. Spielberghe author of a musical play about two aliens stranded at
the North Pole unsuccessfully accused the producers of the motion fctur€he ExtraTerrestrial of
infringement See736 F.2d 1352, 1358 (9th Cir. 1984) (finding no substantial similarity between the
sequences of events, mood, dialogue, and characters of the two wsw&sdjsoVarner Bros., Inc. v.

Am. Broad. Cos., Inc.,20 F.2d 231, 235, 243 (2d Cir. 1983) (finding that the protagonist in thé telev

sion seriedhe Greatest American Hema s not suf fi ci ent | ySupimamhd-ar t o

t he

racter to warrant considerati ommabyajuyhasthedtoati nti ff os
observed, Ali]ln the genre of superheroes,n-Hinkley f

spector Clouseau follows Sheo c k Hol mes o) .

168 | Davis v. United Artists, Incthe author of the 1972 Vietnam novel entitlddC o mi n ® Home
failed to demonstrate copyright infringement i
Home. o 547 F. Supp. 722, 725 (S.D.N.Y. 1982)
Walker v. Time Life Films, Incthe authorb t he aut obi ogr apotApachdunsg-ol i ce
cessfully alleged that the Time Life filfrort Apache, The Bronamounted to copyright infringement.

615 F. Supp. 430, 435 (S.D.N.Y. 1985) (holding that no reasonable observer could find subkstantial

larity and that A[a]lny si mil ar i tpyotedtihiesas a mattey of e x i st

Il awo) .

169 por example, irbtromback v. New Line Cinerrthe author of a screenplay outline about & cal
ous reporter who brings down a corrgmvernor accused the writers of the filrittle Nicky of copy-
right infringementiLittle Nickyis a comedy about the Devil and his three sons, one of whom, played by
Adam Sandler, has a speech impedime®¢e384 F.3d 283, 297 (6th Cir. 2004) (finding sionilarity
between the works other than at the most superficial level). Equally incomprehensible is the claim in
Flaherty v. Filardj in which the producers dringing Down the Housean oddcouple film about a
lonely tax attorney who meets a woman be internet who, nknown to him, happens to be in prison,
were alleged to have infringed the copyright of the screeratagral Dilemmathe rather grim story of
a disaffected young Manhattan insurance attorney who knowingly corresponds with a deaibarow pr
er. See388 F. Supp. 2d 274, 2781 (S.D.N.Y. 2005).

170 See, e.g.Stromback 384 F.3d 283; Flaherty, v. Filardi, 2007 U.S. Dist. LEXIS 69202, &9 *8
(S.D.N.Y. Sept. 19, 2007) (copyright claim to interim drafts of a publisheeiminnging final work
dismissed as a matter of lawyalker, 615 F. Supp. at 434 (request to discover drafts denied).

171 seewalker, 615 F. Supp. at 435 (noting that courts routinely reject requests to consider earlier
drafts of screenplays).
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some potenti al interference wixth the
clusivity. As noted inDavis v. United Artistsit he ul ti mate t e:
fringement must be the film as produced and broadcast, we do not consider
t he pr el i mfrCaurtydonstaefuseptd examine interim drafts
merely because of judicial economy; as the Second Circuit noi&@tiner
Bros., Inc. v. American Broadcasting Cos. ia def endant may
avoid infringement by intentionally making sufficient changes in a work
which would otherwise be regarded as substantially similar to that of the
plaint®iffbés. o

The refusal of courts to entertain copyright infringement allegations in
relation to unpublished drafts and preliminary scripts demonstrates the pra
tical importanceof a focus on expressive substitution. Because thg-cop
right owner o0s rights are generally |
original expression to the public, even if it were not in the public domain, a
filmmaker would be perfectly entitled tostaitw h  J an &mmaandt e n 0 s
rework the plot over and over again until she comes out Giitieless’™
Intermediate scripts that never see the light of day do not communicate the
authoros original expression tyo the p
rightinfringement.

5. Computer SoftwareAn Exceptiond Copyright protection for co
mputer software has long been a source of controversy and distjuiét.
though the broad | anguage of the stat
the Copyright Act includes oaputer program§? treating software as a
work of literature presents something of a contradiction. The 197§-Cop

172Davis.547F.Supp.at72491. (citing Fuld v. Nat o6l Broad. Co.,

(S.D.N.Y. 1975));see alscStromback 384 F. 3d at 2 9efhent(cidiims) codrte bavedi ng i nf
held that only the version of the alleged infringing work presented to the publidshdule consi der ed. 0
Madrid v. Chronicle Books, 209 F. Supp. 2d 1227, 17
works as they were presented to the public, discovery inthiscasewoul d be poiuntl ess. 0)
otation marks omitted)Valker 615 F. Supp. at 434 (AThe @ourt cons
sented to the public. o).

173 \Warner Bros., Inc. v. Am. Broad. Cos., Inc., 720 F.2d 231, 241 (2d Cir. 1983) (chngV&R
ON COPYRIGHT § 13.03[B] at 1338.1 t0-38.2; Eden Toys, Inc..Warshall Field & Co., 675 F.2d 498,
501 (2d Cir. 1982); Durham Indus., Inc. v. Tomy Corp., 630 F.2d 904, 913 & n.11 (2d Cir. 1980)).

174 CLUELESS(Paramount 1995).

178 Fora range of opinions, see Jane C. Ginstewgr Reasons and a Paradox: The Manifgst
periority of Copyright oveiSui GenerisProtection of Computer Softwar84 CoLum. L. Rev. 2559
(1994); Peter S. Menelhn Analysis of the Scope of Copyright Protection for Application Programs
41 STAN. L. Rev. 1045 (1989); and Pamela Samuelson e#AaManifesto Concerning the Legal Prote
tion of Computer Program®4 CoLuMm. L. REv 2308 (1994).

176 17us.C.801(2006) (fliterary workso includes works f
ver bal or numer i c ade alsoyanneL ICOMMISSION ONINEW TEGHNODOBICAL
USes OF COPYRIGHTED WORKS, FINAL REPORT OF THE NATIONAL COMMISSION ON NEW
TECHNOLOGICALUSES OFCOPYRIGHTEDWORKS1 6 (1 1978) (concluding that #Ait
Congress to include omuter programs within the scopé copyrightable subject matter in the Act of
1 9 7 6bat)seePamela SamuelsofEONTU Revisited: The Case Against Copyright Protection for
Computer Programs in kthineReadable Form1984DuUKE L.J.663
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right Act clearly states that copyright protection does not extend to any
iprocess, sy st enaion.[.0% JAndmyet,ttHarkdb am f o per
amendment made in 1980, the Act clearly extends copyright protection to
computer progr ams, which are defined
tions to be used directly or indirectly in a computer in order to bring about a
certai WAr disfeltt netructionso usemd Ain o
tain resulto appears to be the very e
of operationo ctexl®2(lbhsi on under Se

With this contradiction in mind, it is hardly surprising that the general
theory of copyright advanced in this Artidethe centrality of expressive
substitutio® does not fit perfectly to softwat®&. Users do not typically
copy copyrighted computer programs so that they can imbibe the artistry of
the programmer 6s wxmhemarsheiogrever dirdctty mo st
observes that expression. Instead, the copyrighted software sends a series
of commands to a computer (usually via a software platform and art-opera
ing system) which brings about a certain result such as launching a word
processing program or a video game. Aspects of the word processor or the
video game may themselves be expressive, but it is something of a stretch
to argue that the underlying computer program is itself used ssipetby.
To be clear, in terms of copyrighd subject matter, a computer program
should be considered to be expressive. However, the ordusagf a
computer program is more functional than expressive. The distinaion b
tween expressive and nonexpressive uses is not intended to evisceyate cop
right protection for computer softwal®. As the preceding discussion
makes clear, the rational justification for copyright is generally thao# pr
tects the author against expressive substitéitibe anomalous nature of
computer software points to a difégrt basis for attaching copyright prote
tion and thus does not admit a defense of nonexpressive use to thexsame e
tent. In sum, computer software should continue to be treated as
exceptionad nonexpressive use should not be regarded as a defense to o
dinaty acts of sdfvare piracy®

17717 U.S.C. §102(b). Exclusive rights in processeand methods of opperation are generally left
to the patent systenee35 U.S.C. § 101 (2006).

178 Computer Software Copyright Act of 1980, Act of Dec. 12, 1980, Pub. 15196 sec. 10, 94
Stat. 3028; 17 U.S.C.H81,as amended byub. L. 96517, Sec10(a).

17 The same objections could be raised with respect to the copyright protection of architectural
plans and the following discussion appliesutatis mutandiso that subject matter. The Berne Camve
tion Implementation Act (1988) and the Architeetl Works Copyright Protection Act (1990) recognize
two separate forms of protection for architectural works, one for architectural plans and the other for
structures based on such plans. For an overview, S@evER ON COPYRIGHT § 2.08.

180 A5 will be explained in more detail below, a use that effectively undermines the rationale of
copyright protection for a particular class of work can hardly be regarded aSéainfra Part II.C.

181 However, as noted below, the nonexpressive use analysis stillipsoa useful framework for
understanding software reverse engineering ceSednfra note254and accompanying text.
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The difference between copyright in
works is apparent from the case law relating to intermediate copying. As
discussed in the previous subsection, in the context of the motion picture
industry, courts have refused to entertain the notion that intermediate scripts
that never see the light of day could result in copyright infringement. In
contrast, in software reverse engineering cases, courts take the allegation of
infringement viaintermediatecopying seriously as a potential basis for i
fringement:® Nonetheless,ni the case of computer software, the inerm
diate copying required for reverse engineering has invariably been found to
constitute fair use.

We should not be particularly troubleldat statutory accretions to the
copyright system such as computer software and architectural plans do not
conform to the general theory outlined in this Article. While the inttedu
tion of thesenomat i ve species has certeainly a
their mere existence should not prevent us from articulating a coherent
theory with respect to subject matter indigenous to copyright. The general
theory that expressive substitution is fundamental to copyright infringement
necessarily makes an excepti f or works that consi s
Asystem, 0 or fAimethod of operationodo de
This is the difference between a general theory and a universal one.

* * *

This section has explored the centrality of expressiugstitution to a
variety of doctines and applications: the idexpression distinction, bu
stantial similarity, the collective work right, and finally, the refusal of
courts to entertain infringement actions solely based on unpublished inte
mediate dra#t of literary works. With the exception of anomalous subject
matter such as software, copyright lagpeardo embrace a general ico
cept of expressive substitution. To the extent that communication of orig
nal expression to the public is the touchstoheapyright infringement, it
follows that copyright liability should not ordinarily be found in ciram
tances where the use in question is incapable of giving rise to anysexpre
sive communication. Once the pivotal nature of expressive substitution to
copyright infringement is properly understood, the implications for eopy
reliant technologies crystallize: the nonexpressive use of a copyrighted
work should not ordinarily result in copyright infringement. To be clear,
nonepressive uses are merely a sulmdetses that do not create any risk of
expressive substitution; the advance of digital technology has made that
subset increasingly important, however.

182See,e.g. Sony Computer Entmot, Il nc. V. Connectix Co
Sega Erdrs. Ltd. v. Accolade, Inc., 977 F.2d 1510, 1518 (9th Cir. 1992) (holding that files and pri

touts created during the reverse engineering proce
Aitherefore fall[] squareel yprwihtihbiint etedhoe) .cat egory of a
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B. Doctrinal Incorporation of Nonexpressive Use

As discussed above, the general principle of nonexpeess® that
acts of copying which do not communic
to the public should not be held to constitute copyright infringetnéotvs
naturally from an analysis of existing copyright doctrines. Just as authors
possess ho copyligin the facts and ideas contained within their works, the
rights of authors to control the copying of their works should not generally
include copying that offers no possibility of expressive substitution because
it is entirely nonexpressive in naturés the doctrinal survey in section A
demonstrates, authors possess a set of limited and largely economic rights
to control the expressive uses of their works. Except in alreamgadous
cases such as computer software, extending those rights to encompass
expressive uses would constitute a significant departure from existigig cop
right principles. The preceding discussion has established the general
principle of nonexpressive use; we now turn to the prescriptipédations
of that principle. Specifally, this section demonstrategy the principle
of nonexpressive use should be applied in the contextgfcopg ht 6 s f ai r
doctrine and not as a freestanding defense to copyrnffimgement. The
next section then explairn®w nonexpressive use fitwithin a traditional
fair use analysis.

How does the principle of nonexpressive use relate to-oalfant
technology? As set forth in more detail below, the copying at issue in the
case studies discussed in Part | was manifestly different from thiecogua
yright infringement scenario. Entire works were copied, but the purpose of
that copying was not to convey- the wo
lic, but rather to enable banks of microprocessors to index the content of
those works and to generatetadata about the works. Explicit recognition
of this principle of nonexpressive use would significantly clarify the legal
status of copyeliant technologies such as Internet search engines, iplagia
ism detection software, and the Google Book projétbwever, acknow
edging the principle of nonexpressive use raises the subsidiary question of
how to implement the principle in the law.

Although a court could rule that the use of a copyrighted work that
does not communicate its expressive content isgaota violation of the
copyri ght o wn 8ectiore06 ofithe ICopgrighti Actd this A
ticle does not recommend that course for three reasons. First, the statutory
text of Section 106 does not directly support the concept ofxpoegsive
use. For example, Section 106(1) gives copyright owners the exclusive
ri ght sodfutce néappr copyr i g¥tTeedctdedimek i n ¢
A[fc]opieso as fAmateri al objects :
which the workcan be perceived, reprodad, or otherwise commin

183 17 U.S.C. 8106(1) (2006).
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c a t ¥ dhus, the requament for a copy is only that the workdapable

of being perceived, not that anyone actually perceives it and uses is-expre
sively. The second reason not to interpret Section 106 as providing-a bla

ket exclusion for nongpressive use is that, as noted above, the principle
may not apply to some of copyright©os
computer software and architectural plans. The exceptional statumef co

puter software in particular suggestat the principle requires a morenco
textspecific implementation. The third reason not to adopt a per se rule

with respect to nonexpressive use is that in many contexts the concept is
ambigio u s . Where the validityuabtsea def e
is nonexpresive is contestable, courts may find that adopting a categorical

rule that nonexpressive uses are noninfringing simply shifts the focus of a
gument from substantive ge®ns to questions of category dgfion.

Although the principleof nonexpressive use articulated in this Article
is important, it is not free from ambiguity. The extraction of factualrinfo
matiord such as names, dates, and plécessa nonexpressive use, in that it
does not relate to the expression of these facts, douhd facts thm-
selves®® Similarly, generating factual information about a work sholdd a
so be categorized as a nonexpressive use of the underlying work. For
example, publishing the fact that the noMeby Dickwas written by He
man Melville in 1851 an¢ ont ai ns t he word Awhal eo
infringe any copyright in the book because this information about the work
is indepedent of the expressive value of the wéik.

Similarly, the nonexpressive use of some cogliant technologies is
fairly clearcut. Plagiarism detection software illustrates one of the less
ambiguous applications of the nonexpressive use principle. These services
rely on access to entire copies of student term papers and any works from
which a student might have copied thgmt the services do not necessarily
display any of the copyrighted content they process to the end users. PI
giarism detection software works by comparing strings of text in new works
to strings of text in existing work®' If the software finds a matcit,indi-

184 17 U.S.C. 8101 (emphasis added).

185 See17US.C.8002( b) (filn no case does copyright protec
extend to any idea, procedure, process, system, method of operaticeptcqminciple, or discovery,
regardless of the form in which it is described, ex

186 Moby Dickis in the public domain in the United States and is available at Project Guttenberg at
http://www.gutenberg.aretext/2701.

187 The similarities between two works can be assessed by simply looking for common strings of
words. SeeAmy Argetsinger,Technology Snares Cheaters atMA . ; Physics Professor 6.
Search Triggers Investigation of 122 StudeMasH. POsT, May 9, 2001, at A1. However, there are
also various algorithms that can be applied to a document to create a digital fingerprint, which captures
other characteristics of the work. These digital fingerprints allow a document to be characteiiged by
structure, vocabulary, and content; they are essentially abstractions of the original documents and allow
for faster comparisons, which will not be as easily deceived by minor text alteraBees.e.g.Khair
Eddin M. Sabri & Jubair J. A a 6 dlfiee)JK System to Detect Plagiarisé{2) J. COMPUTER SCI. &

TECH. 66 (2006). The Turnitin software uses statistical techniques originally designed to analyze brain
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cates as much. By itself, the report that a new work is similar to another
work already in the database in ho way reproduces or communicates the e
pressive qualities of either wot®. Of course, most plagiarism software is
also programmed to displdhe source file from which the work beingscr
tinized was allegedly copied. This optional feature may indeed be regarded
as expressive, although not necessarily without fair use protectione- Non
theless, many other significant cemfiant technologiepresent someed
gree of ambiguity as to whether they should be regarded as expressive or
nonexpressive.

In both Field andPerfect 10 the courts effectively found that the-pr
mary purpose of the copying at issue was nonexpressivéelth the court
heldthat although allowing users to retrieve web pages from the saarch e
gine cache also allowed them to be read, the primary use of the cache was
nonexpressive and thus noninfringiiy.The court found that to the extent
that Google itself copied or distribue d Fi el dds copwright
ing access to them through cached links, Google hgdged in a fair use
of those copyrighted worké&’ The court relied heavily on the differences
bet ween Googlebds use of tdicvaluethat k s

a
Fielddés wor k mi g /tAltHowgh the coutt diggmotwei s e h

ploy the terminology set forth in this Article, its reasoning illustrates that
the relevant di stinction was that
court gave a number of reasomdhry Googl ebs use of th
of cached links did not serve the same function as the original works. Pr
marily, the court noted that cached links enable Internet users to detect
changes that have been made to a particular web page ovérdiaeges

ed

nd
ad

Go
e

which may have important ramificatiof8.As t he c coydetin- not e d:

tion, this information location function cannot be served by the original
Web page alone. To conduct such a comparison, a user would need to
access both GooofjdWeb pageaanctieicwrant form ofp y
t he Web page * imadditioe, the codrtealsonneted.that the
availability of cached links enables users to understand why the search e
gine indicated that a seemingly irrelevant web page was respoadiveirt
query**

waves to compare the fingerprints of student papers to more than a billion documentseHhagdra
fingerprinted in a similar fashionSeeP| agi ari se. Let No OneTHElI seds
EconoMmIST, Mar. 14, 2002 (U.S. Edition).

188 Iy practice, plagiarism detection providers also issue reports identifying the text allegmdty c
and he source document; however, the basic matching function can be performed with no cammunic
tion of expression at all.

189 Field v. Google Inc., 412 F. Supp. 2d 1106, 1115 (D. Nev. 2006).

19019, at 1118.

19119, at 111819.

192 Id.

198 14, at 1119.
194 Id.
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Although these functions relate to the copyrighted expression co
tained in the original website, they do not replicate the expressive function
of the original. Axiomatically, the use of a cached version of a web page to
detect changes & use not served by the original copyrighted work alone.
Likewise, referring to the cache to understand better the relationship b
tween a particular page and a particular search term is als® r@ot served
by the original copyrighted work alo’&.

Perfect 10 presents a similar ambiguity and a similar resolutibrin
Perfect 10 the thumbnail representations were clearly visible to the public.
The court of appeals, however, found that the thumbnails did not fulfill a
demand for the originals as expressiworks!” The court held that the
plaintiff had raised grima faciec as e of infringement b ¢
t humbnai l representations were |itera
were displayed by the search engffie.However, the court found that
Googl eds creation of thumbnail represeil
rights, in large measure because the purpose of the copying the plaintiff
complained of was a different use, a nonexpressivé&®udde court of p-
peals distinguished these of thunbnails by Google apointing devics
from the use of pictures as expressi
words, Googl eds replication of th o]
di fferent functiono un® d@Headue flithet o r
e x pl ai hheuyh an finpge jnay have been created originally to serve
an entertainment, aesthetic, or informative function, a search engise tran
forms the image into a pointer directing a user to a source of iaform
t i é"n Inoother words, althoug the thumbnail representations were
technically a copy of Perfect 1106s or
fill the publicbés demand for samall gr
ther as pointing devices to instruct users where they might find thtegph
they are looking for.

In both Field andPerfect 1Qthere was at least the possibility that the
search engine copying could function as an expressive substitute for the
copyright ownersé6é original wor ks. N
found that the copying at issue did not fulfill a demand for the originals as

e r
nart

195 Not all assertions of nonexpressive use deserve equal credence. Reproducing an entire film,
with additional commentary, to explain its nomination for an Academy Award would not likely qualify
as a nonexpressive use. In this example, the fact that theneaidhe underlying work copied grossly
exceeds what was necessary gives the lie to the claim that the use was nonexpBessiea Part
I.C.3.
196 SeePerfect 10, Inc. v. Amazon.com, Inc., 487 F.3d 701 (9th Cir. 2007).
197 1d. at 721.
198 19, at 719
¥19at 725 (reversing the district courtés ruling t
20014, at 721 (citation and quotation omittedge alsoKelly v. Arriba Soft Corp., 336 F.3d 811,
819 (9th Cir. 2003)
201 perfect 10487 F.3d at 721.
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expressive work®? In Field, the court found that the mere technical poss
bility that someone might recall an object from the cache to enjoyits e
pressive qualities was insufficient tharacterize caching in general as an
expressive use of copyrighted works, given that the predominant uses of the
cached content were unrelated to the expressive function of the original
works?® In Perfect 10 the court acknowledged the possibility tsatme

users might see the thumbnail representations as substitutes for the orig
nal s; however, despite this possibildi
claim of expressive substitution as speculative and unliRelyln the
court 6s opi nsearah engibeeused theninait répeesentations

to show users which websites contained images relevant to their search
terms, they were not substitutes for the origifalsThe potential for -
pressive and nonexpressive uses to sit side by side in caseasstieh
andPerfect 10highlights the limits of a strictly categorical approach. This

in turn suggests the need to integrate the issue of nonexpressive use into a
fair use analysis, as explained in section C below.

The Google Book search engine litigattialso illustrates the potential
ambiguity of nonexpressive use. Google is in the process of scanning the
text of millions of books in order to create the metadata that drives the
Google Book search engine. The object of all this indiscriminant copying i
the production of metaddahus, to understand the Google Book contr
versy, it is first necessary to appreciate the value of metadata in the info
mation age. Information is only useful to the extent that it is relevant,
discernable, and available. Theare thousands of volumes of information
in even the smallest libraries; however, these dusty tomes are mare orn
ments unless a user has some means to locate a particular book, or better yet
a paticular page, that may be of interest. This is the pohrer metadata
becomes valuable. Metadata refers simply to information about iaform

tion, or data aboutdat®. The tradi ti onal (and now o
catalogo is an ar cbteoan eatalogeentamsdiat a r e
formation about theuwthor, title, and subject matter, but it does nattain
the volumes themselvé8. As the quantity of available informatiom-i

202 Figld v. Google Inc., 412 F. Supp. 2d 1106 (D. Nev. 20@6jfect 10487 F.3d 701.

203 Figld, 412 F. Supp. 2d at 11189.

204 perfect 10487 F.3d at 721.

205 19, at 724.

206 Metadatai s defined as fstructured, en ofortha&ion data t ha

bearing entities to aid in the identification, discovery, assessment, and management of the described en
i t i A&m LIBRARY ASSN ALCTS CC:DA TASK FORCE ONMETADATA, SUMMARY REPORT (June
1999), http://www.libraries.psu.edu/tas/jca/ccdaitte8.html; see alsodGanesan Shankaranaaagn &
Adir Evan, The Metadata Enigmal9 Comms. ACM 88 (2006) (arguing that most definitions of met
data ignore its richness and complexity)

207 SeeBARBARA TILLET, WHAT Is FRBR?: A CONCEPTUAL MODEL FOR THE BIBLIOGRAPHIC
UNIVERSE (Library of Congress Cataloging Distribution Service 20043yvailable at
http://www.loc.gov/cds/downloads/FRBR.pdf;IFLA  Stuby GROUP ON THE FUNCTIONAL
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creases, so too does the value of metadata used to organize, search, rank,
and retrieve that information.

The copyright issues leging to Google Book must be analyzed in two
distinct parts: first, the intermediate copying which produces metadata; and
second, the copying and displaying of fragments of books along with search
results. The construction of the Google Book databassvies the actual
copying of millions of expressive works for an intermediate purpose that is
itself entirely nonexpressive. In this regard, it is exactly analogousaio pl
giarism detection softwarfé However, while the process of generatirag d
ta itself isnot an expressive use, the search engine linked to that data does
provide expressive snippets of copyrighted books to end useesponse
to their search requests.

Does this mean that the intermediate copying performed by Google
should be deemed to lexpressive in nature? Although the search engine
displays expressive snippets of books to end users, in most cases those
shippets are too fragmented and insubstantial to amount to infringing copies
of the books themselves. It is conceivable that a fimeesnippet of a ha
ku could be infringing by itself, but for most books, the notion that any
three lines could meet the test of substantial similarity is rigtbleowev-
er , if Google Bookds snippetsrewwere | e
and subsant i al enough to be infringing.
expressive use does not infringe, it should not detract from the nosexpre
siveness of an intermediate d¥e.

In sum, although Internet search engines (and possibly even the Google
Book projet) are strong candidates for nonexpressive use, the extent to
which that label actually fits may depend on a detailed assessment &f speci
ic facts. For example, the claim of nonexpressive use in relation to-an i
age search engine that reproduced-dode images as opposed to
thumbnails would be doubtful. The categorization of intermediatexaone
pressive uses intertwined with infringing expressive uses is alsigaous.

To ameliorate this problem, courts should evaluate claims of nonexpressive
use within the context of a fair use analysis rather than adopting a categor
cal rule. Section C addresses the links between nonexpressive use and fair
use in detail.

REQUIREMENTS FOR BIBLIOGRAPHIC RECORDS FUNCTIONAL REQUIREMENTS FOR BIBLIOGRAPHIC
RECORDS FINAL REPORT(1998), http://www.ifla.org/files/cataloguing/frbr/frbr.pdf.
208Googl ebs process for generating the meaadata bet
logous to the intermediate copying approved by numerous federal courts in reveneemmgicases.
SeeSag,supranote4, at 42% 28.
209 Note that Google Book treats works suchpaetry, dictionaries, drug reference guides, price
guides, and books of quotations differently for this veryaeaSeeGoogle Book Settlemenavailable
at http://www.googlebooksettlement.com/help/bin/answer.py?answer=118a2p visited Aug. 4,
2009).
210 \whether a converse finding that an end product infringes requires treating an intermattate no
expressive usas expressive is a question for another day.
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C. Fair Use and Nonexpressive Use

Copyright law does not require a radical reinterpretation ¢toraoo-
date the principle of nonexpressive use. It merely requires applying-the e
isting elements of fair use doctrine to recognize that acts of copying that do
not communicate the authorés oitriginal
cally constitute copyght infringement.
The Copyright Act requires courts to consider four factors in making a
fair use determination. These factors are:

(1) the purpose and character of the use, including whether such use is of a
commercial nature or is for nonprofit edticaal purposes; (2) the nature of

the copyrighted work; (3) the amount and substantiality of the portion used in
relation to the copyrighted work as a whole; and (4) the effect of the use upon
the potential market for or value of the copyrighted wotk.

In reality, thesefactors are neither complétenor individually or cumua-
tively determinativé® Even the notion that there are four factors is-mi
leading: beneath the statutory factors lies an amalgamation of
interconnected metafactors, subfactors, andymgtions. The implications

of nonexpressive use in relation to fair use are explored below.

1. Thehn Pur pose and Charact &dflenaf No
expressive nature of the defendant
under the first fairuse facor , fit he pur pose add ch
ing whether such use is of a commercial nature or is fopnodit edu@-
tional PHFRegog®es.zing the wsivpnghtsaght owr
implicitly defined and limited in reference to expressivenowrication to
the public makes sense of both expressive andxpoessive fair uses.nd
deed, recognition of this overarching principle may be the key to rescuing
the concept of transformative use from elastic imigien.

According to t b eostSecent mimese decision,t 0
Campbell v. AcuiRose the first factor turns primarily on:

neod
6s
ar ¢

C

[W]hether the new use merely supersedes the objects of the origimal cre
tion... or instead adds something new, with a further purpose or different

211 17 U.S.C. §107 (2006).

22g6eBond v. Blum, 317 F.3d 385, 394 (4thuCir. 2003
sive, but rather illustrative, representing only general guidance about the sortgin§¢bpt courts and
Congress most commonly have found to be fair uses. o0
Uni versal City Studios, Inc. v. Sony Corp. of Am.,
are illustrative, not definii ve. o) .

213 SeeSag,supranote 4, at 434;see alsoMichael J. MadisonA PatterrOriented Approach to
Fair Use 45WM. & MARY L. REv. 1525, 1564 (2004); David Nimmei,Fai r est of HRhem Al |l 0
er Fairy Tales of Fair Use 66 LAW & CONTEMP. PROBS 263, 2 Bdurts (teRdfitsttg makefa
judgment that the ultimate disposition is fair use or unfair use, and then align the four factors to fit that
result as )best they can. o

214 17 U.S.C. 8107(2).
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characteraltering the first with new expression, meaning, ossage; it asks,

in other wor ds, whet her and toa-what ext
t i v.e @&lthough such transformative use is not absolutely necessary for a

finding of fair use, . . the goabf copyright, to promote $ence and the arts, is

generally furthered by the creation of transformative wétks.

Traditionally, courts apply the concept of transformative use to newsexpre
sive uses that dAprovide soceravbrk, benef i
and, i n the pr océ&%TWansfoomatveausd ienjosba new o
vious when the work is itself transformed; howevarmany cases courts
have held that the mere recontextualization of a copyrighted work from one
expressive context to amalr is sufficient to sustain a finding of fair dse
the work itself need not be alteréd.Understanding the rationale for ten
formative use is the key to grasping the link between transfimeruse and
nonexpressive use. The privileged status of tramsftive uses under the
fair use doctrine allows for the creation of new works from old. This is not
a sufficient explanation, however, because other doctrinal levers, such as a
narrower understanding of the authorod
works, could achieve the same efféét.Beyond a simple enthusiasm for
new works, courts accord special statugansformative uses because they
do not substitute f or Jdtthbyedo moumekrelyr 6 s or
supersede the objects of the originaation?® Because of this specialst
tus, the greater the extent of transformation, the less significant ottensfa
weighing against fair use will becortfé.

Cogni zant of the Supreme Courtbds fo
courts have simply equatedmexpressive with transformative. Rerfect
100t he cour't hel d t hat in{dmegetedche-use of
gine Amay be more transformative thar
provides an entirely new use for the original work, while agarypically
has the same entertai nme?hThisgeamspoose as

215 camplell v. Acufi-Rose Music, Inc., 510 U.S. 569, 579 (1994) (citations and internal quotation

marks omitted)see alsoPierre N. Leval, Commentaryfoward a Fair Use Standardl03 HARV. L.
REv.1105, 1111 (1990) (Al b el i écatien turnk primarily snwbbt t o t he ¢
er, and to what extent, the challenged use is trans
216 Campbel)510 U.S.at 579.
217 gee, e.gBill Graham Archives v. Dorling Kindersley Ltd., 448 F.3d 605,i69(2d Cir. 2006)
(use of promotional postersan r ock bi ogr aphy wa sdinGtdromptheronpioad e separ a

artistic and promotional purpose for which the imag
Prods., 353 F.3d 792, 7983, 800 06 (9th Cir. 2003) (concluding that photos gudyiing Barbie by d-
picting Ainude Barbie dolls juxtaposed with vintage

218 gee, €.9.17 U.S.C. 8L06(2) (2006).

219 gee, e.gCampbell 510 U.S. at 579.

220 |4

22! perfect 10, Inc. v. Amazon.com, Inc., 487 F.3d 701, (B2h Cir. 2007) (holding further that
feven making an exact copy of a work may be transf
function than the original wor k. o (ciil® @©th Gir. Kel |l y v.
2003)).
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be stretching the concept of transformation beyond its natural utility. It
would be better to recognize thages which do not relate to the expressive
appeal of a wdr may find favor under the first fair use faciowhether
they qualify as transformativa the expressive sense or not.

By construction, the more nonexpressive the use of a copyrighted work
i s, the |l ess it substitut?Asduchy t he
courts should regard primarily nonexpressive uses as equivalent (but not
identical) to highly transformative uses hei r fApur pose and ¢
such that they do not merely supersede the objects of the origimal cre
tion?2 In addition, the ame logic that dictates that the more transébire
a work is, the less significant the other factors become, also applies-to no
expressive uses:

2. Nonexpressive Use and Commercial Fair lds&s part of their

consideration of the first factdrit h e paodrchsa s eer 06 t he wu
courts areinstructed o consi der fAwhether uch wus
ture or is for noanZFAImo'ughthedpbtatlmrtlonal

of the fair use doctrine to commercial entities has been uncertain for some

time,due deference to the Suprementen Cour t €

the issue and the economic logic of copyright both suggest that comimercia

ity has no per se relevance. The status of commercial fair use has proved to

be confusing, in part because it i cosely linked with the question of

market substitution under the fourth factr Conceiving of copyright as a

set of exclusive rights in relation to the communication of original expre

sion to the public sheds considerable light on the status of canaineses

under the fair use doctrine. The fact that most aefignt technologies are

developed and maintained by commercial entities does not weaken their

claim to fair use. As explained in more detail below, if a use is norexpre

sive, its commerciabr noncommercial nature is irrelevant because xone

pressive uses do not subsdontute for t
In bothSonyCorp. of America v. Universal City Studios, laodHar-

per & Row Publishers, Inc. v. Nation Enterprisédse Supreme Coumdi-

cated that commercial uses are disfavored under the fair use dé&ctrine.

Writing for the majority inSony Justi ce Stevens sugge:¢

222 The andysis in this section is subject to the caveat regarding computer software and other quas

functional works discussed in Part II.A.5.

223 geeCampbell, 510 U.S. at 583.

224 Seeidat 579.

225 17 U.S.C. §107(1) (2006).

26 ndeed, t h e Ni ahtolcomBerciatitypiiNapstesdefiags the aorecept exclusiv
ly in terms of market substitutionSeeA&M Records, Inc. v. Napster, Inc., 239 F.3d 1004, 1015 (9th
Cir. 2001) (holding that ficommerci al us eative s demon st
unauthorized copies of copyrighted works were made to save the expense of purchasing autperized co
ieso).

227 Harper & Row, Publishers, Inc. v. Nation Enters., 471 U.S. 539, 562 (1985); Sony Corp. of Am.
v. Universal City Studios, Inc., 464 U.S. 4449 (1984).
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video cassette recorder fiwere fased to

it-making purpose, such useuld presumptively be unfair. The rtoary

presumption i s appropriate herce, howe

ings plainly establish that tirghifting for private home use must beaeh

racterized as a n o n c o AmeSimdarlya the n

majority in Harper & Rowd ec | ared t hat Aft] he f

commaecial as opposed to nonprofit is a separate factor that tends to weigh

against a fifiding of fair use. o
However, as the Court later discoveredCiampbel] a fixed presmp-

tion against commercial fair use is difficult to reconcile with the economic

logic of copyright. As the Court has reaffirmed most recentligldred v.

Ashcroft copyright promotes the creation and publicatiofred expression

Al bly est alkdti shliengriaghmart o t HeAsuse of

Nei | Net anel observes, the great viort

sector of creative and communicative activity that is relatively free fesm r

liance on state subsidy, elite patronage, and rcudtu hi#mMeewvie hy . 0

tues of creative production freed from the shackles of patronage and direct

government control apply equally to all forms of private production, degar

less of whether they rely on the fair use doctrine or not. Thus, the economic

and political logic of copyright is inconsistent with placing special burdens

on the private sector for no other reason than its pursuit of profinn- No

commercial uses may have other characteristics, such as a greater degree of

spillovers, which justify fai use?*? but there are no inherent differences b

tween the uses of commercial and noncommercial actors. In a modern free

market economy, most copyrighted works of interest to the public at large

are created by private commercial actors. Newspapers,siele\broa-

casts, and Internet search engines are predominantly commercial, and even

though many schools and universities

corporations, they are still commercial in the sense that they operate on a

feefor-service bas. As the Supreme Court recognizedCiampbel] A [ i f ]

commerciality carried presumptive force against a finding of fairness, the

presumption would swallow nearly all of the illustrative uses listed in the

preamble paragraph ofl®7, including news repang, comment, critism,

onpr
act

228Sony 464 U.S. -sahti f4t4i9n.go frTeifrer s t o the consumer pr
to be viewed at a latemore convenient timeld. at 418.
22% Harper & Row 471 U.S. at 562.
230 Eldred v. Ashcroft, 537 U.S. 186, 219 (2003)ifig Harper & Row 471 U.S. at 558).
231 Neil Weinstock NetanelCopyright and a Democratic Civil Society06 YALE L.J. 283, 288
(1996).
232 geeBrett M. Frischmann & Mark A. Lemleyspillovers 107 CoLum. L. Rev. 257, 261 (2007);
Lydia Pallas LorenRedeihing the Market Failure Approach to Fair Use in an Era of Copyright-Pe
mission System$ J.INTELL. PROP. L. 1, 51/ 53 (1997).
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teaching, schol arship, and research,

conducted for ptofit in this country.
The Court inCampbellrejected the notion that commerciality by itself

had any AfAhard pr e Udnstpat,ithe €ours adgpted & i c a n c

sliding scale to commerci al ug-e, ar g

right, to promote science and the arts, is generally furthered by the creation
of transformative works, o then #fAthe m
less will be the significance of other factors, like comanglism, that may
wei gh agai nst a*® Thisslidingrsaale approathadrme use. 0
mercial uses makes sense in light of the principle of expressiggtstibn
articulated in this Article.The hallmark of transformative worksgbected
by the fair use doctrine is that they do not substitute foruhehaor 6 s or i gi |
expression, but rather fAadd[] fsomet hi
ferent character, altering the first with new expi@ssmeaning, or nge
s a ¢™® Caurts should treat commercial nonexpressive usatasly: the
more nonexpressive a use is, the less it is capable of substituting for the a
thords original expression.

There is ready support for this position in the case Il Kelly v. A-
riba Soft Corp, an image search case precedpagfect 10 the Ninth Ci-
cuit ruled that the replication of copyrighted images in thumbnails would
not substitute for the fubized image$’ The court inPerfect 10likewise
concluded thaGoogl eés t humbnai l representat.i
fere with the mar ket f of® TRecourte-c t 100 s
pressly rejected the application of any commerciality inference or

presumption, noting thatwhBntahwiorkispr es un
transformative because market substitution is at least less certain, end ma
ket harm may not e so readily inferr

3. Nonexpressive Use and.odiThemdegeint and
ee to which a use is nonexpressive is also significardring of the third
fair use factor, ithe amount and subs

238 510 U.S. 569, 584 (1994) (citingarper & Row 471 U.S. at 592 (Brennan, J., dissenting);

3 BOSWELLGS LIFE OFJOHNSON19 (G.Hill ed. 1934)) (other citations omitted).

234 Campbel) 510 U.Sat 585.

25 1d. at 579 (citations omitted). As Barton Beebe notes, while commentators have assumed that
the commerciality presumption was finally discardecCampbell it remains a tenacieumeme in the
court of public opinion. SeeBarton BeebeAn Empirical Study of U.S. Copyright Fair Use Opinions,
19782005 156U. PA. L. Rev. 549, 598 (2008).

236 Campbell 510 U.S. at 579eelLeval supranote215, at 1111( Ifi. .. the secondary use adds
value to the origind if the quoted matter is used as raw material, transformed in the creation of new
information, new aesthetics, new insights and understardlitigs is the very type of activity that the
farusedoctne i ntends to protect. for the enrichment of st

27 Kelly v. Arriba Soft Corp., 336 F.3d 811, 815 (9th Cir. 2003).

238 perfect 10, Inc. v. Amazon.com, Inc., 487 F.3d 701, 724 (9th Cir. 2007).

29 g, (citing Campbel] 510 U.S. at 591) (internal quéitan marks omitted).
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Y

to the <copyr i gh t*¢ @his factor kschaves mechamidalo | e . 0
guantification and recognizes that the amount of tolerable copying varies
accordingtobt h t he pur pose of (tffectoftthadaf endan
use on the copyright owner. The issue at the heart of the third factor is not
simply what percentage of the copyri
taken, but what pr oepsve valueohas beeh apprh e wor
priated. The argument made here is simply that a use properlyrizteg
as nonexpressive does not substitute for the any of the expredsigeota
the authoroés original expression.

Even in the realm of expressive uses, themo linear relationshiped
tween the amount of a work copied and its propensity to fair use. All other
things being equal, the more a defendant copies, the more likely sha-is to i
terfere with the copyright owncer 6s ri
Thus, Napster users who trade complete copies of copyrighted music over
the Internet are treated very differently from collage artists who copy only
parts of works and add their own significant creative igpuBut all other
things are rarely equalnd courts have repeatedly found that even taial ¢
pying of expressive works can be fair use in the right circumstances.
Courts have held that total copying is permissible in personal use cases,
such as those testing the legality of the video cassettedezc@nd the mp3
player?*? In cases relating to photography and other visual works, courts
have occasionally allowed defendants to reproduce entire images where it
was unl i kely that any mar ket l-rar m wot
pose required completeproductiort®

20 17USC.8007(3) (2006) . This inquiry can @®e traced
tion of the fair use doctrine in Folsom v. MaréhF. Cas. 342 (C.C. Mass. 1841) (No. 4901). In that
case, Justice Story was concerhed pr ot ect the fAchief value of the or
of its fAessential partsodo through the ndeat3ds ifacile u
241 CompareA&M Records, Inc. v. Napster, Inc., 239 F.3d 1004, iaB4@t h Ci rNap-2001) ( i
ster users are not fair usérgwith Blanch v. Koons, 467 F.3d 244 (2d Cir. 2006) (holding that the vis
al artist Jeff Koonsodés use of fashion photography i
22geeRecording Indus. Ass o edia6ys., 180F.3d 1072, 1081 ®Othe€ind Mul t i
1999) (holding that personal digital music players are legal); Sony Corp. of Am. v. UniversallGity St
dios, Inc., 464 U.S. 417, 4480 (1984) (holding that videotape recorders, primarily used for time shif
ing, arelegal); cf. Lewis Galoob Toys, Inc. v. Nintendo of Am., Inc., 964 F.2d 965, 971 (9th Cir. 1992)
(nating that modifying the way in which an entirely copied video game is played is legal in just the same
way as video recorders that allow the viewer to vibertecorded work in a different sequence are |
gal).
243 seaBill Graham Archives v. Dorling Kindersley Ltd., 448 F.3d 605, 613 (2d Cir. 2006itpl
that tot al copying fndoes not necessarily weigh agai
someti mes necessary to make a fair use of the i mag
(9th Cir. 2003) (concluding that images used for a search engine database are necgsearily their
entirety for the purpose of recognition); Matiec. v. Walking Mt. Prods., 353 F.3d 792, 803 n.8 (9th
Cir. 2003) (holding that #Aentire verbatimfreprod
fers from the originalo); Nunez v. Car {cinblld-an I nt
ing that to copy any less than the entire image at issue would have made the picture useless to the story).

uct
ol
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Far from being linear or arithmetic in nature, proper application of the
third factor is contingent wupon the p
use. As the Supreme Court recognize@ampbell At he exs-ent of
ible copyingva i es with the purpos*inthatd char
case, the Court held that the degree to which rap musicians 2 Live Crew had

copied from Roy OPretly $Vonmpnsust berassgssed a | S0
in light of their parodic purpose. Becausetheta of par ody f#l i es
sion between a known original yand its

ing enough of the original so that the object of derision is made clear to the
audiencé® Just as the extent of permissible copying varies according to
purpose, it also varies according to effect.Harper & Row the defendant
magazineThe Nationcopied only a few hundred words from a sdoiioe-
published autobiography of former President Gerald Ford. The Supreme
Court held, however, that this congteéd a substantial taking under the

third factor becaus&he Natonhad sel ected its quotes
they qualitatively embodied Fordos di
most interesting and moving prackts of

tured its article around these quoted excefptS.h e Court 6sa- fi ndi n
tion to the third factor rests on the finding thBlte Nationhad taken
essentially the heart®*of the bookds e
Instead of relying on a mechanical quantifioatiof theamountof the
original work used, the third factor asks courts to assess how much of the
value of the original work is present in the allegedly infringing wek.
Accordingly, the extent to which a use is nonexpressive plays a vital role in
the asessment of the third fair use factor. A nonexpressive use does not
generally substitute for the esxpressi
sion, and therefore courts should view it as qualitatively insignificant under
the third factor, even if involves literal copying of an entire work.
Again, existing case law is consistent with this propositionPdrfect
10, the court held thaalthough the thumbnails were copies of the original
images, their reduced size and image quality was consisténtheir use
as pointing devices, which did not substitute for the expressive value of the
aut hor 6s or iy Consistent witk its realiersécision ktelly,
the court found that the representation of an entire photographic image was

244 Campbel) 510 U.S. at 58637.

245 1d, at 588.

248 Harper & Row, Publishers, Inc. v. Nation Enters., 471 U.S. 539, 565 (1985) (internatiouo
marks omitted).

%T1dat 566 (fAln view of the expressive value of th
work, we cannot agree with the Second Circuit that theanitag took a meager, indeed an infinitesimal
amount of Fogua&ge.od).ginal I an

248 geeSag,supranote4, at 391.

249 perfect 10, Inc. v. Amazon.com, Inc., 487 F.3d 701j222 (9t h Cir. 2007) (fAHere
Perfect 106s images in a new context to serve a dif
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reasonablén light of the purpose of an image search engfhés the court
explained, while a user can identify relevant text by seeing merelca fra
tion of it, understanding the relevance of an image requires seeingea repr
sentation of the complete imagé. In Pefect 1Q as inKelly, the court
found that the third fair use factor did not weigh in favor of either g&rty.
Likewise, inField, the court found that making entire web pageslavai
able in the search engine cache served a purpose that could not beeeffecti
ly accomplished by using only portions of the web pages. The court found
t hat Googlebdbs nonexpr e dsuchvas veéfyisge s of t
the authenticity of live pages and assessing the relevance of search qu
riesd required caching completereptod t i ons of the pl aint

Accordingly, the district court conc
more of the works than is necessary in allowing access to them through

6Cachedd |inks, the third fair use f
Googl e all owed access to*®the entirety

Furthermore, the numerous copyright cases dealing with the practice of
reverse engineering computer software also support the proposition that a
nonexpressive use is qualitatively insignificant enthe third factor. In
Sony v. ConnectjXor example, the court acknowledged that Connectix had
copied an entire section of Somyds so
cluded that Ain a case of intermediat
does no itself contain infringing material, this factor is of very little
wei g°ht . 0O

The third factor requires a holistic assessment of the extent of approp
i ation of a workodos expressi vidficaral ue,
tion of the defendant in apgpriating it. Accordingly, courts frown upon
nontransformative expressive uses of a copyrighted work, but grarit cons
derable latitude to transformative expressive uses. Similarlyxpomsive
uses, even those that require total copying, should bealgnéeemed to
be qualitatively insignificant because they do not substitute for the expre
sive value of the authorés original e

4. The Market Effect of Nonexpressive UdeEhe fourth fair use fa
ctor is fAthe effect marketforlorevalue®fghe up on |
copyr i gh?¥ eldeHarmer & RowCourt described the fourth fair

250 14, at 724 (citing Kelly v. Arriba Soft Corp., 336 F.3d 811, 821 (9th Cir. 2003)).

251 Id.

22 14.; Kelly, 336 F.3d at 821.

253 Fjeld v. Google Inc., 412 F. Supp. 2d 1106, 1121 (D. Nev. 2006). Presumably, the court would
have come to a different comsion if it found that the primary use of cached links was to substitute for
the original web page.

®sony Computer Entmét, Inc. v. Connectiw Corp., 2
otation marks omitted).

25 17 U.S.C. §107(41) (2006).
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use factor as Aundoubtedly the®single
Barton Beebe, in contrast, concludes
a | 4" A9 detailed below, although the fourth factor risks cailag into
circularity because everything is a potential market effect, courts have in
fact avoided this nadir by applying certaimiling principles that emplsa
ize that the copyright market igriited to expressive substitution. Theilog
cal implication of the exclusion of economic consequences that do not arise
from expressive substitution is that to the extent that a usenéxpiessive,
it typically has nacognizablemarket effect under thedirth factor.
The first step in ascertaining the market effect of an unauthorized use
is to define the relevant markelf. the market is defined purely in terms of
that whichmight be licensed if the law says thatniustbe licensed, then
the fair use uling collapses into circularit?® The concept of market effect
becomes even more elusive if a trial judge adoptsHbager & Row
C o u rstippesy slope presumptionIn Harper & Row the Court a-
nounced that #@Ato negat e ffthechallengesile one
use should become widespread, it would adversely affect the potential ma
ket for t he ¢éTheaggregaiidnefany waom that i®likely
to result from widespread use is reasonable in evaluating the fourth factor.
The Court, bwever, offers no particular reason to presume #flatises
will become widespreat{®
Combining the slippery slope of aggregation with a broad concept of
derivative works, copyright owners frequently claim that almost any new
use of their wor& either in whole or in pai is part of an unexploreded
rivative market® Taken at face value it becomes impossible for ardefe
dant to prove that her particular use, if widely replicated, would not displace

256 Harper & Row, Publishers, Inc. v. Nation Enters., 471 U.S. 539, 566 (1985).
257Beebe,supranote235at62(021 (AUlti mately, the paracdox of the
rything in the fair use test and thus nothing. aBsert, as a descriptive matter, that it is the mostrimpo
tant factod or, as a normative matter, that it is too impodaig meaningless, primarily because it is no
fact or, no independent variable, at all. o) (footnote
28 jJames GibsorRisk Aversn and Rights Accretion in Intellectual Property Lalil6YALE L.J.
882, 94751 (2007). But note that although Gibson describes anvayeatchet effect, the potentiatci
cularity of the fourth factor can be set to spin in either direction: if the da&,ithere is no need to |
cense and thus no harm to the market, thus the use is fair; but equally, if the use is unfair, there is
axiomatically at |l east one potential licensee (the
been adversely aftted.
29 Harper & Row 471 U.S. at 568 (internal quotation marks omitted).
®0This s arguably a distortion of the Senate Rep
minor infringementswhen multiplied many timebecome in the aggregate a majooad on copyright
that must IBReEPINO.OAAEF) dt 85q197%D) (emphasis added). Note th&@ampbellthe
slippery slope presumption is weakened to a matter for consideration, but still without any analysis of
which uses are likely to beow® widespread and which are nddeeCampbell v. AcuffRose Music,
Inc,. 510 U.S. 569, 590 (1994).
261 For example, although it had shown no interest in licgnaiderivative oPretty Womarin the
rap genre before its lawsuit against 2 Live Crew, A®ddffs e ( Roy Or bi sonds publishe
Live Crewbs parody di m$enidshed its potential to do s
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some potential future market in some derivative of the cgpyrt owner 0s

work. As the Second Circuit noted Aimerican Geophysicaltion v. Tex-

acolnc,iwere a court automaticallny to co

tial licensing revenues were impermissibly impaired simpgabse the

secondary user did not payee for the right to engage in the use, the fourth

fair use factor wouldlwaysf avor t he c&pyright hol der
Courts avoid this potential circularity by adopting a number of limiting

principles in relation to the fourth factor. First, the unlikelihood deria-

tive mar ket may | i mit its relevance:
uses includes only those that creators of original works would in general
devel op or | i c e r ecood, faieusescasesoofted ime | o p .

on the simple questionf avhether the particular market claimed by the
plaintiff is one that is cognizable under copyright. This is not merely a
guestion for the fourth factor; it permeates consideration of all of e fa
tors. The market harms that courts refuse to recoghisgrdte again that
the copyright ownerds exclusive right
their original expression to the public. This principle is reflected in the
seemingly unrelated cases involving parody and the reverse engineering of
computer eftware. In both scenarios, courts exclude consideration Bf ma
ket effects that do not arise from expressive substitution.

In Campbel] the Supreme Court quite plainly differentiated theyeop
right owner 6s gener al econotomd& inter
forded by copyright:

[W]hen a lethal parody, like a scathing theater review, kills demand for the
original, it does not produce a harm cognizable under the Copyright Aet. B
cause parody may quite legitimately aim at garroting the original, dexgrity
commercially as well as artistically, the role of the courts is to distingdish b
tween biting criticism that merely suppresses demand and copyright @ifring
ment, which usurps #*

Just asCampbellrecognizes that criticism is outside of the copytrigin-

er6s protectable sphere of ignizerest,
that the copyright owner has no protectable interest in preventing tiie cop

ing of unprotectable expression and ideas buried within its object code.
Courts have consistentlyeld that making unauthorized copies of aneo

puter program, as a necessary step in reverse engineering, is féirkme.

262 60 F.3d 913, 929 n.17 (2d Cir. 1994) (citations omittedi alsd_eval, supranote215, at 1124
( ABy d e feiy fair use imvolveseseme loss of royalty revenue because the secondary user has not
paid royalties. o).
263 Campbel) 510 U.S. at 592.
264 19, at 591 92 (quoting, in part, Fisher v. Dees, 794 F.2d 432, 438 (9th Cir. 1B&S)AMIN
KAPLAN, AN UNHURRIED VIEW OF COPYRIGHT 69 (1967))(internal quotation marks and citations oémi
ted).
%% geeeg,Sony Computer Entmét, Inc. v. Connectix Cor
cert. denied 531 U. S. 871 (2000) (hol ding htedbasicin@@ibonnect i x©0
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example, inSony v. Connectixhe Ninth Circuit held that although the-d
fendant 6s Virtual Ga me Stth$onyamthec ons ol
market for platforms capable of playing Sony Playstation games, the Virtual
Game Station was a Al egi t* The toert c o mp et
concluded that Sonyds desire to cont |
was understandahlbut t hat #Acopyright | aw-
nopofy. o

Both parody and reverse engineering cases illustrate the exclusion of
market effects that do not arise from expressive substitution. This rationale
is most explicit in the reverse engineercgges. From the beginning of its
decision inSony v. Connectjxhe court emphasized the importance of the
idedexpression distinction: ifWe are cal
principles of copyright law to computers and their software, to determine
what must be protected as expression and what must be made accessible to
the publ i ¢® @omsisteni with itsidecisiondBega Enterprises
v. Accolade, In¢®the Ninth Circuit held irSonythat internediate copying
of software is fair use if theopying was necessary to gain access to the
functional elements of the softwaf®.The court based its ling firmly on
the importance of maintaining the ideax pr essi on di stinct i
this distinction because the Copyright Act protects expressity, not
ideas or the functional aspects of a software program . . . . Thus, the fair
use doctrine preserves public access to the ideas and functional elements
embedded in copyrighted? dAoimtheuppoer sof t
dy cased although for diferent reasords the reverse engineering cases e
clude consideration of market effects that do not arise from expressive
substitution.

In the case of expressive uses such as parody, and nonexpressive uses
such as reverse engineering, courts have consistegit that the prote
tion that copyright affords is limited to certain cognizable markets. stran

output system (BIOS) during reverse engineering, used by Connectix to develop a sofigiam phnat
emulates the functioning of the Sony PlayStation console for regular computers, was fair use); Atari
Games Corp. v. Nintendo of Am., In@75 F.2d 832, 8423 (Fed. Cir. 1992) (obsérng t hat At ari 6
reverse engineering of Nintendods 1O0dyfarS eqgaptogr am wo L
that Atari did not possess an authorized copy of the work); Sega Enter. Ltd.oladednc, 977 F.2d
1510, 1520 (9th Cir. 1992) (holding that Accol adeos
in order to figure out how to make séntisafarwsg) games cC
see alsoDavid A. Rice, Copyright and Caotract: Preemption AfteBowers v. Baystate, ROGER
WiLLiams U. L. Rev. 595, 601 n.19 (2004) (collecting cases). Circumventing encryption for the pu
pose of reverse engineering is also allowed under the safe harbor provisions of the DB&EA.
17U.S.C.8 1201(f) (2006).

266 203 F.3d at 6075ee alsSega 977 F.2d at 15323.

287 Sony 203 F.3d at 60%ee als®Sega 977 F.2d at 15224.

268 203 F.3d at 598.

269 977 F.2d 1510.

270 sony 203 F.3d at 607.

271 1d. at 603 (citingSega 997 F.2d 1510).
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formative expressive uses do not usually affect the market in any relevant
sense because the second authoroés exp
the oiginal author. The absence of any cognizable market effect is even

more apparent in cases of nonexpressive use because, to the degree that a
particular use is nonexpressive, it has literally no potential substitution e

fect on a cognizable copyright matke

* * *

As established earlier in this Part, the exclusive rights of the copyright
owner typically hinge upon the communication of original expression to the
publ i c. Acts of copying which do no
expression to the plib should not generally be held to constitute copyright
infringement. The application of this principle to anomalous copyridht su
ject matter must be considered carefully. Rightly or wrongly, Congress has
extended copyright protection to computer sofevand architectural plans
in order to provide incentives for the development of these primarily fun
tional objects. As already conceded, while computer programs are treated
as expressive literary works, their expressive elements may be secondary to
the ronprotectable functional output of the progéaie., what it actually
does. In consequence, the everyday use of a computer programxs none
pressive, but that does not suggest that copyright protection for software
should be effectively dismantled. Instieacourts must exercise caution
when dealing with anomalous copyright subject matter so as not to negate
the very protetion Congress intended

The most appropriate method of doctrinal incorporation of the- pri
ciple of nonexpressive use is through the €sie doctrine. The role oke
pressive substitution is not merely compatible wfité fair use doctrindt
is actually necessary to make sense of much existing case law. It may be
unrealistic to attempt to reduce the entirety of fair use jurisprudernace i
any one coherent principle. Nonetheless, the general proposition that the
doctrine favors acts of copying that are unlikely to substitute for the- cop
right ownerds original expresss-on exp
formative expressive usgprimarily nonexpressive uses should generally
be classified as fair uses because, by their very nature, they do not substitute

for the authorodés original expression.
nonexpressive use should be favored under tbg third and fourth fa-

tor’dsuch uses are nonsubstitutiiatee i n f|
a qualitatively insignificant proport

original expression, and produce no cognizable market effect under the
fourth factor?™

272 s is sooften the case, the second statutory factor does not appear to have much biterin the co
text of nonexpressive uses, and thus does little t
goats. o C a-Rgsé Mukid, Inoy, 510 A.6.569,58094).
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[1l. THE DOCTRINAL SIGNIFICANCE OF TRANSACTION COSTS

Copyright disputes involving coprgliant technology may be oo
pletely resolved once a court determines that the use in question is hone
pressive. However, there are nonetheless two reasons ¥ongd&urther
into the issues of transaction costs andayis that preoccupy this final
Part. First, opbuts are a common feature of camjiant technology and
their ubiquity deserves some explanation. Second, although the carrect a
plication of thenonexpressive use principle expounded in this Article will
be clear in many cases, it may not be cladrin every case. In those cases
where ambiguity persists, courts will have to consider the totality ofethe d
fendant 6s f air uts,e tcH e i dreduembchanisithéast oot
takes on considerable significance. Section A begins with an alplanf
why copyreliant technologies face significant transaction costs problems
and the role of opput mechanisms in reducing those transactionscos
Section B discusses the relationship between transaction costs and the form
and content of property rights generally. Section C then specificddly a
dresses how and why the use of-opts by copyreliant technologies iser
levant to a fair use analgsi

A. Transaction Costs and CoiBeliant Technologies

The transaction costs faced by cepliant technologies are diffent
in kind and in magnitude tthos pertaining to analog works. Oftehgt
sheer number of transactions that must typically be acocalared by copy
reliant technologies makes the transaction costs problems they face unique.
The irony of copyreliant technology is that, while technology has helped
reduce the per unit transaction cost in relation to some discrete objects, such
as motionpictures and sound recordings, the proliferation ofydgpted
content means that total transaction costs for any technology that must co
er the whole of the Internet have increased dramatically. While private o
dering through collective rights managermaray be a common solution in
various fields of intellectual property, it does not necessarily offerwa sol
tion in the context of copyeliant technologies due to the scale, decdantral
zation, and heterogeneity of the Internet. Nonetheless, Internet
entrepeneurs have found other ways to address transaction costs, primarily
through the combination of well understood default rules and techndlogica
ly enabled opbut mechanisms. These issues are now addresseiiin d

1. Scale, Diversityand Decentralizatind The sheer scale of the-I
ternet is truly daunting. No technology since the printing press has given
rise to a proliferation of copyrighted works equivalent to the explosion of
Internet content witnessed since the 1H890s. A simple comparison helps
il lustrate this point. The U.iS. Libr
brary, with more than 134 million books, photographs, maps, musical
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works, manuscripts, and other printed enas?® The volume of material
available on the Internet has dwedfthis number in a very short period.
There are now an estimated billion Internet users worldwid&? It is dif-

ficult to estimate the number of webges available on the world wide web

at any given time; however, thatérnet Archivé which is only apartial
collectiord contains 85 billion searchable pages archived from 1996 to the
present”™ This number alone exceeds the entire collection of theaty of
Congress by a ratio of more than 600 to 1.

The volume of material on the Internet presents nifsignt transa-
tion cost problem for Internet search technology in particular because the
value of any search engine grows exponentially with its coverage. The
Google Book project and plagiarism detection software confront a similar
network effect. The difference between the requirements of cogliant
technologies and other more traditional consumers of copyrighted works is
illustrated by the contrast between an Internet search engine and a book
publisher. To provide a useful product, a book publismest sift through a
large number of submitted manuscripts, select one, and negotiate a license
with the author. The publisher is fortunate that once she finds one good
manuscript, there is no need to read the remainder. Furthermore, ibthe pu
| i s hrefer@d autpor is intransigent in negotiations, she can proceed to
her second best alternative at very little sacrifice. In contrast, an Internet
search engine cannot just select one or two websites under each search term
and rest on its laurels. Firsgarch engines must be able to cope with u
expected queries. Second, search engines are subject to a significant ne
work effect such that they are only really useful at a threshold of near
complete coverage.

The Internet has not only eapded informatin production, buhas
radically decentralized it as well. The Gartner consulting firm estimates
that around 100 million writers actively maintained a personal website or
blog in 2007 Even as the mainstream press continues to consolidate into
fewer andewer media empires, the Internet has decentralized newsgarodu
tion and increased both its volume and its divefSityNot only are these

273 geeThe Library of Congressibout the Library,http://www.loc.gov/about/facts.html (last-v
sited July 29, 2009). Fewer then 32 million of these items are bawks.

274 Internet  World Stats, World Internet Usage and Population  Statistics,
http://www. Internetworldstats.com/stats.htm (last visited Nov. 22, 2009).

275 The Internet Archive is a nonprofit organization founded to build an Internet library, with the
purpose of offering permanent access for researchers, historians, and scholaositaltdsllections
that exist in digital format. The Internet Archivebout the Internet Archivehttp://www.archive.org/
about/about.php (last visited June 22, 2009).

276AntonySawasGartner 6s Top 10 For e €avBurerWeEEkorrcom2z 007 and

Dec. 15, 2006available athttp://www.computerweekly.com/Articles/2006/12/15/220726/garttegps
10-forecastgfor-200-andbeyond.htm.

27T SeeYOCHAI BENKLER, THE WEALTH OF NETWORKS HOW SOCIAL PRODUCTION TRANSFORMS
MARKETS AND FREEDOM 223 (2006);see abo Brett M. FrischmannCultural Environmentalism and
The Wealth of Network34 U. CHI. L. REv. 1083 (2007).
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actors decentralized, they are also divéfs& he fAnew medi ado an
buted production exemplified by blogs andtisd networking sites are ah
racerized by (1) a blurring of the lines between producers and consumers,
(2) a significant degree of interaction between participants who are both
producers and consumers, and (3) low monetary costs, at least foathe m
jority of participants’® As a result, the Internet has complicated the- ec
nomics of copyright by expanding the range of viable information
production strategies. The proliferation of content producers and their he
rogeneity is no doubt beneficial, but it peess copyeliant technologies
with a difficult set of transaction cost problemshéy intencto clear rights
before unleashing their automated processes.

The high transaction cost environment is not limited to Internet search
engines. Plagiarism detew software, which must search the whole iinte
net for possible sources of plagiarism, faces a similar problem of scale. The
transaction cost issues in Google Book are similar, but distiGaogle
faces substantial costs in building out its databadbrairy books. There
are approximately 18 million books in the combined collections of
Googl ebs partner | ibraries, and each o
shelf, scanned, and reshe#dThe average cost staming each book is
estimated at arouh$10®* | n addi ti on to thesge cost s
diate coping is not fair use, it will also be confronted with a substantial
rights cleaance probler¥ For each book Google will have to (1) dete
mine whether the book is in the public domain, @gedmine the identity of
the copyright owner(s), (3) locate the copyright owner(s), and (4) negotiate
to obtain the permission of the owner(s).

Googledbs clearance costs wild.| vary
broadly speaking, they will be lowest feery old works (prel923), modest
for very new works (2001 onwardsind highest for those in between (1923
to 2000)%® The clearance costs for very old and very new works are quite

278 gee generallBENKLER, supranote277 (describing information production in a networked i

formation economy ands inclusion of a broader range of participants).

2719 1d, at 911 132

280 Brian Lavoie, Lynn Silipigni Connaway & Lorcan Dempséyatomy of Aggregate Cotéons:
The Example of Google Print for Librariesl1(9) D-LiB MAG., Sept. 2005, available at
http://iwww.dlib.org/dlib/september05/lavoie/09lavoie.html.

81 gee, e.g.Carolyn SaidRevolutionary Chapters o o g Ambdieus BookScanning Plan Seen
As Key Shift In PapeBased CultureS.F.CHRON., Dec. 20, 2004, at FL{.A[ P] ress reports hav
it at abott $10p e r b see kIsdgfiepnor Yang Suioogle Will Post UC Library Books Online For
Public, SAN DIEGO UNION-TRIB., Aug.10, 2006, at A4 (reporting that the University of Californié est
mates that it would cost it $30 to $g6r book to scan its collgan).

282Googl eds recent class settl ement with The Autho
Publishers, Inc., and the broad class of authors and publishers they represent effectively resolves the
rights clearance issue for Google Book, as witipeesto U.S. copyright interests. A draft of the-pr
posed Settlement Agreement is available at http://books.google.com/booksrightsholders/agreement
contents.html.

23 The significance of each of these dates is explained below.

165¢



NORTHWESTERN UNIVERSITY LAVREVIEW

low. If a work was published in the United States before January 1,i1923
is safe to assume that is in the public dor¥dinThe clearance costs for
very new works are also quite low because publishers now insist on-obtai
ing the relevant rights from authors and are in a position to grant Google
permission to include theseowks in its databas& Recall Tasini where

the Supreme Court held in favor of freelance journalists in relation to the
inclusion and display of their articles in online datab&e®Rather than
providing the freelance authors who it had already paid &orctheir a-
ticles with a new stream of revenue, the TirGesnpanyand other publis-

ers simply removed most of the freelance pieces from their online
databases. SincEasini it has become industry practice to insist on very
broad rights in relation tdectronic storage and retrievél.

However, for the vast numbers of books published between 1923 and
2001, the applicable clearance costs are likely to be quite®hidfirst, d-
though it may not be obvious from the date of publication alone, many of
thes works are in fact in the public domain. The duration of copyright u
der the 1909 Act was lingtl to twentyeightyears, plus a renewal period of
twenty-eight years® This renewal period was subsequently extended t
forty-seven years, and then agairsigty-sevenyears?®® The result is that
if a work was published in the United States before 1963 and not renewed,
it is in the public domaif®* The Copyright Renewal Act of 1992 made r
newal automatic for works first copyrighted between January 1, 1964, an
December 31, 1977 Likewise, certain works may also be in the public

284 Note that a work creatdalit not published prior to 1978 may not be in the public dom&ie
generallyElizabeth Townsend Gardanuary 1, 2003: The Birth of the Unpublished Public Domain and
Its International Implications24 CARDOZO ARTS& ENT. L.J. 687(2006) R. Anthony Reesé?ublic but
Private: Copy fishedPublicDonmdie86TEX) n RaY.1585 (2007).

285 Google and Amazon.com have each established cooperative agreements with publishers that a
low them to display considerable portions of books in a searchable dat&eeSnogle, Google Books
Partner Rogram, http://books.google.com/support/partner/bin/answer.py?answer=106167 (last visited
July 1, 2009); Amazon.com, Search Inside! Participation Agreernpt//www.amazon.com/ gp/html
forms-controller/SITB_Publisher_Signup_Form (last visited July 19200

286 SeesupraPart ILA.2; N.Y. Times Co. v. Tasini, 533 U.S. 483 (2001).

287 geeAmy Terry, TasiniAf t er mat h: The ConsequentddsPavof the Fre
LCA J.ART & ENT. L. 231, 23839 (2004).

288 geeFlizabeth Townsend Garera Brittain, Section 104(a) and Section 104A: A Case Study in
Sorting Out Duration of Foreign Works Under the 1976 CopyrightlAcfTulane Public Law &earch
Paper No. 009, 2007)available athttp://ssrn.com/abstract=1015575.

289 1909 Act, §823i 24, 35 Stat. 1075080 81.

290 17 U.S.C. 804(a) (1992) (current version at 17 U.S.C. §304(a) (2006)).

2! Thanks to the combined efforts of Carnegie Mellon Universal Library Project, Projeat-Gute
berg, Distributed Proofreaders, and a Google software engineer named Hatdaoemi, the paper
based renewal record maintained by the U.S. Copyright Office can now be searched electr@eeally.
Jon OrwantU.S. Copyright Renewal Records Available for Down]dagdiDE GOOGLE BOOKS, June
23, 2008, http://booksearch.blogspot@2008/06/usopyrightrenewalrecordsavailable.html.

292 copyright Renewal Act of 1992, Pub. L. No. 18Q7 (codified as amended at 17 U.S.G08
(2006)).
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domain because they were published in the United States withoup-the a
propriate copyright notic&® However, the notice requirement onlypéies

to works first published before Mardh 198%9** Additionally, notice @-
fects wildl not affect a workoshb-copyr.i
lished without the authorization of the copyright owner or the nogtect

only applied to a small number of cop#sFurthermore, in some cians-
tances it$ possible for the author to correct a notice défédt.is impar-

tant to note that any work created by a U.S. government employee or officer
also belongs to the public domain, provided that the person created the
work in her official capaty.?” The status of unpublished works and the
works of foreigners adds several additional layers of complexity, including
the possibility that some works may have been removed from the public
domain by the Wiguay Round Agreements Act of 1994.

Second, een if a work remains subject to copyright, the ownership of
those rights can be highly uncertain. The basic principle of copyright law is
that copyright vests initially in the author or authors of the 8rkiowev-
er, those rights may be assigned in @fimite chain of transactions, ban
ruptcies, and inheritances. These laws are by no means uniform. The
disposition to copyright ownership through a will or intestacy is determined
by the domicile of the authd¥ even if that domicile is in a foreign cou
try.3* Furthermore, unvested renewal rights under the 1909 Copyright Act
and rights of termination under the 1976 Copyright Act pass according to
compl ex statutory provisions, whi ch ma

298 |n this regard, the requirement for copyright notice functions as aim.opBeeChristopher
Sprigman,Reform(aliz)ing Copyright57 STAN. L. REv. 485, 487 (2004) (discussing the role of gop

right formalities in Afacilitat[ing] licensing by I
294 17 U.S.C. §8101i 02 (1976) (current version at 17 UCS§8401i 02 (2006)) (prior to the Berne
Convention |Implementation Act). Note that whether

of factual questions. S&&MMER ON COPYRIGHT § 4.04 for a general discussion.
> communicati on sdietted graup,caredffar a limiteel puypose, without the right of
diffusion, reproduction, distribution or sale. 6 wi t hout a copyright notice do
the public domain. Regents of the Univ. of Minn. v. Applied Innovations, Inc. F6&pp. 698, 710
(D. Minn. 1987),a f f8@6d-.2d 626 (8th Cir. 1989) (quotihNgvMER ON COPYRIGHT § 4.13[A]). Pib-
lication can be especially ambiguous for copies of letters deposited with a library.
2% 17 U.S.C. 8405 (1976) (current version at 17 U.S§405 (2006)) (prior to the Berne Comve
tion Implementation Act).
297 3ee17 U.S.C. §105 (2006).
298 The Uruguay Round Agreements Act of 1994 restores copyright protection to certain foreign
works which had fallen into the public domain due to failuredmply with formalities, but which
would otherwise now be eligible for protection in the United Stagmel7 U.S.C. 8L04A(d)(3)(A)(i)
(2006).
2% 17 U.S.C. ®01(a). This is subject to the work for hire doctrine and the possibility of joint a
thorship 1d. at § 201(b), (c).
300 17 U.s.C. R01(d)(1).
%lBrecht v. Bentley, 185 F. Supp. 890, 893 (S.D.N.
a proprietor under American Copyright Law is given no rights against an infringing foreign publication
tha his rights of ownership may not descend by the |
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will or the default positions of hetfomicile3*?> Beyond the name of theiin
tial author, the work discloses almost non¢hef facts relevant to detenmi
ing the current ownership of copyright. The records of th& Oopyright
Office also fail to contain the necessary information. As th&agesthe
complexty of these legal and factual issues multiplies exponentially.

Third, Google faces significant costs related to opportunism aad str
tegic behavior. As discussed in more detail below, even authors who favor
inclusion in the Google Bdodatabase may have an incentive to hold out
for higher payment if their copyright gives them an effective veto over the
project3®

How significant are these costs likely to be? There are an estimated 18
million books in the combined collections of therdiies participating in
the Google Book project. Approximately 10.5 million of these books are
uniqued they are only held by one of the participating libraffédt is es-
timated that slightly less than 20% of these works were published before
1923 and thsi likely present no copyright issu&s.That leaves about 8.4
million books with some potential copyright constraint. Even if the average
clearance cost (the cost of determining the status of the book, findirgy the r
levant copyright owners, and negotiatia license) were astle as $200,
the total cost of rights clearance before any royalties have been paid would
be over a billion dollars. It is easy to imagine that clearance costs could be
in the thousands, not merely the hundreds, in which casetdiecost of
proactively clearing rights on every book could exceed $10 billion. This
does not include any royalties paid to authors. As these very preliminary
estmates show,hie problem of high transaction costs is common to most
copy-reliant technologs and is not limited to Internet searclyiaes.

2. Technology Reduces Some Transaction Costs While Increasing
Othersd Advances in technology have reduced transaction gostany
areas by reducing the cost of communication and increasing the effectiv
nes of searcing. Such advances, however, have done little to offset the
significant transaction costs problems faced by e@fignt technadgies.
Commentators have been predicting the death of fair use on the Internet
since the late 1990s. Specificalhe prediction was that digital rights
management technology (DRM) would allow copyright owners to automa
ically enforce their rights and to prevent uses that were ontsidesed
fair.®® Those who embraced the death of fair use online argued that DRM

302 5ee17 U.S.C. 804(a);see alsdStewart v. Abend, 495 U.S. 207, 209, 221 (1990)dihgl that
even i f an author has assi gned iftheauthowddsdoreithght s ,
commencement of the renewal periodo).

303 Seeinfra note383and accompanying text.

804 Lavoie, Connaway & Dempsegupranote280.
305
Id.

306 SeegenerallyDan L. Burk & Julie E. Coherfair Use Infrastructure for Rights Management

Systemsl5 HARV. J.L.& TECH. 41 (2001). DRM refers tocaess control technologidsat limit the use
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would allow copyright owners to define the permissions associated with
their works and make it possible to charge different prices to diffesers,u
thus reducing the need for fair (®8e.Those who feared the death of fair
use made the same prediction, amguthat that the control facilitated by
DRM would enable an end run around the public policy values dahelde
in copyright lawA®

Those predictions have proven to be extravagant. DRM permission
systems have had a muted impact on DVDs and digital musiaq@ind-
pact whatsoever on the majority of transactions relevant to-rebiayt
technologies. The effect of DRM in the context of DVDs and digital music
has been muted because permissions systems are fragile and hand-to mai
tain for at least two reasongirst, once the encryption on any one copy of
a work is broken, that copy can be used to propagate an infinite number of
unencrypted copies. Second, users tend to gravitate toward unrestricted
formats precisely because they offer fewer restrictiin3.he network -
fects of this preferemcfor unrestricted formats meémat content proders
are only in a position to impose permission systems if they are ableto co
trol both the content format and the playback technology. Contentdprovi
ers have been paatly successful in developing permissions systems with
respect to DVDs, but similar attempts with respect to audio CDs have been

of digital media or devices. See INFORMATION INFRASTRUCTURE TASK FORCE, INTELLECTUAL
PROPERTY AND THENATIONAL INFORMATION INFRASTRUCTURE THE REPORT OF THEWORKING GROUP
ON INTELLECTUAL PROPERTYRIGHTS 177 200 (1995).

307 SeePaul GoldsteinFair Use in a Changing World50 J. COPYRIGHT Socdr U.S.A 133, 137
(2003) ( ratfolk of usds erevipusly excused because of transaction costs, the [fairaise] do
trine wild.l s i mp | see dserono \W.eBellj Fairr Usd vs. \Fared tUsed The Impact of
Aubmat ed Rights Management 0,V¥6NIolpREY.557,/H8084s(1998pi r Use D
(same); Trotter HardyProperty (and Copyright) in Cyberspac&996 U. CHI. LEGAL F. 217, 233
(same);Edmund W. KitchCan the Internet Shrink Fair Use?8NEB. L. REv. 880, 881 (1999) (same);
Robert P. Mergeshe End of FricionPr operty Rights and Contract in the
Line Commercel2 BERKELEY TECH. L.J. 115, 13032 (1997) (same)See alsdlane C. Ginsburgju-
thors and Users in Copyrigh45J.CoPYRIGHTSocdr US.A 1, 15 (1997) (A Tl he pri
for exempting private copying as fair use has been transaction costs, but these are much attenuated in the
digit al worl d. o) .

308 SeeBurk & Cohen,supranote306, see alsaGlynn S. Lunney, JrThe Death of Qayright: Dig-
ital Technology, Private Copying, and the Digital Millennium Copyright 8¢tVA. L. REv. 813, 814
(2001).

309 Both Apple and Amazon have adopted this stratéggePress Release, Apple.coApple Un-
veils Higher Quality DRMFree Music on the Tunes Store (Apr. 2, 2007), available at
http://www.apple.com/pr/library/2007/04/02itunes.html; Evan Blassjazon Announces DRKtee
MP3 Music Store ENGADGET, May 16, 2007, http://www.engadget.com/2007/05/16/amazon
announcesirm-freemp3-musicstore. Mte also that consumers may distrust DRM because of a-pote
tial |l ack of backwards compatibility. For exampl e,
uses fAplaysdsureo DRM cannot pl ay SeeBeantByraeMMi cr osof t
crosoft Postpones MSN Music DRM Server $Difit CDFREAKSCOM, June, 19, 2008,
http://www.myce.com/news/MicrosefiostponesMSN-Music-DRM-servershutoff-14762.
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somewhat disastrod¥. To the extent that copyright owners have had any
success with DRM, these ociuermtedsesnt o
within the traditional contours of copyright law, not the Orwellian vision of

a digital lockdown predicted over a decade &jo.

DVDs and digital music notwithstanding, advances in the techinolog
cal protection of content have been overwheligddvances in the the
nologies of reproduction and distribution. The proliferation of ¢asppy
content on the Internet has actually increased the economic cgo#i of
transaction costs. The dominant transaction costs problem on the Internet
relates to negotiating basic permissions for billions of pages, not gephist
cated bargaining over relatively few high volume items such as popular
movies, books, and music. Thus, while DRM technology may haveothe p
tential to reduce transaction costs witlspect to any one individual pre
existing work, the magnitude of transactions that embant technadgies
must process has increased exponentially. So, ironicatile Internet
search engines have reduced transaction costs in relation to many cop
righted markets, they themselves are subject to increasing transaction costs
by virtue of their own success.

The premillennial consensus that technology would reduce the sign
ficance of transaction costs in relation to copyright failed to take itvo a
countthe difference between the costs attending any one transaction and the
total volume of transaction costs faced by cogljant technologies. The
adqution of new technologies has reduced the former, but not the latter.

3. Collective Rights Management and Cepgliant Tetinologiesd
Collective management is the exercise of copyright and related rights by
organizations acting on behalf of the owners of rigfitdn many intelle-
tual property contexts, transaction costs problems are addresseghthrou
collective rghts managemetn the form of collection acieties such as the
American Society of Composers, Authors, and Publishers (ASCAP#&-or p

810 geeMegan M. LaBelleThe fARoot kit Debacleodo: The Leétest Chap
ing Industry and the War on Music Pirgd@4 DENv. U. L. Rev. 79, 81 (discussing consumer class a
tion lawsuits and law enforcement proceedings against Sony resulting from an attempt to pcdwent a
CD copying by consumers). Alex Halderman & Edward WEelken, Lessons from the Sony CD DRM
Episode 15 USENIX SECURITY SYMPOSIUM PROCEEDINGS 77 (2006), available at
http://itpolicy.princeton.edu/pub/sonydrext.pdf; see generalR. Polk Wagner|nformation Wants to
Be Free: Intellectual Property and the Mythgies of Contrgl 103 CoLum. L. Rev. 995, 101516
(2003) (arguing that there are very good reasons to doubt the meaningful impact of DRM anytime soon).

811 Seedane C. Ginsburdglhe Pros and Cons of Strengthening Intellectual Property Protection:
Technologtal Protection Measures and Section 1201 of the U.S. Copyrigl24A&olumbia Pub. Law
Research Paper No.173 7, 2007) (ATaewpdapeyrsodigital slpeckral gu
transpired, anticipation. o).

812 geeworld Intellectual PropertyDrganization, About WIPO, Collective Management of %op
right and Related Right, http://www.wipo.int/abepten/about_collective_mngt.html#P46_4989 (last
visited Apr. 12, 2009).

1664



103:1607 (2009) Copyright andCopyReliant Technology

tent pools and joint ventures, such as the 2@ Platform Partnershi$p

The success of collective rights managemendame fields demonstrates
that market based solutions can overcome high transaction costsamn situ
tions where the individual management of rights is impossible or impracti
al®* However, this particular type of private orig solution may not be
effective in relation to copyeliant technologies because of theale of
transactions requirednd the decentralization and diversity of the relevant
rights holders.

The problem with collective rights management is that it has been most
successful in the contegf homogeneous transactions among repeat players
with similar preference®? Collective rights management is unlikely & r
duce the transaction costs faced by emgdiant technologies. First, copy
reliant technologies typically rely on close to complebveragé a search
engine that only covers half the Internet is of very limited use. This means
that each html page is a complementary good, whereas collective rights o
ganizations like ASCAP typically license a range of potential substitutes.
Second, dllective rights organizations like ASCAP only work because a
significant percentage of relevant copyright owners affirmatively opt into
that system. Given the billions of works at issue and the hundreds-of mi
lions of rights owners involved, similar Idgeof participation seemnlik e-
ly, at least for search engines. On the other hand, it is actualln@mn
surprising that high schools and universities have not established a-centr
lized body to facilitate plagiarism detection. These institutions havea
interest h advancing plagiarism softwaend could easily make partieip
tion in an antiplagiarism database a condition of entry.this and other
areas, even where the perquisites for effeatollective rights managnent
appear to exist, rightholders and the relevant intermediaries have been
slow to take advantage of the potential savings collective adtiers#°

813 3G Patent Platform Partnership is a standard setting organization desigragdtotal fees paid

to patentees that own rights in the 3G mobile phone standsed. generall\Reiko Aoki and Aaron

Schiff, Promoting Access to Intellectual Property: Patent Pools, Copyright Collectives and @learin
houses38(2)R&D MANAGEMENT 189 204 (2008)(reviewing and comparing patent pools, intellectual
property clearinghouses, and copyright collectives as alternative systems for promoting efficient access
to licensable intellectual property).

314 Robert P. MergesContracting into Liability Rubs: Intellectual Property Rights and Collective
Rights Organizations84 CAL. L. REv. 1293, 129894 (1996). But note that the continuing court supe
vision of ASCAP pursuant to an antitrust decree indicates that it is not the best example of a ipurely pr
vate market solution.SeeUni t ed St at esf ComposefsmAuthoBsoanddPublishers, No.
Civ.A. 42-245, 1950 WL 42273, at *4 (S.D.N.Y. Mar. 14, 1950).

¥ 1dat 131 JepdatddDamdagtions among right holders will give rise to the private unstit
tions discussed. .. Oneshot or sporadic interactions do not justify investments in exchangesinstit
tions. 0) .

316 SeeWILLIAM W. FISHER & WILLIAM MCGEVERAN, THE DIGITAL LEARNING CHALLENGE:
OBSTACLESTO EDUCATIONAL USESOF COPYRIGHTEDMATERIAL IN THE DIGITAL AGE 80 (2006) (nb
ing that there is a greater reluctance by rights holders regarding licensed digital uses of comtent as o
posed to analog uses such as photocopies).
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4. Private Ordering Through OpDutsd It has been establishéus
far that transaction costs present a formidable potential ¢bdtacopy
reliant technologies, one that is unlikely to be overcome by either DRM
technology or collective rights management. How then do -celpnt
technologies continue to function? Tameswer is thatopy-reliant technb
ogies typically rely on @ombination of well understood default rules and
technologically enabled oput mechanism® reduce transaction costs

Grasping how these oput mechanisms work requires some (but not
too much) understanding of the basic structure of the Internet. Tdvadh
is an open system that allows any endpoint (usually a computer) touzomm
nicate with any other endpoint through a set of standard profétdalie
architecture of the Internet thus embeds a default rule of unrestricted access.
This default requireanyone who does not wish their material to be avail
ble to affirmatively opt out. For example, website owners remain free to r
strict access by blocking specific IP addresses, or by requiring a user
account, a password, or both. They can also controlseanch enginesi
teract with their copyrighted material by employing a technological device
known as the Robots Exclusion Proto€dl.The default is, however, an
open sgtem.

The Internet norm of open access stands in marked contrast to the
usual assumjfins made with respect to copyrighted works. This norm has
remained stable for some time for three reasons. First, the initial design of
the Internet and its basic protocol for the exchange of informationdembe
ded an open architectuf®. The open, minimigt, and neutral design of
TCP/IP has enabled an unparalleled diversity of social and technological
innovations’® Open systems and ealend architecture were fundantal
early Internet technical standards. The default of open access therafore co
tinues, in part, simply as a result of path dependence. Second, the norm of
openness also continues to flourish because it reflects the preferences of the
majority of Internet users. Most people want their websites seen and their
emails received. Third, theswith minority preferences generally have no
qguarrel with the default of open access; they simply opt out of the default as
it suits them.

317 JACK GOLDSMITH & TiM Wu, WHO CONTROLS THEINTERNET? ILLUSIONS OF ABORDERLESS

WORLD 23 (2006).

818 Seeinfra notes320i 324and accompanying text.

819 SeeVinton G. Cerf & Robert E. KahnA Protocol for Packet Network Intercommunication
22(5) |IEEE TRANSACTIONS ON ComMm. 637, 63148 (1974), available at http://www.
cs.princeton.edu/courses/archive/fallo6/cos561/papers/cerf74.pdf (the original specification of the
ATransmi ssi on CHrsTtosIJPIMOFCHOVITISET AL, HISYGRY OF THEINTERNET. A
CHRONOLOGY, 184370 THE PRESENT80i 82 (1999) (an excerpt from a 1974 paper discussing the arch
tecture of the Internetf3oLDSMITH & WU, supranote317, at 23.

820 TCP/IP stands fofransmission Control Protocol/Internet Protocol. Together, thesend-
working protocols largely control the movement of data across the Inte8reGoLDSMITH & WU, su-
pranote317, at 22 24.

1666



103:1607 (2009) Copyright andCopyReliant Technology

This third point requires some elaboration. Those with minorityepref
rences can easily opt out of the default sulleat govern the Internet in a
number of ways, the most significant of which is probably the Robots E
clusion Protocot? The Robots Exclusion Protocol is particularly signif
cant in the context of copieliant technology. Every major Internet search
engne relies on thdrobotsExclusion Protocol to prevent their automated
agents from indexing certain content and to remove previously indexed m
terial from their databases as requiredlthough it has been widely
adopted, the Robots Exclusion Protocol & controlled by any standards
setting organization and thus remainsle facto standard. The success of
the RobotsExclusion Protocol is attributable to two factors: its low cost and
high degree of customization. The monetary cost of usinRtmtsEx-
clusion Protocol is zero and the information costs are not significantly hig
er. Adding a robots.txt file to a website is trivial and there arenadbauof
widely available free tools for automatically generating a robots.tx#file.
To disallow all robad from a website simply requires two lines of code:

Useil Agent: *
Disallow: /

Adding these instructions to the robots.txt file at the root level of a
websité?® will block all compliant search engine robots and other inferm
tion harvesting software agerits. As explained in section C below, sof
ware architects who deliberately disregard the instructions contained in a
robots.txt file and thus do not facilitate an -ogpit regime will be less able
to rely on a fair use defense than those who do.

Apart from ts low cost and relative simplicity, the real attraction of the
RobotsExclusion Protocol is its extraordinary flexibility. To block apa
ticular directory rather than the entire site requires simply changing the
second line to include the name of theediory®*® The Google searchme
gine, for example, is designed to allow site owners to prevent individual

2'1'n this context, a firobotd is synonymous with a

RobotsExclusion Protocol, seBAVID GOURLEY & BRIAN TOTTY, HTTP: THE DEFINITIVE GUIDE 225

241 (2002). See also The Web Robots Pages, About /robots.txt In a Nutshell,
http://www.robotstxt.org/robotstxt.html (last visited Apr. 12, 2009). The originabBdbBxclusion Ro-
tocol was set out in 1994 by Martijn KosteSeeMartijn Koster, A Standard for Robot Exclusion
(1994),available athttp://www.robotstxt.org/orig.html.

%22 The Web Robots Pages provides a tutorial on creating robots.txt files with edtor. See
http://lwww.robotstxt.org. Google offers a free robots.txt ganeras part of their webmaster tools at
http:// www. google.com/ support/ webmasters/ bin/answer
AHow to Write a Ro Ibaseasticldixavaildble at btp:/suppoot.micresdftgcem/kb/
217103. Other websites that provide additional tools include http://robots.googletoad.com/ and
http://www.seochat.com/seools/robotsgenerator/.

2 Eor exampl e: Ahttpt/s. wuw..®@xample.com/robo

324 SeeTARA CALISHAIN & RAEL DORNFEST GOOGLE HACKS: 100INDUSTRIAL-STRENGTH TIPS &
TooLs309 (2003):THOMAS A. POWELL, WEB DESIGN. THE COMPLETE REFERENCE247/ 49 (2000).

25 For exampl e: ADi sall ow: /nameofdirectory/ .o
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pages, sections of a website, or an entire website from being indexed.
the event that a website owner changes its preferences by activatiog the r
bots exclusion standard after Google has already indexed the content, the
Google search engine will remove this content the next time Google
AcrawlGooglteds i mplement at iPotocolsf t he
also highly customizable: among othemts, site owners can also remove
either or both of the snippets and images that appear in the seant$®

The important thing to realize about apit mechanisms such as the
RobotsExclusion Protocol is that they do not displace private ordéring
they are the means of private ordering. When transaction costs are othe
wise high, opout mechanisms can play a critical role in preserving-a d
fault rule of open access while still allowing individuals to have their
preferences respected. In the contexsadrch engine technology, emit
mechanisms such as tiRobotsExclusion Protocol have reduced seemingly
insurmountable transaction costs and made them manageable, if Rot triv
al®** The Robots Exclusion Protocol and similar-opts do not actually
clearrights in the sense of negotiating licenses, but they substitute for rights
clearance where copyright owners would price access ab zbose who
are not content with a zero price still retain the option to negotiate fa&-som
thing more than the defaulfField, Perfect10, andGoogle Boolare inte-
esting partly because the plaintiffs in those cases chose to object to the
default rule instead of simply opting otft.

B. Transaction Costs and Property Rights

Critics of various copyeliant technologies are quiti invoke the rb-
toric of property in service of their claims. Former Authors Guildiperg
Nick Tayl or is illustrative: he a
peopleds property and providinyd ot
The ralying cry of property rights here is more rhetorically than analytica
ly useful. When a new office building casts a shadow over a hotai-swi
ming pool or obstructs the air current so as to impede the operation of a
windmill, it is pointless for the affectedarties to simply proclaim their

rgu
her

326 SeeCALISHAIN & DORNFEST supranote 324, at 315; GoogleRemoving My Own Content
From Google's Indexyttp://www.google.com/support/webmasters/bin/answer.py?answer=35301&topic
=8459 (last \sited July 29, 2009).

sz Google,supranote326.

328 |4

829 seeJohn S. Siemarising the Implied Licens® tinject Common Sense into Digital Copyright
85N.C.L. REV.8 8 5, 891 (2007) (AThe transaction costs in
website would be so high that e would be likely to stop visiting websites. An @ptinternet would
be virtuallyungsa b | e. o) .

339 The motivations for this discontent are explored further in Part 11ligfh2,

331 Nick Taylor, Letter from the PresidedtQ4 2005 AUTHORSGUILD BULLETIN, Fall 2005 avail-
able athttp://www.europeatwriters-congress.org/upload/312006102637.pdf at 14.
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property rights are sacrosaf€t.The owners of the office building and the

windmill each have property rights: the real question is what exactly is the
content of those rights? Whose rights prevail when owners assé#éitton

ing claims? Both the doctrinal and welfare economics answers to tlsis que

tion must be resolved with reference to transaction costs. sEbison

briefly summarizes some of the significant literature on transaction costs

and explains why the mereasst i on of fiproperty right
tell us whether the rights of a copyright owner include the right not to allow
copy-reliant technology to interact with her work.

Transaction costs are central to an economic understanding of property
rights because they dictate both the scope and the form of private rights.
Private property generally reduces transaction costs by lowering the costs of
coordination among disparate individuals. Secure property rights are ge
erally thought to be essential fdret increased specialization that sustains
economic development because they provide the institutional framework
needed for long term and complex relationskipg he allocation and def
nition of property rights determines both which individuals have tt®oau
ity to decide how a specific resource is used and to whom the costs and
benefits of that use will flo®?* As every student of th€oase Theorem
knows, in a world without transaction costs, the specific allocation of these
costs and benefits is unimpant because all the relevant parties wilt-ba
gain to an efficient outcome regardless of their initial entitlerffertiow-
ever, as every student of t@mase Theoreralso knows, in the real world,
reallocation and enforcement are costly and many transagia persist.
Indeed, because the specification of rights is itself a costly endeavor, it is
axiomatic that rights will never be fully specifi&d.

How then should property rights be allocated given that transaction
costs aburd? One view is that, givamansaction costs stand in the way of
efficient reallocation, the primary objective of the law should besdoae
transaction costs by defining simple and clear property rights that enable
private exchang&’ On this view, the law should not devote caesable
resources to optimizing initial allocation; it should just ensure that all the
rights worth specifying are allocatéf.A second view is that, becausésu
stantial transaction costs persist even after private rights have been all

332 These examples come from R.H. Codsdes Problem of Social CosJ.L.& ECconN. 1, 8 (1960).

333 boucLassC. NORTH, INSTITUTIONS, INSTITUTIONAL CHANGE AND ECONOMIC PERFORMANCE
3335 (1990). Property rights are but one element of the institutional matrix that sustains the rule of
law.

334 NicHoLAS MERCURO & STEVEN G MEDEMA, ECONOMICS AND THE LAW: FROM POSNER TO
POSTMODERNISM ANDBEYOND 249 (2d ed. 2006).

335 Coasesupranote332

336 NORTH, supranote333

337 ROBERTCOOTER& TOMAS ULEN, LAW AND ECONOMICS97 (4th ed. 2004).

38 geeid( AiBy | ubri cat i nenablesithegdvata pamias fo excharge lbgalwights,
thus relieving | awmakers of the difficult task of a
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cated, lawmakers shld allocate property rights to their besitisd use so
as to minimize the harm caused by inevitable failures to reach private
agreement&?

These contending implications of t@®ase Theorerare frequently
fered as a binary choice. Because the appliity of either depends on the
exact nature of the transaction costs at issue, however, courts should accept
neither prescription as dogma. In fact, just as the decision of a firm to e
ther make or buy is determined by relative transaction costeose the
structure of property right$’ In this context, it should be noted that the
form that property rights take can play a significant role in reduoirex-
acabatingtransaction costs. There is in consequence a vast legal literature
devoted to undstanding various features of different types of property as
either attempts to perfect the initial allocation of rights or, more commonly,
to reduce the transaction costs associated with those ¥fghts.

In contrast to contractual rights that bind only gaaties to an ages
ment, property creates rights against the whole world. Thus, as Thomas
Mer ril |l and Henry Smith have argued,
i mpose fian informational burdend on ¢
wi t h t h &tMerilltahdi Smith argue further that the broad applic
tion of the informational burden of property rights explains the tendency of
these rights to come in a fixed menu of forms. Thus, the law reducss tran
action costs by limiting property rights tosat of standardized packages
that the layperson can understand at low ¥dst.

Consideration of information costs suggests a possible divergence b
tween property in tangible and intangible objéctghereas physical pxe
imity limits the informational burderof tangible property, those same
burdens can multiply almost infinitely in the case of intellectual property.
Only those walking past Blackacre need to worry where its boundaries are;
every musician in the world needs to worry that their new composition
might have been inadvertently copied from any one of thousands of pop

339
340

Seeidat9i98 (di scussing this theory as the fANor mat. i\
See generalR.H. Coase,The Nature of the Firm4 Economica 386 (1937) (observing that
differences in transaction costs explain variation in organizational hierarchy).

34 The classic work in this area being Guido Calabresi & A. Douglas MelaRregerty Rules,
Liability Rules, andnalienability: One View of the Cathedré85HARv. L. Rev. 1089 (1972) (disciss
ing the implications of transaction costs for different remedial structures).

342 Thomas W. Merrill & Henry E. SmithWhat Happened to Property in Law and Economics?
111 YALE L.J 357, 35859 (2001);see alsoThomas W. Merrill & Henry E. SmithThe Prope-
ty/Contract Interfacel01CoLum. L. Rev. 773 (2001) (explaining property and contract law in terms of
the information costs ah remandin personanrights); Thomas W. Mertil& Henry E. Smith,Optimal
Standardization in the Law of Property: THéumerus ClausuPrinciple, 110YALE L.J. 1, 39 (2000)
(arguing that the standardized forms of property reduce transaction costs).

343 seeMerrill & Smith, Optimal Standardizatiorsupra note342
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songs their brains have absorbed over the y&afmother difference isla

so worth noting: physical objects suggest at least a core definitionueongr
ent with their physical attributes,h@reas property rights in intangibles are
purely a legal construét: In other words, while the rights attached to real
property and chattels might be fuzzy at the edgesarhiagiguity ofrights
attached to itangible expressionis usually more pronouncétt Accor-
dingly, the definition of intellectual property rights must be even mone se
sitive to transaction cogisnot just those between willing parties, but those
imposed on the rest of the woffd.

Numerous legal commentators have offered transactionacmsin-
formation cost explanations for specific attributes of intellectual property
law. In The Economic Structure of Intellectual Property L. awilliam
Landes and Richard Posner explain a diverse range of intellectual property
doctrines as efficient respses to transaction costs problems. With respect
to copyright, they argue that the need to keep transaction costs low explains
the ide&expression distinction, the limited duration copyright, and #e d
rivative work right®*® In a more explicitly comparate vein, Clarisa Long
argues that many differences between patent and copyright law stem from
divergences in the information costs and coordination problems associated
with expressive works and inventioti$. In a recent article, Henry Smith
also applies iformationcost theory to explain certain differences between
copyright and patent law, arguing that the former is more like tort and the
latter more like propert§?°

Transaction costs are not only important in establishing certain features
of copyright dotrine, an assessment of transaction costs is also a key inte
nal feature of specific copyright doctrines, most notably fair use. Tie ce

%01 n one noteworthy case, George Harrison was fou

1963 hitHe 6 s  SihisA970 @ngleMy Sweet Lord SeeBright Tunes Music Corp. v. Harrisongs
Music, Ltd., 420 FSupp. 177 (S.D.N.Y. 1976). The alleged similarities escape this author.

3%% See WILLIAM M. LANDES & RICHARD A. POSNER THE ECONOMIC STRUCTURE OF
INTELLECTUAL PROPERTYLAW 16 (2003) (noting that transaction costs tend to be higher in intellectual
propertyas it is frequently difficult to identify such property because by definition it has no unique
physical site).

% As much was acknowl edged by Judge Learoed Hand w
priation ceases to be the test [for copyrightifrimme nt ], t he whol e mati-ter is ne
chols v. Universal Pictures Corp., 45 F.2d 119, 121 (2d Cir. 1930).

347 Seel ANDES & POSNER supranote345 at 21 (concluding that intellectual property rights tend
to bemore costly than rights in physical property).

348 14, at 21, 9293, 111.

34 Clarisa Long)nformation Costs in Patent and CopyrigBDVA. L. REv. 465 (2004).

350 Henry E. Smith,Intellectual Property as Property: Delineating Entitlements in Information
116 YALE L.J. 1742 (2007)see alsdPaul J. HealdA Transaction Costs Theory of Patent L&6 OHIO
Sr1. L.J. 473 (2005) (justifying patent law based on private transaction costs savings rather than the more
conventional incentivased rationale); Mark A.emley & Philip J. WeiserShould Property or Lialbi
ity Rules Govern Information85 Tex. L. REv. 783 (2007) (making a transaction cost argument against
the imposition of injunctions in cases where courts cannot easily tailor injunctions to forbid enly th
prohibited conduct).
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tral purpose of the fair use doctrine is to permit certain uses that wéwuld ot
erwise be infringing. Indeed, as Wendgr@on has shown, the presence of
high transaction costs and other market failures provides a usefid-fram
work for understanding the entirety of the fair use doctfinefair use
plays a critical role whereopyright ownes attempt to use their rights to
stifle criticism or prevent the articulation of contrary viewpoiffts How-
ever, the doctrine is not limited facilitating criticism and social debate.
Fair use is necessary even when copyright ownerparely commercially
motivated because licensing arather private ordering mechanisms do not
provide a solution for cases involving high exchange costs, high iaform
tion costs, and strategic behavioks the market failure paradigm demo
strates, lie fair use doctrine is particularly important in situagiovhere the
costs of obtaining permission outweigh the benefits of the use. Tdws, a
cording to at least one court, the fair use doctrine protects book revéews b
cause in the absence of a fair use doctrine, most publishers wseldndi
control over the antents of reviews in any evefit. Consequently, the fair
use doctrine economizes on transaction costs by making ssotairders
unnecesary®*

While the role of fair use in addressing high costs of exchange is
ground familiar to most copyright academitt® significance of fair use as
a remedy to strategic behavior is less famfffal.aw and economics soh
lars are used to thinking about the implications of strategic behaviaor in d
vided ownership contexts such as oil field unitization or corporate
governance situation¥® The basic problem is that where several parties
possess a veto right that can block some profitable ente@peseew st-
dium, oil well, or corporate merg&re ach has an incentive
a disproportionate share of the gainslie had from that enterprise. Both

351 Wendy J. Gordonkair Use as Market Failure: A Structural and Economic Analysis ofBlee
tamaxCase and lts Predecessp82 CoLUM. L. REv. 1600 (1982).
352 SeeCampbell v. AcuffRose Music, Inc., 510 U.S. 569, 579 (1994) (discwgsparody as hang
social value); SunTrust Bank v. Houghton Mifflin Co., 268 F.3d 1257, 1278 (11th Cir. 208)s&lng
parody as entertainment and social and literary criticism)
%1y, Inc. v. Publoéns Intol, 292 F.3d 512, 517 (7t
354 1d. In this context, fair use could also be seen as the solution to a collective action preblem b
cause it allows publishers to credibly commit to not censoring reviews. Landes and Posner explain the
fair use status of book reviews in terms of implied cohdexNDES & POSNER supranote345 at120f
22, but collective action and credible commitment are more convincing explanations.
355 SeeSag, supranote 29, at 250 (criticizing doctnal recommendations which aim to optimize
copyright scope in the abstract but do not account for the effect of uncertainty or strategic behavior).
356 Seezohar Goshenyoting (Insincerelyjn Corporate Law 2 THEORETICAL INQUIRIES L. 815,
820 (2001) (extaining the holdout problem in the corporate governance setting); Gary Brapib®
James L. SmithThe Economic Evolution of Petroleum Property Rights in the United Sttek
LEGAL STuD. 589 (2002); George J. Mailath & Andrew Postlewafteymmetric nformation Bargan-
ing Problems with Many AgentS7 REv. ECON. Stub. 351, 351 (1990) ling exampl es such a:
field unitization,. . . a group of workers deciding on whether to leave their firm and establish a new ve
ture.. ., [and] the construction f a producti on facility generating pol
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experience and theory suggest that the mere presence of a divisible surplus
does not ensure that the parties will in fact agree on how that division
should procee#’ Furthermore, agreements on division are constrained by
the costs of enforcement given that once a deal has been reached,
Ai[a] ccor di ng -maximazingbehaviomltassymptiersaaklpa h
ty to exchange will cheat, steal, or lie when the payoff to such actixity e
ceeds the value of the alternativeopgou ni t i es ava’¥l abl e to

The problems attending strategic behavior are particularly relevant to
copyright because all copyrighted works build on previous works to some
extent. Musicians attempting to clear samples can face license demands
from the original copyright owners that effectively seek to expropriate the
entire value of the newly created wdrk. Strategic behavior may prevent
parties who would otherwise have much to gain from cooperatinglif mu
tiple clearances are required, because guite rational for the players to
adopt strategies that risk destroying the surplus in order to gain a larger
share®® Even nonstrategic parties sometimes cause holdout probkems b
cause of the divergent valuations that result from egotism and other cogn
tive biases®™ The fair use doctrine reduces transaction costs associated
with strategic behavior by eliminating the holdout power of the copyright
owner in situations where her contribution is comparatively small to that of
the defendant, or where someggdee of copyright owner intransigencefis e
fectively presumed.

The salient point is that the invocation of the property mantra does
very little to tell us whether the rights of a copyright owner include the right
not to allow copyreliant technology toniteract with her worRé? A further
important point remains: even if that issue is resolved in the copyrigit ow
erds favor, the form of t hationplt oper

erty
is not enough to simply det, &r riilnebtihe

357 SeeRobert CooterThe Cost of Coasel1lJ.LEGAL StuD. 1, 23 (1982) (arguing that disagre

ments as to how to divide the contractual surplus may prevent successful Coasean barggénaigy;
Michael A. Heller, The Tragedy of the AnticommonBroperty in the Transition From Marx to Markets
111 HARV. L. REV. 621 (1998) (arguing that underuse results when too many owners hold rigkts of e
clusion in a single resource).
358 NoRTH, supranote333 at 30.
359 SeeDONALD S. PASSMAN, ALL YOU NEED TO KNOW ABOUT THE MUSIC BUSINESS REVISED
AND UPDATED FOR THE21ST CENTURY 306 08 (Simon & Schuster 2000) (1991); Rosspranote108
at 282 83 (discussinghe costs of licensing fees of nonparody sampling in rap and hip hop music as
prohibit i vely high for all but Aestablished artists and
360 Robert Cooter & Steven Marks with Robert N. MnoolBaygaining in the Shadow of the Law:
A Testdle Model of Strategic Behaviot1J.LEG. STuD. 225, 243 (1982) (arguing that private bargai
ing to redistribute external costs will not achieve efficiency unless there is an institutional mechanism to
dictate the terms of the contract for dividing tkekes).
361 Robert Mergesintellectual Property Rights and Bargaining Breakdowiie Case of Blocking
Patents 62 TENN. L. REv. 75, 89 (1994).
362 Oren Bracha makes a similar point in relation to Google B&#eBracha supranote?2.
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ty rul es, 0 and *fikvenaf we azcepat that the copyright ul e s .

ownerso rights are to ,lapropprityule)etiket ed by
guestion remains: under what conditions, if any, can this right be exercised?

As Abralam Bell and Gideon Parchomovsky observe in their own memo

able phrasing, entitlements are ofte

ruled contingent rules that provide an entitlement owner with eithgy-pro

erty rule or liability rule protection as long asvs® specified conditionts

tain® are quite commoff?

The notion that the rights of the property owner can be protected under
permissive default rules coupled with an-opt is hardly new. RobertlE
l'ickson famously descri bedattletwwdreeh fif enci
lowed to roam freely on the property of others unless that property was
fenced®®™ Landowners still maintained their property rights, subject to the
burden of fencing out neighborsdéd catt
sign not unlike lhe Robots Exclusion Protocol would have been sufficient.
Cattle are just one exampl e. I ndeed,
sees a variegated landscape with rules tailored according to thermtife
between rights in Bckacre, animals (wild ahdomestic), oil and gas,an
ter rights (subject to multiple regimes depending on geography and land
use), and air right8¢ Specifically in relation to copyright, the suggestion
that authors should be required to accept some cost before vindicating their
nghts is not wunprecedented. As Mi cha
formal registration and deposit are no longer strict requirenienisopy-
rightability, both are demanded of authors who wish to bring iréremt
sui¥s. o

Although copyright is pmarily a system of property rights, it has no
uniform or immutable character. Just as the invocation of the property does
not settle disputes over the scope of rights, it is also inconclusive as to the
form of those rights. The centrality of transastimsts in modern property
theory and the practical importance of -opt mechanisms in reducing

363 Calabresi & Melamedsupranote341

364 Abraham Bell & Gideon Parchomovskyliability Rules 101MicH. L. Rev. 1, 5 (2002) (com-
menting on Cal abresi and Mel amedo6s met hods) .

365 gSee, €.9.ROBERT C. ELLICKSON, ORDER WITHOUT LAW: HOW NEIGHBORS SETTLE DISPUTES
76 (1991). But note that here norms appeared to govern behavior regardless of the underlying law.

366 Richard A.Epstein Intellectual Property: Old Boundaries and New Frontief§ IND. L.J. 803,
804i 05 (2003. The lllinois Right of Publicity Act contains a special provision allowing sifmal
photographers to exhibit photos which migmt other wi
less the exhibition is continued by the professional photogragftes written notice objecting to the-e
hibition has been gi v eSedlings Riglt ef Publitity Act, 76dw.omMP.por t r ay ed
STAT. 1075/35(b)(5) (2009).

367 Michael R. Mattioli,Opting Out: Procedural Fair Usel2 VA. J.L. & TECH. 1, 20i 21 (2007);
seealsol7US.C. 811 (b) (2006) (A[NJo civil action for infr
States work shall be instituted until preregistration or registration of the copyright. claindid. § 412
(precluding statutory dmages for infringements before the effective date of registration in many ci
cumstances).
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transaction costs for copgliant technologies make some analysis of the
doctrinal implications of opbut mechanisms essential. As in many other
cases, thdair use doctrine provides the most natural framework for that
analysis. The nexdection specifically addresses this question.

C. The Significance of Oguts in Fair Use Analysis

1. The APuUur pose andOutS€hissessingttheetes of Op-
ance of an apout mechanism to the first statutory fair use fatttre
Apur pose and c ¥#areqgaies seme detdrminatiore of whate 6
types of uses should be preferred. The Copyright Act itself is notypartic
larly instructive as to what uses should be preftunder this factor, thus
courts must inevitably revert to the fundamentah@pgles of copyright law
itself 3%

As discussed at length in Part Il, one of these principles is that acts of
copying that do not communi cathee t he
public should generally not be held to constitute copyright infringement.

This follows from the essential observation that the purpose of copyright is

to protect authors from the unfairness of having their own original gxpre

sion used in competitioagainst them as a substitute for their workl- A
though the Supreme Courtds most recen
transformativenes®’ the transformative use doctrine is but one marafest

tion of the broader principle of expressive substitution.

In addition to this core concept of expressive substitution, courts
should also consider institutional design of copyright. Copyright aehie
its constitutional purpogethe promotion of progress in science and useful
atd A b]y establislgihmg t@a merekeutsaeb | ef ra
s i ¢"hthis; marketability not only encourages authorship, it decoupies a
thorship from the corrupting influences of state subsidy and elite
patronagé’? Copyright is not the only way to encourage authorship;sa sy
tem of statgrizes might do that just as wélt. The advantage of copyright
over other systems is that it not only encourages authorship, it also gives
authors a degree of autonomy. Accordingly, when evaluating a claim of
fair use, courts should consider to whateent t t he defendant 6s

368 17 U.S.C. §107(1) (2006).

369 Sag,supranote4, at 385.

870 SeeCampbell v. AcuffRose Music, Inc., 510 U.S. 569, 579 (19%Be abo Leval, supranote
215 at 1111.

871 Eldred v. Ashcroft, 537 U.S. 186, 219 (2003) (citing Harper & Row, Publishers, Inc. v. Nation
Enters., 471 U.S. 539, 558 (1985)).

872 Netanel supranote231, at 288.

873 Seege.g, Steven Shavell & Tanguy van YpersdRewards Versus Intellectual Property Rights
44 J.L. &ECcoN. 525 (2001) (concluding that intellectual property rights do not possess a fundamental
social advantage over reward systems and thaipsional reward systetnunder which innovators
choose between rewards and intellectual property Bgtstsuperior to intellectual property rights).
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whole undermines or enhances the autonomy not just of the author in the
case, but of the class of authors the decision will affect. Put another way,
when in doubt, courts should attempt to maximize choice by setting defaul
rules that reduce transaction costs. In this context, the effect-ofibpte-
chanisms moves from the periphery of the fair use question to center stage.

Once judges appreciate that legal rules establish default positions
which are then subject to mddation, the effect of opbut mechanisms
becomes a significant consideration in fair use cases. A finding of fair use
conditioned on the existence of a low costapt mechanism poses far less
risk to the autonomy of the author than a finding of fae with no such
mechanism. Furthermore, such a finding may be the only way to overcome
certain information asymmetries and problems associated with stragegic b
havior.

Consider the following scenario. Assume that the majority of authors
wouldactualybenef it from the defendaint 6s pr
ty objects. Assume further that the cost of affirmatively clearing rights for
the defendant is very high but the cost of taking advantage of thaubpt
mechanism provided by the defendant igydew . In this situation, if the
court determines that the defendantds
are satisfied and the minoritye-must e
gotiate with the defendant to abate the use. This is not a comumorme
in copyright; in most situations, it is unreasonable to expect that copyright
owners would be able to contract around a default of permission given the
multiplicity of potential users they would have to deal withif the court
determinesthatth d e f e n d a n subject tauas epout, the nfajari r
tyds preferences are satisfied and tF
fendant 6s use or i -out inrordet toehave thesrt of
preferences satisfied. Under our assumption theatdst of the opout is
relatively low, the autonomy of the majority and the minority is preserved,
subject only to the cost of opting out. Finally, if the court determines that
the defendant s use i s wunfair,t-then t
ing in. The cost of opting in might be especially high. This couldese b
cause of coordination problems in situations where the use requires a
critical mass, or where copyright owners simply lack information about the
needs of potential users. If the to$ opting in is effectively preclusive, a
denial of fair use will bind the majority to the will of the minority. On the
other hand, if the cost of opting inde minimis both the majority and the
minority will have their preferences respected. Franeeonomic persjge
tive, the efficiency of an ogh versus an opbut system will depend on the

“Note that the copyright ownerés monitoring costs
out; acordingly, for this scenario to be true, monitoring costs must also be very small.

375 The inability of the copyright owner to buy the silence of her critics is of course desirable in
many cases where the fair use in question takes the form of politeadial commentary.
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ratio of those who prefer inclusion to those who do not, and on the compa
ative costs of opting in versus opting out.

Field v. Googleillustrates the partical relevance of these criteria to
copyreliant technologie¥? In the Field case, as in many copgliant
technology cases, taking advantage of theooptmechanism was virtually
costless. Indeed, the district court found that disabling the cache fuahctio
ity for any of the pages on Fieldos w
of s e ¥ oTha lsgal Gsignificance of this finding tied directly to the
guestion of autao my . In the courtdés view, giyvVv
optout mechanism, it wain fact the plaintiff copyright owné&rand not
Googléd who effectively catrolled whether cached links would appear in
relation to his web pagé8. Thus, by placing control in the hands of site
owners, the fAcharacter andrightedmposeod o
terial was not unfair Field also illustrates the evidentiary value of an lbsta
lished optout meclanism where the copyright owner claims that although
the use in question may appear to be nonexpressive, it nonetheless poses
some hypothetical d@er of expressive substitution. As ffield court do-
s e r v ehd fact thgt the]owners of billions of Web pages chooserinipe
these | inks to remain is further evi
cache as a subst i turotherfvards, the presumied o wn p
acquiescence of a large number of copyright owners who could vewy ine
pensively oput indicates thatgressive substitution is unlikely.

In sum, the relevance of the existence of a low cosboptechanism
to the first fair e factor is that it affects the purpose and character of the
defendant 6s wuse in certain situations
the defendant 6s proposed use iys one \
right owners would actually favor; (2) the cosfstaking advantage of the
opt-out are sufficiently small such that the autonomy of the minorityes pr
served; and (3) the costs of opting in would be high enough to threaten the
autonomy of the majority under an aptrule. Under these circumstances,
allowing the defendant to proceed subject to arapgtwill significantly
reduce transaction costs, thus benefiting the defendant and a majofity of a
fected copyright owners while preserving the autonomy of tim@mty. In
choosing rules thdacilitate private ordering through ojaiuts, judges can
stay true to copyrightoés basicu-design
thor and allowingoreathing space for later generations to make their own
contributions.

2. The Market Effect of Ogbutsd The presencef an optout mee
hanism is also potentially relfevant u

%76 Field v. Google Inc., 412 F. Supp. 2d 1106 (D. Nev. 2006).

S771d. at 1119.
378 |d

%1d. The court further remarked that fiGoogleds alle
pages containing copyrighted works was transformatide
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fect of the use upon the potential market for or value of the copyrighted
w o r *® The primary considerations here are similar to those stated above.
If the ccst of taking advantage of an emiit mechanism provided by the-d
fendant is very low, then it is hard to see how a finding of fair use subject to
an optout could have a harmfufeect on t he fpotenti al
of t he c op Yy Indgd, it sedmswtamgg at frst blush that any
copyright owner would bother to object to a permissive default coupled
with an optout rather than simply exercising the -opit in this scenario.

There is, however, a logical explanation for such behavioratidmal
copyright owner will insist on a veto right rather than the right teoopt
under either one of two conditions: (1) where the expected costs afi-obtai
ing and exercising a veto are lower than the expected costs of taking adva
tage of the equivalenbpt-out; or (2) where the expected benefits of
exercising a veto are greater than those that can be obtained by mérely op
ing out.

The first condition is easily illustrated. It would, for example, place an
intolerable burden on the average mystery wifteshe had to affirmatively
tell each publisher in the United States that she did not wish them to publish
her manuscrip? In that case, the expected costs of a veto over publication
are substantially lower than the costs of an alternativeowaiptegine. In
the context of copyeliant technology, however, the opposite may hold
true. For example, the average burden of theoaptefault policed by the
Robots Exclusion Protocol is extremely slight because the copyright owner
need only attach one notitee communicate to all comers.

The second condition in which a copyright owner would insist ogra v
to right rather than the right to eptt is where the benefits of exercising a
veto are greater than those that can be obtained by merely opting out. This
condition can be met, as tferfect 10case illustrates, where the right to
opt-out is ineffective because the copyright owner has lost control of the
uses of her works by infringing third parti&s. Perfect 10 both benefits
from and is a victim of the pen eneto-end architecture of the Internet.
The openness of the Internet gives Perfect 10 access to an enormous market
unconstrained by geography and zoning @wse latter being especially
i mportant to the fAadult o c ohtheennt mar k
ternet also enables third parties to
that can be hard to detect or enforce. By employing certain techeited d
es, Perfect 10 has opted out of inclusion in irageed search engines but
elected to remairisible to traditional texbriented searché¥. In this way,

380 17 U.S.C. §107(1) (2006).

8Ly
%20f course, the E and dall rights reservedod notic
383 perfect 10, Inc. v. Amazon.com, Inc., 487 F.3d 701j 2859th Cir. 2007).
384 The Perfect 10 website also remains accéssib t hr ough the Inteanet Archi
chine.
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Perfect 10 is a direct beneficiary of default rules andooptmeclanisms
that prevail on the Internefis-3-vis traditional search engines. Noneth
less, in a series of court battles, Perfigthas chosen to attack this same i
stitutional setup in relation to imadpased searching. The reason is simple:
for Perfect 10, opting out of imagmsed searching is ineftere because it
has not been able to prevent third parties from igiiniap its works. Perfect
10 thus illustrates the problem of a minority holdout to a ti@imsacost
reducing mechanism. The decision for the court in this case was te dete
mine how the benefits of the default of inclusion weighed against the costs
imposed on miarities such as Perfect 10. By suingogie rather than the
websites that illegally hosted its photos, Perfect 88 weffectively asking
the courtto shift the costs of copyright enforcement onto Google and the
public at large, which benefits from imabased searching. Seen in this
l'ight, the courtds concl usi tweighadhat t h
the limited costs to Perfect 10 is quite undedadhe’®

The second condition can also be met, asRiedd case illustrates,
where the copyrighobwner believes that she can strategically use a veto
right to extract some of the surplus value in a joint enterprise contributed by
authors who consent to the use of their works or the independerttiewnts
of the defendari® The trial court found thafield had no genuine olge
tion to the default rules and eptut mechanisms that prevail on the Internet.
I ndeed, by his own admission, tFiel dos
tempt to extract rents from Googfé.Fi el d argued that Goo
functionality harmed the market for his works by depriving him of revenue
he could have obtained by charging Google for the right to present caches
of his web pages. The court rejected this transparently circular argument,
not i n ghe folrth fair use fetor is not concerned with such sylo
i s ni® Asddiscussed in Part Il, courts limit the potential circularity of the
fourth factor by limiting the market for potential derivative uses inm-nu
ber of ways. The reason that the court excluded the copyighih e r 6 s
bootstrapping claim of a market effect in this case was that he was kot see
ing to etract the value that Google derived from access to his @orks

%85 Seed87F.3dat 725 (AGoogle has put Perfect 106s thumbi
er thumbnail images) to a use fundamentally different than the use intended by Perfect 10. In doing so,
Google has provided a significant benefit to the pub

386 SeeField v. Google Inc., 412 F. Supp. 2d 1106, 1118 (D. Nev. 2006).

% 1dat 1113 (AField decided to manufacture a claim
the hopes of makingmoneyom Googl eds s.tlasmodidibe doteg thaa eveniif Geogle® )
had not prevailed on the issue of fair use, the result in this particular case would have been unchanged

because Fieldo6s invitation to Glocemgpel eds search robot
388 |4, at 1121 n.qquoting Campbell v. AcufRose Music, Inc., 510 U.S. 569, 592 (1994e &
soReligious Tech. Ctr. v. Netcom @i ne Commc én. Servs. , Il nc. , 907 F.
Cal . 1995) (A[ T] her e licernsingltie teimponarg ¢cogyindoé digaal warksrokte t  f o r
computer screens to allow browsing. o); Matt el Il nc.
2003) (noting that #AMattel was unlikely dwltdéeevel op
dol |l marketo).
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which was almost certainly nil. Instead, he was attempting to extract value
based on the permissionsts he could impose on Google in relation to ot
er copyright owners.

TheField case raises an issue of more general agjaic How should
courts treat strategic rent seekers in copyright disputes? In the ordinary
course, a copyright owner should bedited to hold out for whatever she
thinks the use of her particular work is worth. That kind of rent seeking is
the mechanism through which copyright provides annitie to creativity
in the first place. However, in the context of capliant technalgies at
least, courts should be disinclined to allow one copyright owner t@expr
priate the value added by other copyright owners. Aggipt owner might
argue that the effect of one cnepyrigh
ers is irrelevant to théourth factor because the pattiar language of the
statute refers to Athe effect of the
ofthec o py r i g h*¥ eddwewerp suéh.a aarrow reading of the fourth
factor is unsustainable in light of the purposel atructure of copyright
law.

To begin with, the very nature of common law adjudication demands
that courts consider the welfare of copyright owners beyond the plaintiff.
Litigated cases not only settle disputes between parties, they also set rules
and pecedents that extend far beyond the specific parties to thatiditig
Courts should therefore consider the likely market effect of theisides
on copyright owners generally, not merelythe particular plaintiff before
them?®*in doing so they armore likely to set beneficial precedents ohge
er al application. The C&8nphed orom- Cour t ¢
sider the four statutory factors in light of the purposes of copyrigido
requires courts to consider their decisions in light of theirenggmeral
fect on the progress of science and useful#rts.

The second reason that courts should consider the welfare of copyright
owners beyond the plaintiff relates back to the role of autonomy g cop
right law. As discussed, copyright achieves @astitutional purpose the
promotion of progress in science and usefuldatig establishing a marke
able right to an original expressiA. T he aut hor 6s mar ket ab
expression is not merely an instrument of incentive; it is also aminmsirt
of autonomy because it leaves the author free to choose her own path, one
that is significantly less reliant on state or elite subsidy. If thenaotg of
the author is a freestanding policy goal of the copyright system, thef the e
fect of default rules oautonomy must be considered under the fourth fa
tor. In a scenario where the majority of copyright owners would consent to
inclusion and the costs of individualized permission are much greater than

389 17 U.S.C. § 107(4) (2006).

3% seeHarper & Row, Publishers, Inc. v. Nation Enters., 471 U.S. 539, 562 (1985).
391 Campbel) 510 U.S. at 57i778.

892 Seesupranotes230' 231and accompanying text.
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the costs of opting out, the failure of a court to fiag ise may effeively
bind the majority to the will of the minority. While this is by no means
preclusive of a finding against fair use, it is clearly a significant coresider
tion under the fourth factor.

* * *

A combination of permissive defaults caroptout mechanisms is a
common feature of copseliant technology. As this Article has shown, it is
often critical for copyreliant technologies to mitigate otherwise prohibitive
transaction costs through eputs. Critics of particular copneliant tech-
nologies may argue that the use of-opts is irrelevant to the fair use &na
ysis3® This Article takes the contrary position. A dogmatic insistence that
|l iterary property extends to every ¢c¢c
both inaccurate as a stiption of settled law and unhelpful in thentext
of novel questions at the fringe of copyright law. The Copyright Act itself
requires courts to determine the content and form of the rightgtudra in
response to new developments, and the fairdastrine acts as an ingtr
ment of policy delegation in that regard. As this Part has shown, the central
role of transaction costs in defining the scope and content ofrpyajhts
and the specific statutory factors of the fair use doctrine eagestihat
the defendant 6s ¢ o miputiegame mestbwasighi a | ow
icant factor in this analysis.

CONCLUSION

I n many ways, technology is the dog
and occasionally in practice, copyright channels the direcfie@chnologr
cal progress. But, more often, technology simply drags the law in its wake,
going where it will. This Article has demonstrated the pull of receii tec
nological change on copyright law. Comfiant technologies
technologies that necessgrdopy expressive works in large quantities, but
do so for nonexpressive purpodeare vital to the operation of the Intet.

And yet, because these technologies are so dependent on accesg to cop
righted works, they are also vulnerable to claims of cgpyiinfringement.

An exploration of the common ground shared by search engines, ele
tronic archives, plagiarism detection software, and other-celmnt tet-
nologies sheds considerable light on the application of copyright law in the
Internet era. Thenere fact that common ground exists does not suggest
that the copyright issues affecting these technologies must necessarily be
reolved uniformly There are also significant differences between the

393Seee.g,StevenHetcheﬁ,'heHalfFai rness of Googledés Plan to Make
Books Searchablel3 MicH. TELECOMM. TECH. L. REv. 1, 67 (2006) (doubting the validity of the opt
out argument).
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copy-reliant technologies surveyed in this Article. rilation to the first
core question posed by cepsliant technologd the potential for copyright
liability for the expressive use of copyrighted wdrkihis Article has s-
tabl i shed that acts of copying which
nal expressin to the public should not generally be held to constitutg-cop
copyright infringement. In relation to traditional copyrightogct matter at
least, to do so would conflict with decades of accumulated precedent that
limit the rights of copyright owners todke uses of their works that offer
some threat of expressive substitution.

In spite of its centrality, the question of nonexpressive use may Inot fu
ly resolve all copyright disputes involving cepsliant technologies. nt
evitably, courts will face casewhere the line between expressive and
nonexpressive use remains ambiguous. In many such cases, the effect of
opt-out mechanisms offered by the defendant moves from the periphery to
the cater of legal analysis. Technologically enabled-opt mechanisms
such as the Robots Exclusion Protocol help maintain order on the digital
frontier. Such devices can play an essential role in overcoming the othe
wise dauting transaction costs facing copsiiant technologies. Acco
dingly, to treat the phenomenon of pgereliant technology
comprehensively requiresddressing the significance of eput mecha-
isms under copyright law.

Copyright law is fluid by design, and nowhere is that fluidity more
evident than in the development of the fair use doctrine. Thedaida-
trine both allows and requires judges to consider market realities in dete
mining the application of copyright law in novel circumstances. To the
extent that other commentators have adeied the doctrinal significance
of transaction costs in réian to isolated issues such as the Google Book
project, they have largely missed the point. Judges are not state planners;
they should not attempt to use the fair use doctrine to achieve some static
allocation of uses for a given set of gaghted works What judges should
do is apply the fair use doctrine tcsfaon a set of default rulethese d-
fault rules should encompass the distinction between expressive and none
pressive uses articulated in this Article; they should also take cotuat
the rde of transaction costs aridcilitate the kind of private ordering that
copyright has traditionally etiraced.
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